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## 4086071934 : MAJOR LAW
CHOMPHU JAINGENSUT : BORDER MEASURES FOR SUSPENSION OF RELEASE OF GOODS
INFRINGING INTELLECTUAL PROPERTY RIGHTS.

THESIS ADVISOR : ASSOC.PROF. DHAJJAI SUBPHAPHOLSIRI, MR. MANA LUGTONG

This research aims at examining problems in the importation and exportation at border points of
goods which infringe on intellectual property rights as well as the problems resulting from a lack of
effective laws and regulations used in suspending the release of goods that infringe on intellectual
property rights. This study will propose measures that can be used in suspending the release of such
goods at border points.

The study reveals the number of finding. High ratio of import-export goods infringing
intellectual property rights entering and leaving Thailand is the result of ineffective border control
measures for suspension of the release of such goods. While control measure have been established to
protect the rights of intellectual property owners, there is a lack of unambiguous laws and regulations
making it impossible for property rights owners or custom officers to enforce the measures. Furthermore,
The Government in sufficiently support the implementation of this measure and there is a lack of
responsible agencies and capable personnel to implement them. Trained personnel is crucial to putting
these measures into effect to prevent and combat the import-export of goods which infringe on
intellectual property rights.

Studying TRIPs and the laws of some countries, the researcher suggests that amendments be
made to the existing Thai laws and related regulations. The Trademark Act and Copyright Act as well as
Customs Act should provide more provision to deal with goods that infringe intellectual property rights.
A special unit should also be established in the Department of Customs so as to be directly responsible
for the implementation of these measures. Furthermore, there should be committee assigned to decide
whether the suspended goods actually infringe intellectual property rights. Finally, the Government

should promote and publicize these measures to ensure they are implemented effectively.
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¢ Timothy P. Trainer, Border Enforcement of Intellectual Property, 2000, p.2-9.

* Section 42 Except as provided in subsection (d) of section 526 of Tariff Act of 1930, no article
of imported merchandise which shall copy or simulate the name of any domestic manufacture, or
manufacturer, or trader, or of any manufacturer or trader located'in any foreign-country which , by
treaty, convention, or law affords similar privileges to citizens of the United States, or which shall
copy or simulate a trademark registered in accordance with the provisions of this Act or shall bear a
name or mark calculated to induce the public to believe that the article is manufactured in the United
States, or that it is manufactured in any foreign country or locality other than the country or locality in
which it is fact manufactured, shall be admitted to entry at any customhouse of the United States;
and, in order to aid the officers of the customs in enforcing this prohibition, any domestic

manufacture or trader, and any foreign manufacturer or trader, who is entitled under the provisions of
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a treaty, convention, declaration, or agreement between the United States and any foreign country to
the advantages afforded by law to citizens of the United States in respect to trademarks and
commercial names, may require his name and residence, and the name of the locality in which his
goods are manufactured, and a copy of the certificate of registration of his trademark, issued in
accordance with the provisions of this Act, to be recorded. in-books which shall be kept for this
purpose in the Department of the Treasury, under such regulations as the Secretary of the Treasury
shall prescribe, and may furnish to the Department facsimiles of his name, the name of the locality in
which his goods are manufactured, or of his registered trademark, and thereupon the Secretary of
the Treasury shall cause one or more copies of the same to be transmitted to each collector or other
proper officer of customs.

® Section 43 (a) (1) Any personwho, onor in.connection with-any goods or services, or any
container for goods, user in commerce any word, term, name, symbol, or device, orany combination
thereof or any false designation of origin, false or misleading description of fact, or false or
misleading representation of fact , which--

(A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation,
connection, or association of such person with another person, or as to the origin, sponsorship, or
approval of his or her goods, services, or commercial activities by another person, or

(B) in commercial advertising or promotion, misrepresents the nature, characteristics,

qualities, or geographic origin of his or her or another person’s goods, services, or commercial
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activities, shall be liable in a civil action by any person who believes that he or she is or is likely to be
damaged by such act.
(2) As used in this subsection, the term “any person” includes any State, instrumentality of a

State or employee of a State or instrumentality of a State acting in his or her official capacity. Any
State, and any such instrumentality, officer, or employee shall be subject to the provisions of this Act
in the same manner and to the same extent as any nongovernmental entity.
(b) Any goods marked or labeled in contravention of the provisions of this section shall not be
imported into the United State or admitted to entry at any customhouse of the United State. The
owner, importer, or consignee of goods refused entry at any customhouse under this section may
have any recourse by protest or appeal that is given under the customs revenue laws or may have
the remedy giving by this Act in cases involving goods refuse entry or seized.
(c) (1) The owner of a famous mark shall be entitled, subject to the principles of equity and upon
such terms as the court deems reasonable, to an injunction against another person’s commercial use
in commerce of a mark or trade name, if such use begins after the mark has become famous and
causes dilution of the distinctive quality of the mark, and to obtain such other relief as is provided in
this subsection. In determining whether a mark is distinctive and famous, a court may consider
factors such as, but not limited to—

(A) the degree of inherent or acquired distinctiveness of the mark;

(B) the duration and extent of use of the mark in connection with the goods or services with
which the mark is used;

(C) the duration and extent of advertising and publicity of the mark;

(D) the geographical extent of the trading area in which the mark is used,

(E) the channels of trade for the goods or services with which the mark is used;

(F) the degree of recognition of the mark in the trading areas and channel of trade used by
the mark’s owner and the person against whom the injunction is sought;

(G)the nature and extent of use of the same or similar marks by third parties; and

(H) whether the mark was registered under the Act of March 3, 1881, or the Act of February
20, 1905, or on the principal register.

(2) In an action brought under this subsection, the owner of the famous mark shall be entitled only
to injunctive relief unless the person against whom the injunction is sought willfully intended to trade
on the owner’s reputation or to cause dilution of the famous mark . If such willful intent is proven, the
owner of the famous mark shall also be entitled to the remedies set forth in sections 35(a) and 36,

subject to the discretion of the court and the principles of equity.
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(3) The ownership by a person of a valid registration under the Act of March 3,1881,or the Act of
February 20,1905,0r on the principal register shall be a complete bar to an action against that
person, with respect to that mark, that is brought by another person under the common law or a
statute of a State and that seeks to prevent dilution of the distinctiveness of a mark, label, or form of
advertisement.

(4) The following shall not be actionable under this section:

(a) Fair use of a famous mark by another person in comparative commercial advertising or
promotion to identify the competing goods or services of the owner of the famous mark.
(b) Noncommercial use of a mark.
(c) Allforms of news reporting-and-news commentary.
® 526 : Merchandise bearing American trade-mark
(a) Importation-prohibited
Except as provided in subsection (d) of this section, it shall be unlawful to import into
the United States.any merchandise of foreign manufacture if such merchandise, or the label, sign,
print, package, wrapper, or receptacle, bears a trademark owned by a citizen of, or by a corporation
or association created or organized with, the United States, and registered in the Patent and
Trademark Office by a person domiciled in the United States, under the provision of section 81 to
109 of title15, and if a copy of the certificate of registration of such trademark is filed with the
Secretary of the Treasury, in the manner provided in section 106 of said title 15, unless written
consent of the owner of such trademark is produced at time of making entry.
(b) Seizure and forfeiture
Any such merchandise imported into the United States in violation of this provision of
this section shall be subject to seizure and forfeiture for violation of customs laws.

(c) Injunction and damages
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Any person dealing in any such merchandise may be enjoined from dealing therein the
United States or may be required to export or destroy such merchandise or to remove or obliterate
such trademark and shall be liable for the same damages and profits provided for wrongful use of a
trademark, under the provisions of sections 81 to 109 of title 15

(d) Exemptions; publication in Federal Register; forfeitures; rules and regulations

(1) The trademark provisions of this section and section 1124 of title 15, do not apply to
the importation of articles accompanying any person arriving in the United States when such articles
are for personal use and not for sale if (A) such articles are within the limits of types and quantities
determined by the Secretary pursuant to paragraph (2) of this subsection, and (B) such person has
not been granted and exemption under this subsection within thirty days immediately preceding his
arrival.

(2) The Secretary shall determine and publish in the Federal Register lists of the types
of articles and quantities of each which shall be entitled to the exemption provided by this
subsection. In determining such quantities of particular types of trademark articles, the Secretary
shall give such consideration as he deem necessary to the numbers of such articles usually
purchased at retail for personal use.

(3) If any article which has been exempted from the restrictions on importation of the
trademark laws under this subsection is sold within one year after the date of importation, such
article, or its value (to be recovered from the importer), is subject to forfeiture. A sale pursuant to a
judicial order or in liquidation of the estate of a decedent is not subject to the provisions of this
paragraph.

(4) The Secretary may prescribe such rules and regulations as may be necessary to
carry out the provisions of this subsection.

(e) Merchandise bearing counterfeit mark; seizure and forfeiture; disposition of seized
goods

Any such merchandise bearing a counterfeit mark (within the meaning of section 1127
of title 15) imported into the United States in violation of the provisions of section 1124 of title 15, shall
be seized and, in the absence of the written consent of the trademark owner, forfeited for violations of
the customs laws. Upon seizure of such merchandise, the Secretary shall notify the owner of the
trademark, and shall, after forfeiture, destroy the merchandise. Alternatively, if the merchandise is not
unsafe or a hazard to health, and the Secretary has the consent of the trademark owner, the

Secretary may obliterate the trademark where feasible and dispose of the goods seized-
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(1) by delivery to such Federal, State, and local government agencies as in
the opinion of the Secretary have a need for such merchandise,

2) by gift to such eleemosynary institutions as in the opinion of the Secretary
have a need for such merchandise,

(3) more than 90 days after the date of forfeiture, by sale by the Customs
Service at public auction under such regulation as the Secretary prescribes, except that before
making any such sale the Secretary shall determine that no Federal, State, or local government
agency or eleemosynary institution has established a need for such merchandise under paragraph
(1) or (2)

(f) Civil penalties
(1) Any person who directs, assists financially or otherwise, or aids and abets the
importation of merchandise for sale or public distribution that is seized under
subsection (e) of this section shall be subject to civil fine.

(2) Forthe first such seizure, the fine shall be not more that the value that the
merchandise would have had if it were genuine, according to the manufacturer’s suggested retail
price, determined under regulations promulgated by the Secretary:

(3) For the second seizure and thereafter, the fine shall be not more that twice
the value that the merchandise would have had if it were genuine, as determined under regulation
promulgated by the Secretary.

4) The imposition of a fine under this subsection shall be within the discretion
of the Customs Service, and shall be in addition to any other civil or criminal penalty or other remedy

authorized by law.
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"section 602: Infringing importation of copies or phonorecords

(a) importation into the United States, without the authority of the owner of copyright under
this title, of copies or phonorecords of a work that have been acquired outside the United States is an
infringement of the exclusive right to distribute copies or phonorecords under section 106, actionable
under section 501. This subsection does not apply to-

(1) importation of copies or phonosecords under the authority or for the use of the
Government of the United States or of any State or palitical subdivision of a State, but not including
copies or phonorecords for use in schools, or copies of any audiovisual work imported for purposes
other than archival use;

(2) importation, for the private use of the importer and not for distribution, by any person
with respect to no more than one copy or phonorecord of any one work at any one time, or by any
person arriving from outside the United States with respect to copies or phonorecords forming part of
such person’s personal baggage;

(3) importation by or for an organization operated for scholarly, educational, or religious
purpose and not for private gain, with respect to no more than one copy of an audiovisual work solely
for its archival purposes, and no more than five copies or phonorecords of any other work for its
library lending or archival purposes, unless the importation. of such copies or phonorecords is part of
an activity consisting of systematic reproduction or distribution, engaged-in by such organization in
violation of the provisions of section 108 (g)(2)

(b) In a'case where the making of the copies or phonorecords would have consituted an
infringement of copyright if this title had been applicable, theirimportation is prohibited. In a case
where the copies or phonorecords were lawfully made, the United States Customs Service has no
authority to prevent their importation unless the provision of section 601 are applicable. In either
case, the Secretary of the Treasury is authorized to prescribe, by regulation, a procedure under
which any person claiming an interest in the copyright in a particular work may, upon payment of a
specified fee, be entitled to notification by the Customs Service of the importation of articles that

appear to be copies or phonorecords of work.
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% Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 1(2)(a) Counterfeit goods namely:

-goods;including the packaging thereof, bearing without authorisation a trade mark which is
identical to the trade mark validly registered in respect of the same type of goods, or which cannot
be distinguished in its essential aspects from such trade mark, and which-thereby infringes the rights
of the holder of the trade mark in question under Community law or the law of the Member State
where the application for action by the customs authorities is made,

-any trade mark symbol (logo, label, sticker, brochure, instruction for use ,guarantee
document) whether presented separately or not, in the same circumstance as the goods referred to
in the first indent,

-packaging materials bearing the trade marks of counterfeit goods, presented separately, in

the same circumstances as the goods referred to in the first indent;
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* Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 1(2)(a) pirated goods namely: goods which are or embody copies made without the consent
of the'holder of the copyright.orright or neighbouring rights; or of the holder of a design right,
whether registered under national law or not, or of a person duly authorised by the holder in the
country of production, where the making of those copies infringing the right in question under
Community law or the law of the Member State in which the application for action by the customs
authorities is made;

* Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 1(2)(b) “holder of a right” means the holder of a trade mark, a patent or certificate and/or one
of the rights referred to in (a), or any person authorised to use that trademark, patent , certificate

and/or right, or a representative thereof;
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% Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article1(3) Any mould or matrix which is specifically designed or adapted for the manufacture of a
counterfeit trade mark or of goods bearing such a trade mark, for the manufacture of goods
infringing a patent or a certificate or for the manufacture of pirated goods shall be treated as goods
referred to in paragraph 2(a), provided-that the use of such moulds or matrices infringes the rights of
the holder of the right in question under Community law or the law of the Member State in which the
application for action by the customs authorities is made.

* Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article3(1) In each Member State, the holder of a right may lodge an application in writing with the
competent service of the customs authority for action by the customs authorities where the goods are

placed in one of the situations referred to in Article 1(1)(a).
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*" Section 89 : Infringing goods, material or articles may be treated as prohibited goods
(1) The progprietor of a registration trade mark, or a licensee, may.give notice in writing to the
Commissioners of Customs and Excise-

(a) that he is the proprietor or, as the case may be, a licensee of the
registered trade mark,

(b) that, at a time and place specified in the notice, goods which are, in
relation to that registered trade mark, infringing goods, material or articles are expected to arrive in
the United Kingdom-

(i) from outside the European Economic Area, or
(i) from within that Area but not having been entered for free
circulation, and

(c) that he requests the Commissioner to treat them as prohibited goods.
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(2) When a notice is in force underthis section the importation of goods to which the notice
relates, otherwise than by a person for his private and domestic use, is prohibited, but a person is
not by reason of the prohibition liable to any penalty other than forfeiture of the goods.

(3) This section does not apply to goods entered , or expect to be entered, for free
circulation, export, re-export or for a suspensive procedure in respect of which an application may
be made under Article 3(1) of Council Regulation (EC) No. 3295/94 (OJL 341, 30 December 1994,
p.8) laying down measures to prohibit the release for free circulation, export, re-export or entry for a

suspensive procedure of counterfeit and pirated goods.
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* Section 111 : (1) The owner of the copy right in a published literary, dramatic or musical work
may give notice in writing to.the Commissioners.of Customs.and Excise-
(a) that he is the owner of the copyright in the work, and
(b) that he requests the Commissioners, for a period specified in the notice, to treat as
prohibited goods printed copies of the work which are infringing copies.
(2) The period specified in a notice under subsection (1) shall not exceed five years and shall not
extend beyond the period for which copyright is to subsis.
(3) The owner of the .copyright in a-sound recording or film may give notice in writing to the
Commissioners of Customs and Excise-
(a) that he is the owner of the copyright in the work,
(b) that infringing copies of work are expected to arrive in the United Kingdom at a time
and place specified in the notice, and
(c) that he requests the Commissioners to treat the copies as prohibited goods.
(4) When a notice is in force under this section the importation of goods to which the notice relates,
otherwise than by a person for his private and domestic use, is prohibited; but a person is not by

reason of the prohibition liable to any penalty other than forfeiture of the goods.
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LAFDINNNANITAN (AANTNT) 1994 (loale 1994 1aa# 2625) ™

* The Goods Infringing Intellectual Property Rights (Customs) Regulations 1999, regulation 3 :
Except where it specifies a Community trademark which the applicant holds or is authorised to use
and seeks action by the customs authorities of another member State, an application made to the
Commissioners shall be in the form set out in the Schedule to these Regulations, or a form to the like
effect approved by the Commissioners, containing full particulars of the matters specified therein.
And schedule of Regulation 3 Intellectual Property Rights: Application Form C1340 :Notes (2) : If
you are the holder'of a Community Trade Mark and wish to apply for customs action in the United
Kingdom only, you should use this form. If you want action in more than one Member State, you must
use Form C1340A.

" The Trade Mark (Customs) Regulations 1994 (2) If notice is given under section 89(1) of The
Trade Mark Act 1994 by the proprietor or licensee of a registered trade mark in respect of certain
goods it shall be in the form set out in the Schedule to these Regulations or a form to the like effect
approved by the Commissioners; and separate notices shall be given in respect of each arrival of

such goods.
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! Council Regulation-(EC)-No-3295/94 as amended by-Council Regulation (EC) No 241/1999,

Article3(2) :The application referred to in paragraph 1 shall included:

-a sufficiently detailed description of the goods to enable the customs authorities to
recognize them,

-proof that the applicant is the holder of the right for the goods in.question.
The holder of the right must also provide all other pertinent information available to him to enable the
competent customs service to take a decision in full knowledge of the facts without, however, that
information being a condition of admissibility of the application.
By way of indication, in the case of pirated goods or of goods infringing patents or certificates, that
information shall, wherever possible, include:;

-the place where the goods are situated or the intended destination,

-particulars identifying the consignment or packages,

-the scheduled date of arrival or departure of the goods,

-the means of transport used,

-the identity of the importer, exporter or holder.
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" The Trade Mark (Customs) Regulations 1994 (6)(1) : The person giving the notice shall, either
on giving notice or when the goods are imported, furnish the Commissioners with the certificate of
registration(or a copy of it) issued by the Registrar of Trade Marks on the registration of the trade
mark specified in the notice, together with evidence that such registration was duly renewed at all

such times as it may have expired.
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"% Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 4 : Where, in the course of checks made under one of the customs procedures referred to in
Article 1(1)(a) and before an application by the holder of the right has been lodge or approved, it
appears evident to the customs office that goods are goods referred to in Article 1(2)(a), the customs
authority may, in accordance with the rules in force in the Member States concerned, notify the
holder of the right, where known, of a possible infringement thereof. The customs authority shall be
authorized to suspend release of the goods or detain them for a period of three working days to
enable the holder of the right to lodge an application for action in accordance with Article 3.

" The Goods Infringing Intellectual Property Rights (Customs) Regulations 1999 (6) (1) and (3):
(1) Where a decision is given, the applicant shall pay the Commissioners a fee of the relevant amount
in relation to each of the following-

(a) the period specifiediin the decision; and
(b) anyperiod by which that period is extended.
(3) For the purposes of this regulation the relevant amount is-
(a) ' foraperiod not exceeding one month, 200 pounds plus VAT;
(b) for a period not exceeding three months, 400 pounds plus VAT;
(c) for a period not exceeding six months, 700 pounds plus VAT;
(d) for a period not exceeding twelve months, 1,200 pounds plus VAT;
(e) for a period of or exceeding twelve months-
(i) 1,200 pounds plus VAT for each complete period of twelve months, and
(i) an amount calculated in accordance with sub-paragraphs (a) to (d) above for

any additional period.
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1056

The Trade Marks (Customs) Regulations 1994 (3): A fee of 30 pounds (plus value added tax)

in respect of each notice shall be paid to the Commissioners at the time it is given.



143

TN NRUNITAINANIAAINNIEN 1 Lartiad@andelunstin 2 99 2 e
dl o = | v Yo o v v d‘ Eldl o = v v = v dl
HaArevizaniiidaudsldiunisaeniulaadwiniaaning  fiuaaevideduds  Judd

dl o o Aa ¥ o Aa A I L7 dl % 3 dl
ANNNOUNIENASTNEN @LLZ\]?UN@%@%]V‘]’)WN?UN@I@W ﬁ?@ﬂqﬁlﬁ”‘\ﬂﬁliﬁﬂ NRIVUIARINING

1
=

MR ATUALLLAINIANNNIANTRUNN TN TURWANANZU S ANNANIRLAZANLNAINIT

a q

aa [ % 106 dl =X
TUARLUVDNAANINT  DITINEN

a b2

1. Aufudnendud  ledudndesasdugninetinagnéiasinadming

AanNsuazNEndINInLdn I laRudaziie

' & o a ¥ dl KX a 2 | o & Y a a
2. ANALINEIAUAT  LHan19EnAUANUaandukaNIA NN ARLSIANT

1% v v a
LL@%N@Q@V]”Iﬂﬂ.l‘ﬂslﬂﬂﬂ’]ﬁ‘ﬁ‘ﬂﬂ’]ﬁ‘mﬂ’&u

3. AiuinEAuAY  eduAsesadelAFuntsinedegnsiesuazgn

=K kg 7 Al j Py o a Y v < o v a ¥
ﬂmtmﬂL@]qﬁqu@@ﬂfmﬁ‘ LLI?]Luﬂﬁ@qﬂ@ﬂqwLL@x@unuﬂl@\?@uﬂflm@QQﬂLﬂU?ﬂHWIuﬁ@Q@uﬂq

L

WD N ANNELAIN

4. AR anguNag wazAdulumaumudmiuangdslai

a v

a 49( ¥ Yar A o dei o A v v A { 1 a ¥ a
bNAULS m@umuﬂmﬁmiﬂuﬂm’mQﬂumm@mﬂw@quammq 1NLﬂu@uﬂW@3LN®

5. AdldEresanns nistdngnazinunasfindud miududlsannay

v
o

= 2 gy v o ° yNA A Ay oy A
TUARN sﬁ\?@']"ﬁ"’)ilﬂ\‘]ﬂ’ﬂ“ﬁ@’]ﬂ‘ﬂ‘ﬂ\‘]ﬂ’]ﬁ\luﬂqLLuzu’]ﬂ@QE\l’NQ‘H’]ﬁWVIL"V]V]U']V]ﬂ@ﬂ']ﬂ?ﬂ"lﬂ"l

a

o o -dl o 43 v Y [ ¥ 7 dl A dl
0. ATRAAUNNITUATNNUIINNLABIRINUINARNING UBNLUUBAINNHAN
a d’f 3 a dl I ¥ AJ % 4 dl % o d’f
Lﬂ@‘ﬂu@qﬂﬂ']’j‘@’iLLLUT']’]?VIVLNQT']L‘]@\‘I %GL’Q’]M%’]V]@@ﬂ’]ﬂi‘iﬂﬂﬁ‘xVﬁﬂU

106

The Goods Infringing Intellectual Property Rights (Customs) Regulations 1999 , regulation 5
In every case, whether any security or further security is given or not, the applicant shall
keep the Commissioners indemnified against all such liability and expense as is mentioned in
regulation 4(2) above and in particular shall repay to them all expense which may be incurred by
them in consequence of the detention of, or anything done in relation to, any goods to which the

application or decision relates.
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" The Goods Infringing Intellectual Property Rights (Customs) Regulations 1999, regulation 3 :
Except where it specifies a Community trademark which the applicant holds or is authorised to use
and seeks action by the customs authorities of another member State, an application made to the
Commissioners shall be in the form set out in the Schedule to these Regulations, or a form to the like
effect approved by the Commissioners, containing full particulars of the matters specified therein.
And schedule of Regulation 3 : Intellectual Property Rights: Application Form C1340 :Notes (1) : You

may apply under this scheme if you are the holder or authorised user of trade mark, copyright...
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Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article3(2) :The application referred to in paragraph 1 shall included:

-a sufficiently detailed description of the goods to enable the customs authorities to
recognize them,

-proof that the applicant is the holder of the right for the goods in.question.
The holder of the right must also provide all other pertinent information available to him to enable the
competent customs service to take a decision in full knowledge of the facts without, however, that
information being a condition of admissibility of the application.
By way of indication, in the case of pirated goods or of goods infringing patents or certificates, that
information shall, wherever possible, include:;
-the place where the goods are situated or the intended destination,
-particulars identifying the consignment or packages,
-the scheduled date of arrival or departure of the goods,
-the means of transport used,

-the identity of the importer, exporter or holder.
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"% Council Regulation (EC) No 3295/94-as amended by Council Regulation (EC)No 241/1999,
Article 4 : Where, in the course of checks made under one of the customs procedures referred to in
Article 1(1)(a) and before an application by the holder of the right has been lodge or approved, it
appears evident to the customs office that goods are goods referred to in Article 1(2)(a), the customs
authority may, in accordance with the rules in force in the Member States concerned, notify the
holder of the right, where known, of a possible infringement thereof. The customs authority shall be
authorized to suspend release of the goods or detain them for a period of three working days to

enable the holder of the right to lodge an application for action in accordance with Article 3.
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184 aNaazd17eANaTTH b N InsIE AdIael “Commissioner of Customs and Excise”

110

The Goods Infringing Intellectual Property Rights (Customs) Regulations 1999 (6) (1) and (3):
(1) Where a decision is given, the applicant shall pay the Commissioners a fee of the relevant amount
in relation to each of the following-
(c) the period specifiediin the decision; and
(d) any-period by which that period is extended.
(3) For the purposes of this regulation the relevant amount is-
(f) +foraperiod not exceeding one month, 200 pounds plus VAT;
(g) for a period not exceeding three months, 400 pounds plus VAT;
(h) for a period not exceeding six months, 700 pounds plus VAT,
(i) for a period not exceeding twelve months, 1,200 pounds plus VAT,
(j) fora period of or exceeding twelve months-
(iii) 1,200 pounds plus VAT for each complete period of twelve months, and
(iv) an amount calculated in accordance with sub-paragraphs (a) to (d) above for

any additional period.
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The Copyright (Customs) Regulations 1989, regulation 4 : A fee of 30 pounds (plus value
added tax) in respect of the notice shall be paid to the Commissioners at the time it'is given.
"% The Goods Infringing Intellectual Property Rights (Customs) Regulations 1999, regulation 5
In every case, whether any security or further security is given or not, the applicant shall
keep the Commissioners indemnified against all such liability and expense as is mentioned in
regulation 4(2) above and in particular shall repay to them all expense which may be incurred by
them in consequence of the detention of, or anything done in relation to, any goods to which the

application or decision relates.
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" Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 3 (5) subparagraph 3 : Any refusal to grant an application shall give the reasons for refusal

and may form the subject of an appeal.
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"™ Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 3/(6) Member State may require the holder of a right, where his application has been
granted, or where action as referred to in Article 1(1)(a) has been taken pursuant to Article 6(1), to
provide a security:

-to cover any liability on his part vis-a-vis the persons involved in one of the operations
referred to in Article 1(1)(a) where the procedure initiated pursuant to Article 6(1) is discontinued
owing to an act or omission by the holder of the right or where the goods in question are
subsequently found not be goods referred to in Article 1(2)(a)

-to ensure payment of the costs incurred in accordance with this Regulation, in keeping the

goods under customs control pursuant to Article 6.
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" Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 7(1): If, within 10 working days of notification of suspension of release or of detention, the
customs office referred to in Article 6(1) has not been informed that the matter has been referred to
the authority competent to take a substantive decision on the case in accordance with Article 6(2) or
that the duly empowered authority has adopted interim measures, the goods shall be released,
provided that all the customs formalities have been complied with and detention order has been
revoked.

This period may be extended by a maximum of 10 working days in appropriate case.
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""® Council Regulation (EC) No 3295/94-as amended by Council Regulation (EC)No 241/1999,
Article 3 (5 ) subparagraph 3 : Any refusal to grant an application shall give the reasons for refusal
and may form the subject of an appeal.

""" Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 3 (6) Member State may require the holder of a right, where his application has been
granted, or where action as referred to in Article 1(1)(a) has been taken pursuant to Article 6(1), to
provide a security:

-to cover any liability on his part vis-a-vis the persons involved in one of the operations
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referred to in Article 1(1)(a) where the procedure initiated pursuant to Article 6(1) is discontinued
owing to an act or omission by the holder of the right or where the goods in question are
subsequently found not be goods referred to in Article 1(2)(a)

-to ensure payment of the costs incurred in accordance with this Regulation, in keeping the
goods under customs control pursuant to Article 6.

""® Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 7(1):If, within 10 working days of notification of suspension of release or of detention, the
customs office referred to in Article 6(1) has not been informed that the matter has been referred to
the authority competent to take a substantive decision on the case in accordance with Article 6(2)
or that the duly empowered authority has adopted interim measures, the goods shall be released,
provided that all the customs formalities have been complied with and detention order has been
revoked.

This period may be extended by a maximum of 10 working days in appropriate case.
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" Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 8 (1)(a) : Without prejudice to the other rights of action open to the holder of trade mark which
is found to have been counterfeited or the holder of a copyright or neighbouring right or of a design
right which is found to have been pirated, Member States shall adopt the measures necessary to
allow the competent authorities:

(a) as a general rule, and in accordance with the relevan provisoes of national law, to

destroy goods found to be counterfeit or pirated, or dispose of them outside commercial chanels in



155

Wuldpumbadaudanialfunmngi 89 wilawsyaaiiounimA?aauuneniIsAn 1994  AuAN

v o

1 1
=2 a Y v a [ P

WaNHUAL)NEATIUTUARAARSTU AINNUNE LL@Zﬂ”Iﬂ‘VI@\W?ﬂ‘V]L%’]ﬂﬁqﬁ@@ﬂqﬂﬁ‘ﬁ’m’]ﬁ‘

u

Cg

'
o v = o a %

=X a a ¥ ¥ & o dld a ¥ o o
ALACTUALAIUULAY LNTUUINAANINTASAANITNUAL fwmmmemmmmqiuﬂﬂmma

P & ¥ 9 A v o = o Ay o A o o
LLG]?J?;INT?ﬂ[EﬂN L@’]‘Vim‘w@@mm‘LL@wﬂﬂum%m@ummLL@Q@W@@:ﬂ?ﬂHﬁﬂumemm'a“m_l
a v -&I 2 %I/ % Qddl 1 [ o 1 :J/ dl o
AUALAANLATEINNILNTANUALIEAL LTl ﬂ’]?"’ﬂ@ﬂ'ﬁ‘ﬂ‘]_lﬂ.l@\?LM@WHHLW@@Qﬂﬂ’]?ﬂW?Qﬁﬂ

yira Lt NI nLaz e A N 9nIsAn >

=

9. NINAUAALNARUANT

nelngusnawianninglsl @udnnudiaziiaeseanianisAnazgn

o A o o Ab SN T o 9 A A o
NIAERTAANNADBDNANNTEULNATWNIELT ¢l AUAININ MfJNﬂﬁ‘iuﬁLﬂﬁﬁﬁ‘ﬂm@@ﬂmﬂﬂﬂ

a

% a

pNlsAa LS e lFNIaT 111 Winsza i nIRa18ans NseanuUUNARAUT LAz AND

o

v '
1 a =2 a o =

1n7 1988' Fudwairiuazgnan g duAuAFadsURINNgUaNg waNIEUAIAINTIEN

49

D

v i
[ % v a ¥ AR

wihAanINaIN9dauadiuAuATiuLAY  dutividanINsazdnnIIALAUANEALATIL

1
¥ v

wsenstin ivinang wsagnslsfina dmEnaannsuazfiuarevzamisdaudinnaay

a

13N UNARANIALAUANALINAAIANDLUANEATOY 11 NI9YANIIILUDIAANITULNS

& A =] 1 A =
BNANITINIIN AR e ldlunisiniacdasvaalieni1en1sFnmn

such a way as to preclude injury to the holder of the right, without compensation of any sort and at no
cost to the excheque;
"% see section 89 of Trade Mark Act 1994.

"*! Council Regulation (EC) No'3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 8 (1)(a) : Without prejudice to the other rights of action open to the holder of trade mark which
is found ta have been counterfeited or-the holder of a copyrightor neighbouring right or of a design
right which'is found to have been pirated, Member States shall adopt the measures necessary to
allow the competent authorities:

(a) as a general rule, and in accordance with the relevan provisoes of national law, to
destroy goods found to be counterfeit or pirated, or dispose of them outside commercial chanels in
such a way as to preclude injury to the holder of the right, without compensation of any sort and at no

cost to the excheque;

'*? see section 111 of Copyright, Designs and Patent Act 1988.
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'* Council Regulation (EC) No 3295/94-as amended by Council Regulation (EC)No 241/1999,
Article 1 (4) : This Regulation shall not apply to goods which bear a trade mark with the consent of
the holder of that trade mark or which are protected by a copyright or neighbouring right or a design
right and which have been manufactured with the consent of the holder of the right but are placed in
one of the situations referred to in paragraph 1(a) without the letter's consent.

Nor shall it apply to goods referred to in the first subparagraph which have been manufactured or

bear a trade mark under conditions other than those agreed with the holders of rights in question.
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'** Council Regulation (EC) No 3295/94 as amended by Council Regulation (EC) No 241/1999,
Article 1 (4) : This Regulation shall not apply to goods which bear a trade mark with the consent of
the holder of that trade mark or which are protected by a copyright or neighbouring right or a design
right and which have been manufactured with the consent of the holder of the right but are placed in
one of the situations referred to in paragraph 1(a) without the letter’'s consent.

Nor shall it apply to goods referred to in the first subparagraph which have been manufactured or

bear a trade mark under conditions other than those agreed with the holders of rights in question.
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See section 111 of Copyright, Design and Patent Act 1988.
"% Section 30K : Rules

The Chief Justice may make rules of court regulating and prescribing the procedure and the
practice to be followed in the Court of First Instance under this Part, and any matter incidental to or
relating to that procedure or practice, including rules prescribing any matter or thing that under this

Part is to be or may be prescribed by rules of Court.
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“ANRIAN” NN AEIR IR nszindinelANNmga 30C (1)

“LATENUNNENITANLARN” NAIINUNILAINNINGT 9(3)'

"* Section 30C(1) of Trade Descriptions ordinance : Where, on the hearing of an application

made under section 30B, the proprietor presents adequate evidence to satisfy the Court of First
Instance that the goods in question are prima facie infringing goods, the Court of First Instance may
make an order directing the Commissioner or an authorized officer to take reasonable measures to
seize or detain the goods on or after their importation.
'** Section 9(3) of Trade Descriptions ordinance : For the purpose of this section, a person shall
be deemed-
(a) to forgeatrade mark who either-
(i) without the assent of the proprietor of the trade mark, makes that trade mark or
a mark so nearly resembling that trade mark as to be calculated to deceive; or
(i) falsifies any genuine trade mark, whether by alteration, addition, effacement or
otherwise;

(b) falsely to apply to goods a trade mark who without the assent of the proprietor of that

trade mark applies that trade mark to goods,
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"% Section 135 Definitions

In this Division —
“detainion order” means an order made under-section 137(1);
“right holder” means the owner or exclusive licensee of the copyright that subsists in a work
under this Ordinance.
' Section 137 : on the hearing of an application made under section 136, the right holder
presents adequate evidence to satisfy the Court of First Instance that the article in question is prima
facie an infringing copy, the Court of First Instance may make an order directing the Commissioner or

an authorized officer to take reasonable measures to seize or detain the article on or after its

importation.
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"*" Section 30B(1) : The proprietor of a trade mark may apply to the Court of First Instance for an

order under section 30C(1) where he has reasonable ground for suspecting that the importation of
goods that constitute infringing goods may take place.

"% Section 136(1) A right holder may apply to the Court of First Instance for an order under
section 137(1) where he has reasonable grounds for suspecting that the importation of article that

constitutes an infringing copy of the work in respect of which he is a right holder may take place.
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'** Section 30B(2) An application under subsection (1) may be made ex parte but with previous

notice to the Commissioner.
" Trade mark (border measures) Rules, section 6 (2) The ex part originating summons shall be
in Form No. 11 in Appendix A of the Rules of the High Court (Cap. 4 sub.leg.) and shall include the
address of the proprietor in Hong Kong, or the name and address of his representative in Hong
Kong, to which notice shall be directed and for service of documents.

" An application under subsection (1) shall be in such form as is prescribed by rules of court
and shall be supported by an affidavit of the proprietor which-

(a) states that at the time the deponent is the proprietor of the trade mark in question;

(b) states that a copy of the trade mark exhibited to the affidavit is a true copy of the trade
mark ;

(c) states the grounds for the application, including the facts relied upon by the deponent
as showing that'the goods in.question.is prima facie infringing goods;

(d) sets out a sufficiently detailed description of the-goods in question to make them
readily recognizable by the Commissioner;

(e) sets out particulars regarding the expected mode of transportation and the expected
date of importation and, of transportation and the expected date of importation and, if available,
particulars identifying the importer; and

(f)  sets out such other information and exhibits such other documents as may be

prescribed by rules of court.
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" Trade mark (border measures) Rules, section 6 (3) In addition to the matters required by
section 30B(3) of the Ordinance, the affidavit in support of the application.must include the following
particulars, to the extent that they are within the proprietor’'s knowledge or are available to him,
namely-

(a) the name and address in Hong Kong of the consignor of goods in question, or the
name and address of his representative in Hong Kong;

(b) the name and address in Hong Kong of the distributor of the goods, or the name
and address of his representative in Hong Kong;

(c) the name of the country of origin or manufacturer of goods; and

(d) the name and address of the manufacturer and of his representative in Hong Kong,

if any.
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"’ Trade mark (border measures) Rules, section 6 (4) The affidavit in support of application must

set forth all facts relied upon in support of the application and must also-
state that, to the best of the proprietor’s information and belief, the goods in

(a)

question are not goods in transit;
state that, to the best of the proprietor’s information and belief, the goods in

(b)
question are not being imported by a person for his private and domestic use; and

(c) exhibit a sample of the goods in question if one is available to the proprietor.
" Section 30B (4) Where the trade mark in question is registered, the affidavit of the proprietor

shall exhibit a certified copy of each entry in the register that relates to the trade mark or, where it is

not practicable for the deponent to obtain such a certified copy, shall state the reasons why it is not

practicable to do so.
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' Section 137 (1) Where, on the hearing of an application made under section 136, the right

holder presents adequate evidence to satisfy the Court of First Instance that the article in question is
prima facie an infringing copy, the Court of First Instance may make an order directing the
Commissioner or an authorized officer to take reasonable measures to seize or detain the article on
or after its importation.

' Section 30C (2) The Court of First Instance may. require the proprietor of the trade mark to
provide security or an equivalent assurance in an amount sufficient to protect the importer and any
other person having aninterest in the goods to be detained, including the consignor and consignee ,
from any loss or damage that may be incurred in the event that the detention is wrongful or the goods
are released to the importer under section 30D(6).

" Section 30C(3) A detention order may contain such terms and conditions as the Court of First
Instance considers appropriate.

'*? Section 30C(4) The Court of First Instance shall not make a detention order with respect to
any goods that have been seized or detained by, and that are in the custody of, the Commissioner or
an authorized officer pursuant to any law.

" Section 30C(5) Where the Commissioner or an authorized officer seizes or detains any goods

pursuant to any law, other than this Part , any detention order made with respect to those goods

cease to have effect.
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' Section 30C(6) Where the Court of First Instance makes a detention order, the proprietor of

the trade mark shall forthwith serve a copy of the order on the Commissioner.

' Section 30C(7) A detention order has effect from the date on which it is made or such later
date as may be specified by the Court of First Instance and shall ceases to have effect 60 days from
that date unless the Commissioner or an authorized officer has, pursuant to the order and within that
period, seized or detained any goods to which the order applies.

"*® Section 30E (1) The Commissioner or the proprietor of the trade mark may at any time apply
to the Court of First Instance to vary the detention order.

(2) The importer or any other person affected by the detention order may at any time
applytothe Court of First Instance to vary or set aside the order.
" Section 30E (3) A person who makes an application under subsection (1) or (2) shall give to
the other parties such notice of the day fixed for the hearing of the application as a judge of the Court
of First Instance may order.
' Section 30E (6) For purposes of subsection (3)-

(a) the parties to an application under subsection (1) are the Commissioner, the

proprietor of the trade mark and, if the goods in question have been seized or detained pursuant to

the detention order, the importer and any other person to whom notice is required to be given under

section 30D(5).
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' Section 30E (6) For purposes of subsection (3)-

(b) the parties to an application under subsection (2) are the Commissioner, the
proprietor of the trade mark, the applicant and the importer; if the importeris not the applicant.
"% Section 30E (4) On the hearing of an application under subsection (1) or (2) to vary the
detention order , the Court of First Instance may vary the order in such manner as it thinks just.
"*! Section 30E (5) On the hearing of an application under subsection (2) to set aside a detention
order, the Court of First Instance may set aside the order on such terms and conditions as it thinks
just.

152

Section 136(2) An application under subsection (1) may be made ex parte but with previous

notice to the Commissioner.
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' Section 136(3) An application under subsection (1) must be in such form as is prescribed by
rules of court and must be supported by an affidavit of the right holder which-

(a) state that at the time the application is made copyright subsists under this Part in the
work in question;

(b) state whether the deponent is the owner or the exclusive licensee of the copyright;

(c) ~where the deponent purports to be the exclusive licensee, states the facts and exhibits
such'document relied upon by the deponent to establish that he is the exclusive
licensee;

(d) states that a copy of the work exhibited to the affidavit is an authorized copy of the
work;

(e) states the grounds for the application, including the facts relied upon by the deponent
as showing that the article in question is prima facie an infringing copy;

(f) set out a sufficiently detailed description of the article in question to make it readily

recognizable by the Commissioner;
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(g) sets out particulars regarding the expected mode of transportation and the expected
date of importation and, if available, particulars identifying the importer; and

(h) set out such other information and exhibits such other documents as may be prescribed
by rules of court.

' Section 137 (1) Where, on the hearing of an application made under section 136, the right
holder presents adequate evidence to satisfy the Court of First Instance that the article in question is
prima facie an infringing copy, the Court of First Instance may make an order directing the
Commissioner or an authorized officer to take reasonable measures to seize or detain the article on
or after its importation.

' Section 137 (2) The Court of First Instance may require the right holder to provide security or
an equivalent assurance in an amount sufficient to protect the importer and any other person having
an interest in the article to be seized or detained, including the consigneeand the owner of the
article, from any loss or damage that may be incurred in the event that the seizure or detention is
wrongful or the article is released to the importer under section 138(6).

' Section 137(3) A detention order may contain such terms and conditions as the Court of First
Instance considers appropriate.

" Section 137(4) The Court of First Instance shall not make a detention order with respect to any

article has been seized or detained by, and that is in the custody of, the Commissioner or an

authorized officer pursuant to any law.
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"% Section 137(5) Where the Commissioner or an authorized officer seizes or detains an article

pursuant to any law, other than this Division or Division Il of Part lll, any detention order made with
respect to that article ceases to have effect.

"% Section 137(6) Where the Court of First Instance makes a detention order, the right holder
shall forthwith serve a copy of the order on the Commissioner.
" Section 137(7) A detention order has effect from the date on which it is made or such later
date as may be specified by the Court of First Instance and ceases to have effect 60 days from that
date unless the Commissioner or an authorized officer has, pursuant to the order and within that
period, seized or detained any article to which the order applies.
" Section 139 (1) The Commissioner or the right holder may at any time apply to the Court of
First Instance to vary the detention order.

(2) The importer or any other person affected by the detention order may at any time

apply to the Court of First Instance to vary or set aside the order.
"% Section 139 (3) A person who makes an application under subsection (1) or (2) shall give to

the other parties such notice of the day fixed for the hearing of the application as a judge of the Court

of First Instance may order.
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"% Section 139 (6) For purposes of subsection (3)-

(a) the parties toran application under subsection (1) are the Commissioner, the right
holder and, if the article in question has been seized or detained pursuant to the detention order, the
importer and any other person to whom notice is required to be given under section 138(5).

"** Section 139 (6) For purposes of subsection (3)-

(b) the parties to an application under subsection (2) are the Commissioner, the right
holder, the applicant and the importer, if the importer is not the applicant.
"% Section 139 (4) On the hearing of an application under subsection (1) or (2) to vary the
detention order , the Court of First Instance may vary the order in such manner as it thinks just.
"% Section 139 (5) On the hearing of an application under subsection (2) to set aside the
detention order, the Court of First Instance may set aside the order on such terms and conditions as

it thinks just.
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" Section 30D (1) Where a detention order is served on the Commissioner, the Commissioner or
an authorized officer may, subject to the terms and conditions of the order, seize or detain any goods
to which the order applies.

" Section 30D (2)(a) The proprietor of the trade mark shall-supply to the Commissioner or an
authorized officer sufficient information on the goods and the particular importation to render the
goods recognizable and the shipment or particularimportation identifiable and-any other information
the Commissioner or an authorized officer may reasonably require for the purpose of carrying out the
detention order;

"% Section 30D (2)(b) The proprietor of the trade mark shall-deposit with the Commissioner an

amount that is, in the opinion of the Commissioner, sufficient to reimburse the Government for the

cost likely to be incurred in connection with the carrying out of the detention order; and
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Section 30D (2)(c) The proprietor of the trade mark shall-upon notification in writing by the
Commissioner or.an authorized officer of the seizure or detention of the goods, provide such storage
space and other facilities as he may require.

""ISection 30D (3) The: Commissioner oran authorized officer may refuse to carry out the
detention order if the proprietor of the trade mark fails to comply with subsection(2)
'" Section 30D (5) The Commissioner or an authorized officer shall forthwith after goods are
seized or detained pursuant to a detention order, give written notice of the seizure or detention to-
(a) the proprietor of the trade mark;
(b) the importer; and

(c) any other person to whom notice is required to be given by the terms of the order.
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'" Section 30F (1) Where goods are seized or detained pursuant to a detention order, the

Commissioner may disclose to the proprietor of the trade mark -

(a) the names and addresses of the importer, the consignor and the consignee;

(b) the nature and quantity of goods seized or detained pursuant to the order;

(c) ‘any statement made to the Commissioner or-an authorized officer by any person in
connection with the seizure or detention, either with the prior consent in writing of that person or
without such consent where the person is dead or.cannot after reasonable enquiries by the
Commissioner as to his whereabouts be found by the Commissioner; and

(d) any other information or document relating to any goods seized or detained pursuant
to the order which the Commissioner thinks fit to disclose.

'™ Section 30F (2) Where the proprietor of the trade mark seeks disclosure of —
(a) any information or document that is not referred to in subsection (1); or
(b) any information or document that is referred to in subsection (1) but which the

Commissioner has not disclosed,
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' Section 30F (3) An application under subsection (2) may be begun by motion with previous

notice to the Commissioner.
'"® Section 30G (1) Where an article is seized or detained pursuant to a detention order, the
Commissioner or an-authorized officer-shall-

(a) give the right holder sufficient opportunity to inspect the article for the purpose of
substantiating his claim; and

(b) give the importer an equivalent opportunity to inspect the article for the purpose of
refuting the right holder’s claim.
""" Section 30G (2) The Commissioner or an authorized officer may permit the proprietor of the
trade mark or the importer to remove samples of the seized or detained goods if the proprietor of the

trade mark or the importer , as the case may be, gives the Commissioner or authorized officer the

requisite undertakings.
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'"® Section 30G (3) For the purposes of subsection (2), the requisite undertakings are

undertaking in writing that the person giving the undertaking will —

(a)-return the samples to the Commissioner or-authorized officer at a specified time
that is satisfactory to the Commissioner or authorized officer; and

(b) take reasonable care to prevent damage to the samples.
' Section 306G (4) If the Commissioneror an authorized officer permits the inspection of any
seized or detained article, or the removal of a sample, by the right importer for any loss or damage
suffered by the importer arising out of-

(a) damage to any article incurred during the inspection; or

(b) anything done by the right holder or any other person to, or in relation to, a

sample removed by the right holder or any use made by the right holder of such sample.
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"% Section 30H (1) The Commissioner may assess the costs incurred by the Government in

connection with the carrying out of a detention order and may deduct those costs from the amount
paid as a deposit by the right holder under section 138 (2)

(2) Any costs assessed under subsection (1) shall be payable by the right holder to
the Government and recoverableas a civil debt.
" Section 30D(6) Subject to subsection (7) and to any law authorizing the Commissioner or an
authorized officer to seize or detain goods, the Commissioner or an authorized officer shall release
any goods that have been seized or detained pursuant to a-detention order to.the importer if the
proprietor of the trade mark has'not, within a period of 10 days after notice of the seizure or detention
is giving to the proprietor, notified the Commissioner in writing that an action for infringement in
respect of the goods has been brought under the Trade Mark Ordinance (Cap.43).
"2 Section 30D (7) The Court of First Instance may, on application by the proprietor of the trade
mark, after giving the Commissioner and each person to whom notice is required to be given under

subsection (5) an opportunity to be heard, extend the period referred to in subsection (6) by a period

not exceeding an additional 10 days if it is satisfied that the request for the extension is reasonable.



179

AatusiuanadeliidnaasesaanananisAndauvanilesiu  vsanamanisziuniyasn

\ oA o o oA Al Yo o ~ o o o i 2183
LV]']LWﬂNﬂuLWNLmﬂqqﬂﬂqﬁ"ﬂiﬁ@Ww'ﬂﬂm@uﬂqﬁwqq?mqﬂﬂﬂﬂqﬁﬁﬂﬂﬂim

= o

lunstingDegnsudaunanznssunngnis neluszazinan 10 Juvisanialy

sraznand lasuauneanaa liaeaaanllanldiiu 10 Ju dpuldndunisieaiuam

i 1 ¥
a A o A v o A 3

a A R Yy v o Iy o Ay oo o
LNANARINASLHANDNNNU @Qﬂﬂ@i ﬂqﬂlmﬂqﬁﬂﬂﬂu L@qwuﬂﬂquﬂﬁf@quﬂuqﬂﬁjﬂ@’]uq@ﬂﬁ

a
' 1
v a = o

avfaalutinnsnedsasntavizain diastiun1sanuadeasdna ™

a

9. NINAUANALLAPAUANT

dl o 2 dl 1 a a A % £ dlwd
LHBRANAN ﬂiﬂgﬂﬂuﬁl@ﬂmtﬂﬁ'ﬁ‘ﬂﬂﬁﬁﬂﬁﬁ‘ ATUSNTTNNITNITUTDLAIUNUINLHN
o ¥ = A o QI dl 1 o u‘/ Yy o dll o nl/ ! !
mm@m\mmm@ﬂﬂmwmim m:q@qhmm mﬂmmn’mumLmu\‘mﬂﬂmmmmmum

a o

© 185 X o ay o a e
UU ﬁlumiu meazﬁwﬁmmmmummm AR

v a a v b dl = dl [ % QI A a o %
(1) HOANTABNALDUDLHANLNENNALNEINUANTDIUTATIEASLLANITUILLN

' a Ay o A wvalo A o a |
m’ﬂﬂm:ﬁﬂ??m’]ﬁﬂ’]?ﬂ?@quﬁuqﬂﬂ#m@’]u’]rﬂLW@%QHIM@WN’]?Q?ZH@Q?@QLL@zﬂq?ﬂum\‘i@\iﬂ@Q
NTATILAZLALANATNITOLNLRNIENATUNLDN LL@:?J@H@@H”IV]ﬂmzﬂﬁ‘ﬁ‘N’]ﬁﬂ’]ﬁ'Vﬁ‘ﬂmqﬂuqmﬂN

o o o Era o a vo o o o 186
@qqu@qqqzm@QﬂqﬁiﬁLﬂuLﬂﬁ!N@ LW@QmQﬂﬁ‘gﬂ\‘iﬂﬂluﬂq?ﬂqLuuﬂq?el,ﬂ@’\l,ﬁ‘@m’]ﬂﬁq@\‘]ﬂﬂ

'® Section 30D (8) In proceedings under subsection (7), the Court of First Instance may require
the proprietor of the trade mark to provide security or an equivalent assurance in addition to that
provided in accordance with section 30C (2).

'™ Section 30D (9) Where the proprietor of the trade mark has, within the period referred to in
subsection (6), as may be extended under subsection (7), notified the Commissioner in writing that
an action for infringement in respect of the goods has been brought under the Trade Marks
Ordinance (Cap.43), the Commissioner or anauthorized officer shall retain custody of the goods
subject to the direction of the Court of First Instance in the infringement proceedings.

" Section 138 (1) Where a detention order is served on the Commissioner, the Commissioner or
an authorized officer shall, subject to the terms and conditions of the order, seize or detain any article
to which the order applies.

"% Section 138 (2)(a) The right holder shall-supply to the Commissioner or an authorized officer
sufficient information on the article and the particular importation to render the article recognizable

and the shipment or particular importation identifiable and any other information the Commissioner or

an authorized officer may reasonably require for the purpose of carrying out the detention order;
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%" Section 138 (2)(b) The right holder shall-deposit with the Commissioner an amount that is, in

the opinion of the Commissioner, sufficient to reimburse the Government for the cost likely to be
incurred in connection with the carrying out of the detention order; and
"% Section 138 (2)(c) The right holder shall-upon notification in writing by the Commissioner or an
authorized officer of the seizure or detention of the article, provide such storage space and other
facilities.as he may require.
"% Section 138 (3) The Commissioner or an authorized officer may refuse to carry out the
detention order if the right holder fails to comply with subsection(2)
"% Section 138 (5) The Commissioner or an authorized officer shall forthwith after an article is
seized or detained to-

(d) the right holder;

(e) theimporter; and

(f)  any other person to whom notice is required to given by the terms of the order.
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" Section 140 (1) Where an article is seized or detained pursuant to a detention order, the

Commissioner may disclose to the right holder-

(e) the names and addresses of the importer, the consignor and the consignee;

(f) the nature and quantity of articles seized or detained pursuant to the order;

(g) any statement made to the Commissioner or an authorized officer by any person in
connection with the seizure or.detention, either with the prior consent in writing of that person or
without such consent where the person is dead or cannot after reasonable enquiries by the
Commissioner as to his whereabouts be found by the Commissioner; and

(h) - any other information or document relating to any article seized or detained pursuant
to the order which the Commissioner thinks fit to disclose.

"% Section 140 (2) Where the right holder seeks disclosure of —
(c) any information or document that is not referred to in subsection (1); or
(d) any information or document that is referred to in subsection (1) but which the
Commissioner has not disclosed,

he may apply to the Court of First Instance for an order requiring the Commissioner to
disclose such information or document and the Court of First Instance may on such an application

make such order for disclosure as it deems fit.
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"% Section 140 (3) An application under subsection (2) may be begun by motion with previous

notice to the Commissioner.
"% Section 141 (1) Where an article is seized or detained pursuant to a detention order, the
Commissioner or an authorized officer shall-
(a) give the right holder sufficient opportunity to inspect the article for the purpose of
substantiating his claim; and
"% Section 141 (1) Where an article is seized or detained pursuant to a detention order, the
Commissioner or an authorized officer shall-

(b) give the importer an equivalent opportunity to inspect the article for the purpose of

refuting the right holder’s claim.



183

o 106 82 ©° o = o A o Ao o 2o o ¥ 197
AU WIANTLUTAN AR VHQ@@TU?@QVITV]VHQIVI uﬁﬂ@aﬁqlauuﬂq?@zimﬂ\i

(19) defirntinARlRUNAILNITNIBNIVERANMTINNIRNE WA 1 19919877

3

° = P ! a 4y oo

NIUUA GTNL‘flu‘vm'aslﬂLmﬂm:ﬂ?imﬁmim@L@Wmmjmmuw Y2 by
= % 1 = dl o a dl 1o | o o 1 21/
(1) 1uﬂW?@LL@@HNNLM@N@LW@ﬂ@\‘mummLzﬁﬂmﬂﬂwﬂ%ﬂuﬂummwuu

Tunnsaynye liinsmaaaaudedlangniaisegnin  wisedinisungn

1 oA

e Wungnednsil Fgunalisesiunnteunefidnlunngme vizeauBenied

u

v a

a é’ 1 ¥ o U dl a é’ I = a é’ o
Aerusegindt Neranatuiufmeslussudenimnimasey viee HnIuaINN1INazyinle
Tnagfadns vidayrnaduls AiaTUuivEaMNBdesiUNsARaufnafaetnslnagfadns
weReng A I vinauiuseediulne {adns

NM7ANIUNN AN ARSI NABIADLENITHIBN17R 198 su i uAN ldaafihe

uniguiaduneadesiundain . uazaraazine lianemantiuainauInRutlssAung

"% Section 141 (2) Where more than one article is seized or detained pursuant to a detention

order, the Commissioner or an authorized officer may permit the right holder or the importer to
remove samples of the seized or detained article if the right holder or the importer , as the case may
be, gives the Commissioner or authorized officer the requisite undertakings.

" Section 141 (3) For the purposes. of subsection (2), the requisite undertakings are undertaking
in writing that the person giving the undertaking will —

(c) return the samples to the Commissioner or authorized officer at a specified time
that is satisfactory to the Commissioner or authorized officer; and
(d) take reasonable care to prevent unnecessary damage to the'samples.

" Section 141 (4) If the Commissioner or an authorized officer permits the inspection of any
seized or detained article, or the removal of a sample, by the right importer for any loss or damage
suffered by the importer arising out of-

(c) damage to any article incurred during the inspection; or
(d) anything done by the right holder or any other person to, or in relation to, a

sample removed by the right holder or any use made by the right holder of such sample.
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" Section 142 (1) The Commissioner may assess the costs incurred by the Government in
connection with the carrying out of a detention order and may deduct those costs from the amount
paid as a deposit by the right holder under section 138 (2)

(2) Any costs assessed under subsection (1) shall be payable by the right holder to
the Governmentand recoverable as a civil debt.
% Section 138 (6) Subject to subsection (7) and to any law authorizing the Commissioner or an
authorized officer toseize or detain articles, the Commissioner or an authorized officer shall release
any article that has been seized or detained pursuant to a detention order to the importer if the right
holder has not, within a period of 10 days after notice of the seizure or detention is giving to the right
holder, notified the Commissioner in writing that an action for infringement in respect of the article
has been brought under this Part.
" Section 138 (7) The Court of First Instance may, on application by the right holder, after giving
the Commissioner and each person to whom notice is required to be given under subsection (5) an

opportunity to be heard, extend the period referred to in subsection (6) by a period not exceeding an

additional 10 days if it is satisfied that the request for the extension is reasonable.
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Section 138 (8) In proceedings undersubsection (7), the Court of First.Instance may require

202
the right holder to provide security or an equivalent assurance in‘addition to that provided in

accordance with section 137 (2).

203

2
Section 138 (9) Where the right holder has, within the period referred to in subsection (6), as

may be extended under subsection (7), notified the Commissioner in writing that an action for
infringement in respect of the article has been brought under this Part, the Commissioner or an

authorized officer shall retain custody of the article subject to the direction of the court in the

infringement proceeding.
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?** Section 30J (1) Where goods are seized or detained pursuant to a detention order and the

goods are released pursuant to section 30D (6), the importer, the consignee or the owner of the

goods may, within 6 months after the date on which the order is made, apply to the Court of First

Instance for compensation foriany loss or damage suffered by him by reason of the seizure or

detention.

*% Section 30J (2) Where-

(a) ~goods are seized or.detained pursuant to'a detention order;

(b) ‘anaction forinfringement is brought under the Trade-Marks Ordinance (Cap.43) in respect
of the goods within the period referred to in section 30D(6), as may be extended under
section 30D (7); and

(c) the action is discontinued, the claim of infringement is withdraw or the Court of First Instance
in the infringement proceedings determines that the infringement is not proved,

206

Section 30J (3) On an application under subsection (1) or (2), the Court of First Instance may

make such order for compensation as it deems fit.



187

a

9. NIMAUANDLLAPAUANT

¥ o e a a Qra’ll ay vy % v Y o dl all
maldumiyaiAdszniAaadnal  ldRunlyaiudednluFesani

1 '
Yy Ay o o o

o = v Aa a o 4 dl v o Syyo a a
NAIRNNUNITNNAUANNARIZINE ALLHARNTHNATRANNNLAA LN'E]%IE]'E]@VIﬁ1®ﬂ’]Luuﬂ’]ﬁ‘ﬁﬂﬂﬂﬂuﬂz

1
IS v a1 a

inegaNnsfnduIndsresiuazidn  arinsdnnisiudsaesaziinadisls istyinnium

o valya A 1 =2 ! v o a o Ql dl o A =2 o oI/ '
U E’IQ.J[F]i’]NLWENﬂ”I?ﬂ@’]Qﬂ\?"JWeLMNﬂ’]?W]Luuﬂqﬁ?ﬂﬂ@ﬂﬂ‘ﬂﬂwgﬂﬂﬂﬁ?fﬂgﬂﬂﬂ[ﬂ’]llﬂ’]’&\iﬁ']@m’]
1y

T v
Amiulunsingwesiugniasunduausndagindn snmsnisudsainnig

UaagAsa9iu dauisauanaan ety 2 naol Aa

o g 4 L N A o o Y L .
N3N 1 LHRAIILINYNEAT @QﬂﬂﬂmmmmnnLLazmmmuuqimaﬂﬂ@@ﬂ
ANNNIFATY 30D(6) B AnstlaesReadi ﬂﬁmﬁéagﬂ fniilesann HDaAVE lHudansaniiiv

a

naflesaisederesaufinuinmznsaianienielusseas 10 Ju melu 6 ewiuanfuid
Adataes@snesngniiavzagniniy Juadh, §Fures wieidnaesdaeiiy anaazieque
soARTUs  INeEuNTedrNAMUAYTINIsgE vneisandeela] AATuuL

o A =~ o o al % 207
AULUBAINIANNNITEUANTRENITNNNLNAAULS

nadilfl 2 edwesgniaviagninaanide waziinisflestesdniiuni e
nsazifinnelutasnaniiszy1¥luinms 138 (6) vise Renalasunisenaszazinanean’ld
FINNEIN 138 (7) waz ARaenanabissiulil, visadnseeniaslunsavidaldgninnaeuhl
viae lunsansnngesna e ldadunadinsasiinlianansoigadld anelu 6
Lﬁ@uuﬁqmmmmmﬁmmﬁ fradn, Hiuved a8 resenaaziesasiaady

Y A 9 | 0w = = aa X . o
mum@mﬂmhmmmLmummun’mgmmﬂm@mwmwwimmﬂmmmm b1 AULUANINAN

" Section 143 (1) Where an article is seized or detained pursuant to a detention order and the

goods are released pursuant to section 138(6), the importer, the consignee or the owner of the article
may, within 6 months after the date on which the order is made, apply to the Court of First Instance

for compensation for any loss or damage suffered by him by reason of the seizure or detention.
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Section 143 (2) Where-

(c) ‘anarticle is seized or detained pursuant to a detention order;

(d) an action for infringement is brought under this Part in respect of the article within the period
referred to in section 138(6), as may be extended under section 138(7); and

(c) the action is discontinued, the claim of infringement is withdraw or the court in the
infringement proceedings determines that the infringement is not proved,

209

Section 143 (3) On an application under subsection (1) or (2), the Court of First Instance may

make such order for compensation as it deems fit.
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?1 Section 30B (5) No application may be made under subsection (1) with respect to goods in

transit.
(6) No application may be made under subsection (1) with respect to the importation

by a person of an article for his private and domestic use.
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?'" Section 136 (4) No application may be made under subsection (1) with respect to an article in

transit.
(5) No application may be made under subsection (1) with respect to the importation

by a person of an article for his private and domestic use.
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TITLE 19 — CUSTOMS DUTIES
CHAPTER I — UNITED STATES CUSTOMS SERVICE, DEPARTMENT OF THE TREASURY
PART 133 — TRADEMARKS, TRADE NAMES, AND COPYRIGHTS

19 CFR 133.0

§ 133.0 Scope.

This part provides for the recordation of traderarks, trade names, and copyrights with the United States Customs
Service for the purpose of prohibiting the imporration of certain articles. It also sets forth the procedures for the
_ disposition of articles bearing prohibited marks oc names, and copyrighted or piratical articles, mcludmg release to the
* importer in appropriate circumstances.

19 CFR 133.1

§ 133.1 Recordation of trademarks. )

@) Eligible trademarks. Trademarks registered by the U.S. Patent and Trademark Office under the Trademark Act of
March 3, 1881, the Trademark Act of February 20, 1905, or the Trademark Act of 1946 (1S U.S.C. 1051 et seq.) except
those registered on the supplemental register under the 1946 Act (15 U.S.C. 1096), may be recorded with the U.S.

. Customs Service if the registration is current.

{b) Natice of recordation and other action. Applicants and recordants will be notified of the approval or denial of an
.application filed in accordance with §§ 133.2, 133.5, 133.6, and 133.7 of this subpart.

19 CFR 133.2
~ § 133.2 Application to record trademark.

An application to record one or more trademariks shall be in writing, addressed to the Intellectual Property Rights
Branch, U.S. Customs Service, 1300 Pcnnsyivama Avenue, NW,, Washington, DC 20229, and shall include the
- following mformatxon

(a) The name, complete business address, and citizenship of the trademark owner or owners (if 2 parimership, fhc
* citizenship of each partner; if an association or corporation the State, country, or other political jurisdiction within
which it was organized, incorporated, or created);

. (b) The places of manufacture of goods bearing the recorded trademark;

(c) The name and principal business address of each foreign pecson or business entity authorized or licensed to use
the trademark and a statement as to the use authorized; and

(d) The idéntity of any parent or subsidiary company or other foreign company under common ownership or control
-which uses the trademark abroad. For this purpose:

(1) "Common ownership” means mdmdual or aggregate ownership of more than 50 percent of the business entity;
and

{2} “Common control" means effective control in policy and operations and is not necessarily synonymous with
commeon ownership.
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(¢) " Lever-rule” protection. For owners of U.S. trademarks who desire protection against gray market articles oa the
basis of physical and material differcnces (see Lever Bros. Co. v. United States, 981 F24d 1330 (D.C. Cir. 1993)),2
description of any physical and material difference between the specific articles authorized for importation or sale in the
United States and those not so authorized. In each instance, owners who assert that physical and material differences
exist must state the basis for such a claim with particularity, and must support such assertions by competent evidence

-and provide summaries of physical and material differences for publication. Customs determination of physical md
“material differences may include, but is not limited to, considerations of:

(1) The specific composition of both the authorized and gray market product(s) (including chemical composition);

(2) Formulation, product coastruction, structure, or compasite product compoaents, of both the authorized and gray
market product;

(3) Performance and/or operationat characteristics of both the authorized and gray market product;

(4) Differences resulting from legal or regulatory requirements, cetification, etc.;

(5) Other distinguishing and explicitly defined factors that would likely result in consumer deception or confusion as
proscribed under applicable law.

(f) Customs will publish in the Customs Bulletin a notice listing any trademark(s) and the specific products for which
gray market protection for physically and materially different products has been requested. Customs will examine the
request(s) before issuing a determination whether gray market protection is granted. For parties requesting protection,
the application for trademark protection will not take effect until Customs has made and issued this determination. If
protection is granted, Customs will publish in the Customs Bulletin & notice that & trademark will receive Lever-rule

_protection with regard to a specific product.

19 CFR 1333
§ 133.3 Documents and fee to accompany application.
(2) Documents. The application shall be accompanied by:

(1) A status copy of the certificate of registration certified by the U.S. Patent and Trademark Office showing titie to
be presently in the name of the applicant; and

(2) Five copies of this certificate, or of & U.S. Patent and Trademark Office facsimile. The copies may be reproduced
privately and shall be on paper approximately 8 X * x 101/2 X * in size. If the certificate consists of two or more pages,
the copies may be teproduced on both sides of the paper.

(b) Fee. The application shall be accompanied by a fee of $190 for each trademark to be recorded. However, if the
trademark is registered for more than one class of goods (based on the class, or classes, first stated on the certificate of
registration, without consideration of any class, or ciasses, also stated in parentheses) the fee for recordation shall be
$190 for each class for which the applicant desires to record the trademark with the United States Customs Service. For
exampile, to securc recordation of a trademark registered for three classes of goods, 2 foc of $570 is payable. A checkor
money order shall be made payable to the United States Customs Service.
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I9 CFR 1334
§ 133.4 Effective date, term, sad cancellation of trademsrk recordation and rencwals.
(a) Effective date. Recordation of trademark and protection thereunder shall be effective on the date an application
for recordation is approved, as shown un the recordation natice issued by the United States Customs Service instructing

Customs officers as to the terms and conditions of import protection appropriate.

(b) Term. The recordation or renewal of an existing recordation of a trademark shall remain in force concurrently
with the 20-year current registration period or last renewal thereof in the U.S. Patent and Trademark Office.

(c) Cancellation of recordation. Recordation of a trademark with the United States Customs Service shall be canceled
if the trademark registration is finally canceled or revoked.
19 CFR 133.5

§ 133.5 Chauge of ownership of recorded trademari.

If there is a change in ownership of & recorded trademark end the new owner wishes to coatinue the recordation with
the United States Customs Service, he shall apply therefor by:

{a) Complying with § 133.2;
(b) Describing any time limit on the rights of ownership transferred;

~ (c) Submitting a status copy of the certificate of registration certified by the U.S. Patent and Trademark Office
‘showing title to be presently in the name of the new owner; and

(d) Paying a fee of $80, which covers all trademarks included in the application which have been previously recorded

with the United States Customs Service. A check or money order shall be made payable to the United States Customs
Service,

IS CFR 133.6
§ 133.6 Change in name of owner of recorded trademark.

If there is a change in the name of the owner of a recorded trademark, but no change in ownership, written notice
thereof shall be given to the Intellectual Property Rights Branch, accompanied by:

(a) A status copy of the cerstificate of registration certified by the U.S. Patent and Trademark Office showing title to
be presently in the name as changed; and ' -

(b) A fee of $80, which covers all trademarks included in the application which have been previously recorded with
the United States Customs Service. A check or money order shall be made payable to the United States Customs
Service. :
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19 CFR 133.7

§ 133.7 Renewal of trademark recordation.

- {a) Application to renew. To continue uninterrupted Customs protection for trademarks, the trademark owner shall
submit a written application to renew Customs recardation to the Intellectual Property Rights Branch not later than 3
months after the date of expiration of the current 20-year trademark registration issued by the U.S.Patent and Trademark
Office. A timely application to renew a Customs recordation must include the following:

(1) A status copy of the certificate of registration certified by the U.S. Patent and Trademark Office showing renewal
of the trademark and title to be in the name of the applicant;

' (2) A statement describing any change of ownership or in the name of owner, in compliance with §§ 133.5 2nd 133.6
of this part, and any change of addresses of owners or places of manufacture; and

(3) A fee of $S80 for ecach renewal of a trademark recardation. Where the trademark covers several classes, a fee of
$80 is required for cach class. A check or money order shall be made payable to the United States Customs Service.

(b) Delayed application. Upon request made during the grace period of 3 months afforded by paragraph (a) of this
section, a trademark ovmer whose application for renewal of recordation is unavoidably delayed may be afforded 2
reasonable extended period within which to comply with the requirements of paragraph (2) of this section. The request
shall be in writing, addressed to the Intellectual Property Rights Branch, and shali set forth the circumstances due to
-which application is delayed.

(c) Untimely application. Failure of the trademark owner to submit & renewal applicatios within the 3-month grace
period afforded in accordance with paragraph () of this section or within an extension of time granted in accordance
with paragraph (b) of this section, shall deprive the trademark owner of the renewal process. A delinquent applicant will
be required to apply anew to record the renewed trademark in eccordance with the procedures and requirements of §§

1332 and 133.3.

19 CFR 133.11
§ 133.11 Trade names cligible for recordation.

The name or trade style used for at least 6 months to identify a manufacturer or trader may be recorded with the
United States Customs Service. Words or designs used as rademarks, whether or not registered in the U.S. Patent and
~Trademark Office shall not be accepted for recordation as & trade name. Generally, the complete business name will be
recorded unless convincing proof establishes that only a part of the complete name is customarily used.

19 CFR133.12
. § 133.12'Applicati.<)n to record & trade name.

An applicaﬁon‘to record a trade name shall be in writing addressed to the Intellectual Property Rights Brandk Us.
Customs Service, 1300 Pennsylvania Avenue, NW., Washington, DC 20229, and shall include the following
information:

- (@) The name, complete business address, and citizenship of the trade name owner or owners (ifa parhtershi_p.?hc
citizenship of each partner; if an association or corporation, the State, country, or other political jurisdiction within
“which it was organized, incorporated or created);
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19 CFR 133.21
§ 133.21 Articles beariag couaterfeit trademarks.

(a) Counterfeit trademark defined. A “counterfeit trademark” is & spurious tradcmark that is identical to, or
substaatially indistinguishable from, a registered trademark.

(b) Scizure. Any article of domestic or forcign manufacture impoxted into the United States bearing a counterfeit
- trademark shall be scized and, in the absence of the written consent of the trademark owner, forfeited for violation of
the customs laws.

(c) Notice to trademark owner. When merchandise is seized under this section, Customs shall disclose to the owner of
the trademark the following information, if available, within 30 days, excluding weekends and holidays, of the date of
the notice of seizure; e

([) The date of importation;

(2) The port of entry;

(3) A description of the merchandise;

(4) The quantity involved; |

(5) The name and address of the manufacturer;

(6) The country of origin of the merchandise;

(7) The name aﬁd address of the exporter; and
~ (8) The name and address of the importer,

(d) Samples available to the trademark owner. At any time following seizure of the merchandise, Customs may
provide a sample of the suspect merchandise to the owner of the rademark for examination, testing, or other use in
. pursuit of a related private civil remedy for trademark infringement. To obtain a sample under this section, the
- trademark/trade name owner must fumish Customs a boad in the form and amount specified by the port director,
conditioned to hold the United States, its officers and employees, and the importer or owner of the imported article
harmiless from any loss or damage resulting from the furnishing of a sample by Customs to the trademark owner.
- Customs may demand the return of the sample at any time, The owner must retum the sample to Customs upon demand
or 2t the conclusion of the examination, testing, or other use in pursuit of a related private civil remedy for trademark
infringement. In the event that the sample is damaged, destroyed, or lost while in the possession of the trademark owner,
the owner shall, in lieu of retumn of the sample, certify to Customs that: "The sample described as [insert description] '
.- and provided pursuant to 19 CFR 133.21(d) was (damaged/destroyed/lost) during examination, testing, or other use.”

{€) Failure to make appropriate disposition. Unless the trademark owner, within 30 days of notification, pmvidcs., _
written consent to importation of the articles, exportation, entry afier obliteration of the trademark, or other appropriate
disposition, the articles shall be disposed of in accordance with § 133.52, subject to the importer’s right to petition for
relief from the forfeiture under the provisions of part {71 of this chapter.
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19 CFR133.22
§ 133.22 Restrictions on importation of articles beariag copyiag ot simulating trademarks. -

(a) Copying or simulating trademark or trade name defined. A “copying or simulating” trademark or trade name is
one which may so resemble a recorded mark or name as to be likely to cause the public to associate the copying or
- simulating mark or name with the recorded mark or name.

(b) Denial of entry. Any articles of foreign or domestic manufacture imported into the United States bearing a mark
or name copying or simulfating & recocded mark or name shall be dented entry and subject to detention as provided i in§
- 133.25.

~ {c) Relief from dctcntioh of articles bearing copying or simulating trademarks. Articles subject to the restrictions of
- this section shall be detained for 30 days from the date oa which the goods are presented for Customs examination, to
permit the importer to establish that any of the following circumstances are applicable:

(1) The objectionable mark is removed or obliterated as a condition o entry in such a manner as to be illegible and
incapable of being reconstituted, for example by:

(i) Grinding off imprinted trademarks wherever they appear;
(it) Removing and disposing of plates bearing a trademark ot trade name;
(2) The merchandise is imported by the recordant of the trademark or trade name or his designate;

(3) The recordant gives written consent to an importation of articles otherwise subject to the restrictions set forth in
- paragraph (b) of this section or § 133.23(c) of this subpart, and such consent is furnished to appmpnaic Customs -
* - officials;

(4) The articles of foreign manufacture bear a recorded trademark and the one-item personal exemption is claimed
- and allowed under § 148.55 of this chapter.

" (d) Exceptions for articles bearing counterfeit trademarks. The provisions of paragraph (c)(l) of this section are not
- applicable to articles bearing counterfeit trademarks at the time of importation (see § 133.26).

(c) Release of detained articles. Articles detained in accordance with § 133.25 may be released to the importer during
‘the 30-day period of detention if any of the circumstances allowing exemption from trademark or trade name restriction
set forth in paragraph (c) of this section are established.

{ : (f) Seizure. If the importer has not obtained release of detained articles within the 30-day period of detention, the
- merchandise shall be seized and forfeiture proceedings instituted. The importer shall be promptly notified of the seizure
and liability to forfeiture and his right to petition for relief in accordance with the provisions of part 171 of this chapter.

19 CFR 133.23
§ 133.23 Restrictions on importation of gray market articles.

.- (a) Restricted gray market articles defined. "Restricted gray market articles" are foreign-made articles bearing a
geauine trademark or trade name identical with or substantially indistinguishable from one owned and recorded by a
citizen of the United States or a corporation or association created or organized within the United States and imported
- without the authorization of the U.S. owner. "Restricted gray market goods” include goods bearing a genuine trademark
~ or trade name which is:
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(1) Independent licensee. Applied by a licensee (including & marufacturer) independent of the U.S. owner, or

(2) Foreign owner. Applicd under the authority of a foreign trademark or rade name owner other than the U.S.
~owner, a parent or subsidiary of the U.S. owner, or a party otherwise subject to common ownership or control with the
'U.S. owner (sce §§ 133.2(d) and 133.12(d) of this part), from whom the U.S. owner acquired the domestic title, or to
whom the U.S. owner sold the foreign title(s); or

(3) " Lever-rule =, Applicd by the U.S. owner, a parent oc subsidiary of the U.S. owner, or & party otherwise subject to
common ownership or coatrol with the U.S. owner (sce §§ 135.2(d) and 133.12(d) of this past), to goods that the
Customs Service has determined to be physically and materially different from the articles authorized by the US.
trademark owner for i lmpcnauon of sale in the U.S. (as defined in § 1332 of this part).

. (b) Labeling of physically end materially different goods. Goods determined by the Customs Service to be physically
and materially different under the procedures of this part, bearing & genuine mark applied under the suthority of the US.
owner, a parent or subsidiary of the U.S: owner, or & party otherwise subject to common ownership or coatrol with the
U.S. owner (see §§ 133.2(d) and 133.12(d) of this part), shall not be detained under the provisions of paragraph (c) of
this section where the merchandise or its packaging bears & conspicuous and legible labet designed to remain on the
product until the first point of sale to & retail consumer in the United States stating that: "This product is not a product
-authorized by the United States trademark owner for importation and is physically and materially different from the
_authorized product.” The label must be in close proximity to the trademark es it appears in its most prominent locatioa
- on the article itself or the retail package or container. Other information designed to dispel consumer confusion may
also be added.

(c) Denial of entry. All restricted gray market goods imported into the United States shall be denied entry and subject
to detention as provided in § 133.25, except as provided in paragraph (b) of this section.

(d) Relief from detention of gray market articles. Gray market goods subject to the restrictions of this section shail be
detained for 30 days from the date on which the goods are presented for Customs examination, to permit the importer to
‘establish that any of the following exceptions, 2s well as the circumstances described above in § 133.22(c), are
- ‘applicable:

(1) The trademark or trade name was epplied under the authority of 2 foreign trademark or trade name owner who is
the same as the U.S. owner, & parent or subsidiary of the U.S. owner, or & party otherwise subject to common ownership
or control with the U.S. owner (in an instance covered by §§ 133.2(d) and 133.12(d) of this part); and/or

(2) For goods bearing a genuine mark applied under the authority of the U.S. owner, a pareat or subsidiary of the U.S.
owner, or a party otherwise subject to common ownership or control with the U.S. owner, that the merchandise as
imported is not physically and materially different, as deseribed in § 133.2(¢), from articles authorized by the U.S.
owner for importation or sale in the United States; or

(3) Where goods are detained for viclation of § 133.23(a)(3), &s physically and materially different from the articles
authorized by the U.S. trademark owner for importation or sale in the U.S,, a label in compliance with § 133.23(b) is
_applucd to the goods.

-~ (¢) Release of detained articles. Articles dcta:ncd in accordance with § 133.25 may be released to the importer during
the 30-day period of detention if any of the circumstances allowing exemption from trademark restriction set forth in §
133.22(c) of this subpart or in paragraph (d) of this section are established.

(f) Seizure. If the importer has not obtained release of detained articles within the 30-day period of detention, the
merchandise shall be seized and forfeiture proceedings instituted. The importer shall be notified of the seizuce and
liability of forfeiture and his right o petition for relief in accordance with the provisions of part 171 of this chapter.
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19 CFR 133.24
§ 133.24 Restrictious on articles accompanying importer and mail importatious.

(a) Deteation. Articles accompanying an importer and mail importations subject to the restrictions of §§ 13322 and
133.23 shall be detained for 30 days from the date of notice that such restrictions apply, 10 permit the establishment of
- whether any of the circumstances described in § 133.22(c) or 133.23(d) 2rc applicable.

(b) Notice of dctcmion. Notice of detention shall be given in the following manner:

(1) Articles accompanying imporier. When the articles are carried as accomparnying baggage or on the person of
. persons arriving in the United States, the Customs inspector shali orally advise the importer that the articles are subject
to detention.

(2) Mail imponations. When the articles acrive by mail in noncommercial shipments, or in commercial shipments
valued at $250 or less, notice of the detention shall be given on Customs Form 8.

(c) Release of detained articles. (1) General. Articles detained in accordance with paragraph {2) of this section may be
reicased to the importer during the 30-day period of detention if any of the circumstances allowing exemption from
trademark or trade name restriction(s) set focth in § 133.22(c) or 133.23(d) of this subpart are established.

. (2) Articles accompanying importer. Articles arriving as accompanying baggage or on the person of the importer may
be cxpor(ed or destroyed under Customs supervision at the request of the importer, or may be released if:

(i) The importer removes or obhtcraxcs the marks in a manner acceptable to the Customs officer at the time of
examination of the articles; or

(ii) The request of the importer to obtain skillful removal of the marks is granted by the port director under such
conditions as he may deem necessary, and upon retum of the article to Customs for verification, the marks are found to
be satisfactorily removed.

(3) Mail importations. Articles arriving by mail in noncommercial shipments, or in commercial shipments valued at
. 3250 or less, may be exported or destroyed at the request of the addressee or may be released if:

(i) The addressee appears in person at the appropriate Customs office and at that time removes or obliterates the
marks in a manner acceptable to the Customs officer; or

(ii) The request of the addressee appearing in person to obtain skillful removal of the marks is granted by the poit
director under such conditions as he may deem necessary, and upon retum of the article to Customs for verification, the
. marLs are found to bc satisfactorily removed

(d) Seizure. If the importer has not obtained release of detained articles within the 30-day period of detention, the

merchandise shall be seized and forfeiture proceedings instituted. The importer shall be promptly notified of the seizure
and liability to forfeiture and his right te petition for relief in accordance with the provisions of part 171 of this chapter.

19 CFR 133.25
§ 133.25 Procedure on detention of articles subject to restriction.
(a) In general. Articies subject 1o the restrictions of §§ 133.22 and 133.23 shall be detained for 30 days from the date

on which the merchandise is presented for Customs examination. The importer shall be notified of the decision to detain
within 5 days of the decision that such restrictions apply. The importer may, during the 30-day period, establish that any
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of the circumstances described in § 133.22(c) or § 133.23(d) are applicable. Extensions of the 30-day time period may
be freely granted for good cause shown.

. (b) Notice of deteation and disclosure of information. From the time merchandise is presented for Customs
examination until the time & notice of detention is issued, Customs may disclose to the owner of the trademark or trade
name any of the following information in order to obtain assistance in determining whether an imported article bears an
infringing trademark or trade name. Once 2 notice of detention is issued, Customs shall disclose to the owner of the
trademark or trade name the following informatioaq, if available, within 30 days, excluding weekends and holidays, of
the date of detention:

._ (1) The date of imponz;tion;
(2) The port of .cntxy;
(3) A description of the merchandise;
| {4) The quantity involved; and
(3) The country of origin of the merchandise.

(c) Samples available to the rademark or trade name owner. At any time foliowmg presentation of the merchandise
for Customs examination, but prior to seizure, Customs may pmv;de a sample of the suspect merchandise to the owner
of the trademark or trade name for examination or testing to assist in determining whether the article imported bears an
infringing trademark or trade name. To obtain a sample under this section, the trademark/orade name owner must fumish
Customs a bond in the form and amount specified by the port director, conditioned to hiold the United States, its officers
and employees, and the importer or owner of the imported article harmless from any loss or damage resulting from the
fumishing of & sample by Customs to the trademark owner, Customs may demand the retum of the sample at any time.
The owner must return the sample to Customs upoa demand or at the conclusion of the examination or testing. In the .
event that the sample is damaged, destroyed, or ost while in the possession of the trademark or trade name owner, the
owner shall, in lieu of return of the sample, certify to Customs that: “The sample described as [insert description] and
provided pursuant to 19 CFR 133.25(c) was (damaged/destroyed/lost) during examination or testing for trademark
infringement.”

~ (d) Form of notice. Notice of detention of articles found subject to the restrictions of § 133.22 or § 133.23 shall be
given the importer in writing.

19 CFR 133.26
§ 133.26 Demand for redelivery of released merchandise.

" I it is determined that merchandise which has been released from Customs custody is subject to the restrictions of §
133.22 or § 133.23 of this subpart, the port director shall promptly tnake demand for the redelivery of the merchandise
under the terms of the bond on Customs Form 301, containing the bond conditions set forth in § 113.62 of this chapter,
in accordance with § 141.113 of this chapter. If the merchandise is not redelivered to Customs custody, & claim for
liquidated damages shall be made in accordance wuh § 141.113(g) of this chapter
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19 CFR 133.27
- §133.27 Civil fines for those involved ia the importation of counterfeit trademark goods.

In addition to any other penalty or remedy authorized by law, Customs may impose a civil fine on any person who
directs, assists financially or otherwise, or aids and abets the importation of merchandise bearing a counterfeit mark
(within the meaning of § 13321 of this subpart) as follows: .

(a) First violation. For the first seizure of such merchandise, the fine imposed will not be more than the domestic
vaiue of the merchandise (see § 162.43(2) of this chapter) as if it had been genuine, based on the manufacturer's
suggested retail price of the merchandise at the time of seizure.

(b) Second and subsequent violations. For the second and each subsequent scizure of such merchandise, the fine

imposed will not be more than twice the domestic value of the merchandise as if it had been genuine, based on the
manufacturer's suggested retail price of the merchandise st the time of seizure.

19 CFR 13331
§ 13331 Recordation of copyrighted works.

(a) Eligible works. Claims to copyright which have been registered in accordance with the Cobnight Actof July 30,
1947, as amended, or the Copyright Act of 1976, 8s amended, may be recorded with Customs for import protection.

(b) Persons eligible to record. The copyright owner, including aay person who has acquired copyright ownership
- through an exclusive license, assignment, or otherwise, and claims ectual or potential injury because of actual or
contemplated importations of copies (or phonorecords) of eligible works, may file an application to record & copyright.
"Copyright owner,” with respect to any one of the exclusive rights comprised in a copyright, refers to the owner of that
.- particular right. .

(c) Notice of recordation and other action. Applicants and recocdants will be notified of the approval ot dcma[ ofan
2pplication filed in accordance with § 133.32, § 13335, § 13336, or § 133.37.

19 CFR 133.32
§ 13332 Application to record copyright.

An application to record a copyright to secure Customs protection against the importation of infringing copies or
phonorecords shall be in writing addressed to the Intellectual Property Rights Branch, U.S. Customs Service, 1300
Pennsylvania Avenue, Washington, DC 20229, and shall include the following information:

(2) The name and complete address of the copyright owner or owners;

(b) If the applicant is a person claiming actual or potential injury by reason of actual or contemplated importations of

.. copies or phonoracords of the eligible work, a statement setting forth the circumstances of such actual or poteatial
- injury;
(c) The country of manufacture of genuine copies or phonorecords of the protected work;

(d) The name and principal address of any foreign person or business entity authorized or licensed to use the
. protected work, and a statement as 1o the exclusive rights authorized;
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* (¢) The foreign title of the work, if different from the U.S. title; and

(f) In the case of an appiication to record a copyright in 2 sound recording, 2 statement setting forth the name(s) of the
performing artist(s), and any other identifying names sppearing on the surface of reproduction of the sound recording,
or its label or container.

19 CFR 13333
§ 133.33 Documents and fee to accompany application.
(2) Documents. The application for recordation shall be accompanied by the following documents:

(1) An "additional certificate™ of copyright registration issued by the U.S. Copyright Office. If the name of the
applicant differs from the name of the copyright owner identified in the certificate, the application shall be accompanied
by a certified copy of any assignment, exclusive license, or other document recorded in the U.S. Copyright Office

“ showing that the applicant has acquired copyright ownership in the copyright.

(2) Five photographic or other likenesses reproduced on paper approximately X ® x 101/2 X * in size of any .
copyrighted work. An application shall be excepted from this requirement if it covers a work such as a book, magazine,
periodical, or similar copyrighted matter readily identifiable by title and author or if it covers a sound reconding. Five
likenesses of a component part of a copyrighted work, together with the name or title, if any, by which the part depicted

is identifiable, may accompany an application covering an entire copyrighted work.

.. (b) Fee. Each application shall be accompanied by a fee of $190 for each copyright to be recorded. A check or money
order shali be made payable to the United States Customs Service,

19 CFR 13334
' § 133.34 Effective date, term, and cancellation of recordation.

(a) Effective date. Recordation of copyright and protection thereunder shall be effective on the date an gppticax_ion for
recordation is approved, as shown on the recordation notice issued by the United States Customs Service instructing
Customs officers as to the terms and conditions of import protection appropriate.

(b) Term. The recordation of copyright shall remain in effect for 20 years unless the copyright owncrshi? ofthe
recordant expires before that time. If the ownership expires in less than 20 years, recordation shall remain in effect until

the ownership expires. If the ownership has not expired after 20 years, recordation may be renewed as provided in §
133.37. ‘

~ (c) Cancellation. Recordation of a copyright with the United States Customs Service shall be canceled upon request
~of the recordant, or if the registration in the U.S. Copyright Office is finally canceled or revoked.

19 CFR 13335

- § 133.35 Change of ownership of recorded copyright.
(2) Application. If the ownership of 2 recorded copyright is transferred and the owner wishes to continue the )
‘recordation with the United States Customs Service, he shall make written application to the Intellectual Property Rights
Branch as foliows:



(1) Comply, as appropriate, with § 133.32; and
~ (2) Describe any time limit on the rights of ownership transferred.
{b) Document and fee. The application shall be accompanied by:

- (1) A certified copy of any essignment, exclusive license, or other document recorded in the U.S. Copynght Office
showing the applicant has acquired an ownership interest in the copyright; and

- (2) A fec of $80, which covers all copyrights included in the application which have beea previously recocded with
the United States Customs Service. A check or money order shall be made payable to the United States Customs
Service.

19 CFR 13336

" § 133.36 Change in name of owner of recorded copyright.
Ifthereisa changc in the name of the owner of a recorded copyright, but no transfer of ownership, writtea notice
- specifying the change shall be given to the Intellectual Property Rights Branch accompanied by the followiag: -

(a) A certified copy of any document mcurdcd in the U.S. Copyright Office showing the change in the nzme of the
owner; and

(b) Paysﬁcnt ofa fce of $8G, which covers all copyrights included in the application which have been previously
recorded with the United States Customs Service. A check or money order shall be made payabie to the United States
Customs Service.

19 CFR 13337
§133.37 Renewal of copyright recordation.

(2) Term of renewal. If a recorded copyright has a term which exceeds the original 20-year recordation, continued
Customs protection may be obtained by renewing the recordation. The renewed recordation shall remain in effect for 20
years, unless the recordant's copyright ownership expires sooner, in which case it shall remain in effect until the

ownership expires. There is no limit to the number of times recordation of & subsisting copyright may be renewed.

- (b) Application for renewal. Ari #pphcaﬂon to renew recordation shall be made no later than 3 moaths before the date

the recordation thcn in effect expires. The application shall be in writing addressed to the Intellectual Property Rights
Branch.

(c) Materials to be submitted with application. An application to renew Customs recordation shall include:

(1) Proof that the recordant's copyright ownership is valid. The proof required shall vary with the date that the work
" was first copyrighted as follows:

(i) Works in which copyright subsists on or after January 1, 1978. An affidavit signed by the recocdant attesting to the
continued validity of the copyright, stating the date the copyright was registered with the U.S. Copyright Office
whether the author of the work is still alive and, if not, the date of his death, and any additional informatioa that
Customs may require of the recordant.
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expires, & certificate of registration issued by the U.S. Copyright Office or, if the copyright hes been renewed, a
certificate of renewal registration issued by the U.S. Copyright Offfice.

(2) A statement describing any change of ownership or name of owner, in compliance with §§ 133.35 and 133.36, -
and any change of address of the owner.

(3) Payment of a fee of $80. A check or money order shall be made payl_:blc. to the U.S. Customs Service,
* (d) Untimely application. If the recordant fails to submit & renewal application at least 3 months before the

recordation expires, he may not renew the recordation. The recordant shall be required to reapply to record the
copyright in accordance with the procedures and requirements of §§ 133.32 and 133.33.

19 CFR 133.41 7

§ 133.41 [Reserved]

- [NO TEXT IN ORIGINAL]

19 CFR 133.42
§ 133.42 Infringing copies or phonorecords.

(a) Definition. Infringing copies or phonorecords are *"piratical™ articles, i.e., copies or phonorecords which are
unlawfully made (without the authorization of the copyright owner).

- (b) Importation prohibited. The importation of infringing oopus or phonorecords of works copyrighted in the U.S. is
prohibited by Customs. The importation of lawfully made copies is not a Customs violation.

(9 Seizure and forfeiture, The port director shall seize any imported article which he determines is an infringing copy
or phonorecord of a copyrighted work protected by Customs. The port director also shall seize an imported article 1t‘ the
importer does not deny a representation that the article is an infringing copy or phonorecord as provided in § 133.43(a).
In either case, the port director also shall institute forfeiture proceedings in accordance with Part 162 of this chapter.
Lawfully made copies are not subject to seizure and forfeiture by Customs.

. (d) Disclosure. When merchandise is seized under this section, Customs shall discloss to the owner of the copyright

thc following information, if available, wuhm 30 days, excluding weekends and holidays, of the date of the notice of
seizure:

...(1) The date of importation;
{2) The port of entry;
(3). A description of thc. mcrchandisc;
- (4) The q-uamity involved;
(5) The name and address of the manufacturer;
| (6) The country of origin of the merchandise; . | )

(7) The name and address of the exporter; and



(8) The name and address of the importer.

(c) Samples available to the copyright ownier. At any time followmg scizure of the merchandise, Customs may
rovide a sample of the suspect merchandise to the owner of the copyright for examination, testing, or any other use in
ursuit of a refated private civil remedy for copyright infringement. To obtain a sample under this section, the copyright
wner must furnish to Customs a bond in the form and amount specified by the port director, conditioned to hold the
Inited States, its officers and employees, and the importer or owner of the imported articte harmliess from any loss or
amage resulting from the fumishing of a sample by Customs to the copyright owner. Customs may demand the retum
{ the sample at any time. The owner must return the sample to Customs upon demand or &t the conclusion of the
xamination, testing, or other use in pursuit of a related private civil remedy foc copyright infringement. In the event
1at the sample is damaged, destroyed, or lost while in the passession of the copyright owner, the owner shall, in licu of
:turn of the sample, centify to Customs that: "The sample described as [insert description] prov:dod pursuant to 19 CFR
33.42(c) was (damaged/destroyed/lost) during examination, testing, or other use.”

() Referral to the U.S. Attomey. In the event that phonorecords or copies of motion pictures arrive in the U.S.
caring counterfeit labels, Customs officers should consider referring the violation to the U.S. Attomney, Department of
istice, for possible criminal prosecution pursuant to the *Piracy and Counterfeiting Amendments Act of 1982" (18
.S5.C. 2318). This law provides & minimum fine of $25,000 or imprisonment for not more than one year, or both, for
illful infringement of a copyright for commercial advantage, and a maximum fine of $250,000 or imprisonment for
ot maore than 5 years, or both, where trafficking in counterfeit labels for phonorecords or copies of motion pictures or
ther audiovisual works is involved. -

19 CFR 133.43
§ 133.43 Procedure on suspicion of infringing copies.

(a) Notice to the importer. If the port director has any reason to believe that an imported article may be an infringing
opy or phonorecord of a recorded copyrighted work, he shall withhold delivery, notify the importer of his action, and
dvise him that if the facts so warrant he may file & statement denying that the article is in fact an infringing copy and
leging that the detention of the article will result in 2 material depreciation of its value, or a loss or.dama;e to him.
he port director also shall advise the importer that in the absence of receipt within 30 days of a denial by the importer
at the article constitutes an infringing copy or phonorecord, it shall be considered to be such a copy and shall be
tbject to seizure and forfeiture,

(b) Notice to copyright owner. If the importer of suspected infringing copies or p-honorccords filesa d-:nial as
rovided in paragraph (a) of this section, the port director shall furnish to the copyright owner th? following )
formation, if available, within 30 days, excluding weekends and holidays, of the receipt of the importer's denial:

(1) The date of importation;

(2) The port of entry;

(3) A description of the merchandise;

(4) The quantity involved;
(5) The country of origin of the merchandise; and

(6)-Noticc that the imported article will be released to the importer unless, within 30 days from the date of the notice,
e copyright owner files with the port director:

(i) A written demand for the exclusion from entry of the detained imported article; and
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- (ii) A bond, in the form and amount specified by the port director, conditioned to hold the importer or owner of the

imported article harmless from any loss or damage resulting from Customs detention in the event the Commissioner or

his designee determines that the article is not an infringing copy prohibited importation under section 602 of the
Copyright Act of 1976 (17 U.S.C. 602)(See part 113 of this chapter).

(c) Samples available to the copyright owner. At any time following preseatation of the merchandise for Customs
examination, but prior to seizure, Customs may provide a sample of the suspect merchandise to the owner of the
copyright for examination or testing to assist in determining whether the article imported is & piratical copy. To obtain a
sample under this section, the copyright owner must fumish Customs & boad in the form and amount specified by the
port director, conditioned to hold the United States, its officers and employees, and the importer or owner of the
imported article harmless from any loss or damage resulting from the fumishing of a sample by Customs to the
copyright owner. Customs may demand the retumn of the sample at any time. The owner must retum the ssmple to
Customs upon demand or at the conclusion of the examination or testing. In the event that the sample is damaged,
destroyed, or lost while in the possession of the copyright owner, the cwner shall, in lieu of retum of the sample, certify.
to Customs that: "The sample deseribed as [insert description] provided pussuant to 19 CFR 133.43(c) was
(damaged/destroyed/lost) during examination or testing for copyright infiingement.

(d) Result of action or inaction by copyright owner. After notice to the copyright owner that delivery is being
withheld for imported articles suspected of being infringing copies of his recorded copyrighted work, the port director
shall proceed in accordance with the following procedures:

(1) Demand and bond; exchange of briefs. If the copyright owner files 2 written demand for exclusion of the
suspected infringing copies together with a proper bond, the port director shall promptly notify the impocter and
copyright owner that, during a specified time limited to not more than 30 days, they may submit any evidence, legal
briefs or other pertinent material to substantiate the claim or denial of infringement. The burden of proof shall be upon
the party ¢laiming that the article &s in fact an infringing copy. .

(i) Exchange of briefs. Before timely submitting the additional evidence, legal briefs, or other pertinent material to
Customs, pursuant to paragraph (c}(1) of this section, in regard to the disputed claim of infringement, the importer and
the copyright owner shall first provide each other with a copy of all such information, including the impocter’s denial of
infringement and the copyright owner's demand for exclusion, The subsequeat submission of this information to
Customs shall be accompanied by a written statement confirming that & copy has already been provided to the opposing
party. The port director shall notify the importer and the copyright owner that they shall have additional time, not to
exceed 30 days, in which to provide a response to the arguments submitted by the opposing party, and that rebuttal
arguments, timely submitted, shall be fully considered in the decision-making process. During this rebuttal period and
before timely submitting the rebuttal arguments to Customs, the importer and the copyright owner shall first provide
each other with a copy of all such material. The submission of this rebuttal material to Customs shall be accompanied
by a written stateiment confirming that a copy has been provided to the opposing party. The port director shall not accept
any additional material from the parties to substantiate the clalm or denial of infringement after the final 30-day rebuttal
period expires.

(ii) Decision. Upon receipt of rebuttal arguments, or 30 days afier notification if no rebuttal arguments ave submitted,
the port director shall forward the entire file, together with a sample of each style that is considered possibly infringing,
to Customs Headquarters, (Attention: International Trade Compliance Division, Office of Regulations and Rulings), for
decision on the disputed claim of infringement. The final decision on the disputed claim of infringement shall be
forwarded to the port dxrcctor who shall send a copy thereof'to the copyright owner as well as to the impotter.

~ (2) Infringement dxscialmcd or unsupported. If the copyrig ht owner disclaims that the specified imported article is an
infringing copy of his recorded copyrighted work, or fails to present sufficient evidence or proof to substantiate a claim
of infringement, the port director shall release the detained shipment to the importer and all further importations of the
same article, by whomever imported, without further notice to the copyright owner.

(3) Failure to file demand or bond. If the copyright owner fails to file a written demand for exclusion and bond as .
required by paragraph (b) of this section, the district director shall release the detained articles to the importer and notify
the copyright owner of the release.
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(4) Withdrawai of bond. Where the copyright owner has posted a bond on the grounds that the imported article is
" infringing, the copyright awner may not w:drdmw the bond until a decision on the issue of mﬁmgcmcnt has been
reached.

(e) Alternative procedure: court action. As an ziternative to the administrative procedure described in this section, the
- copyright owner, whether or not he has recorded his copyright with Customs, may seek a court order enjoining

* " importation of the article. To obtain Customs enforcement of an injunction, the copyright owner shall submit a certified
copy of the court order to the Commissioner of Customs, Attention: Office of the Chief Counsel, Washington, DC

20229. In addition, if the copyright in question is not recorded with Customs, the copyright owner shall submit the $190
fee required by § 133.33() and, if the work is a three-dimensional or other work not readily identifiable by title and

author, 5 photographlc or other lxkcncsscs reproduced on paper approximately 8% X 10 1/2” in size.

19 CEFR 133.44

§ 133.44 Decision of disputed claim of infringement.

(2) Claim of infringement sustained. ﬁpan determination by the Commissioner of Customs or his designee that the
detained article forwarded in accordance with § 133.43(c)(1) is an infringing copy, the port director shall seize the
imported article and institute forfeiture proceedings in accordance with Part 162 of this chapter. The bond of the
copyright owner shall be returned.

(b) Denial of infringement sustained. Upon determination by the Commissioner of Customs or his designee that the
detained article forwarded in accordance with § 133.43(c)(1) is not an infringing copy, the port director shall release all
detained merchandise and transmit the copyright owner's bond to the importer. :

19 CFR 133.45
§ 133.45 [Reserved|

[NO TEXT IN ORIGINAL])

19 CFR 133.4¢

© §133.46 Demand for redelivery of released articles.

If it is determined that articles which have been released from Customs custody are subject to the prohibitions or
restrictions of this subpart, the director of the port of entry shall promptly make demand for redelivery of the articles
~ under the terms of the bond on Customs Form 301, containing the bond conditions set forth in § 113.62 of this chapter,
* in accordance with § 141.113 of this chapter. If the articles are not redelivered to Customs custody, a claim for
liquidated damages shall be made in accordance with § 141.113(g) of this chapter.

19 CFR 133.51
§ 133.51 Relief from forfeiture or liquidated damages.
(2) Petition for relief. The importer may petition in accordance with parts 171 and 172 of this chapter for relief from,

~ or cancellation of, a forfeiture incurred for violation of the trademark or copyright laws, or a claim for liquidated
damages for failure to redeliver released merchandise incurred under the provisions of § 133.24 or § 133.{16.
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(b) Conditioned relicf. In appropriate cases, except for articles bearing & counterfeit trademark, relicf from & focfeiture
may be granted pursuant to a petition for relicf upon the following conditions and such other conditions 2s may be
specified by the appropriate Customs authority:

(1) The unlawfully imported or pmhlbxtod acticles are exported or destroyed under Customs supervision and at no
‘expense to the Government;

(2) All offending trademarks or trade names are removed or obliterated prior to release of the articles:

(3) In the case of books or petiodicals manufactured abroad cbntmry to the terms of the "American manufacturing
clause” of the Copyright Act of 1976 (17 U.S.C. 602, 603):

_ (i) Satisfactory evidence is submitted that a statement of abandonment has been filed and recorded in the Copyright
Office by the copyright owner in accordance with the procedures of the Copyright Office; and

(ii) The notice of copyright is completely obliterated prior to release of the books or periodicals.

19 CFR 133.52
§ I33.52_Disposition of forfeited merchandise.

(a) Trademark (other than counterfeit) or trade name violations, Articles forfeited for violation of the trademark laws,
other than articles bearing a counterfeit trademark, shall be disposed of in accordance with the procedures applicable to
forfeitures for violation of the Customs laws, afier the removal or obliteration of the name, mark, or trademark by
reason of which the articles were seized.

" (b) Copyright violations. Articles forfeited for violation of the copyright laws shall be destroyed.

(c) Articles bearing a counterfeit trademark. Merchandise forfeited for violation of 19 US.C. 1526 shall be dcstroy«sd,,‘
unless it is determined that the merchandise is not unsafe or & hazard to health and the Commissioner of Customs or his
designee has the written consent of the U.S. trademark owner, in which case the Commissioner of Customs or his
designee may dispose of the merchandise, after obliteration of the trademark where feasible, by:

" (1) Delivery to any Federal, State, or local government agency that, in the opinion of the Commissioner or his
designee, has established a need for the merchandise: or

(2) Gift to any charitable institution that, in the opinion of the Commissioner or his designes, has established a need
for the merchandise; or

(3) Sale at public sirction, if more than 90 days has passed since the forfeiture and Customs has determined that no
need for the merchandise has been established under paragraph (cX1) or (c)(2) of this section.

19 CFR 133.53
-§ 133.53 Refund of duty.’

If a violation of the trademark or copyright laws is not discovered until after entry and deposit of estimated duty, the
entry shall be endorsed with an appropriate notation and the duty refunded as an erroneous collection upon exportation
or destruction of the prohibited articles in accordance with § 158.41 or § 158.45 of this chapter.
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Council Regulation 94/3295/EC,
Official journal of the European Communities, L 341, 30.12.94, p. 8.

COUNCIL REGULATION (EC) No 3295/94
' of 22 December 1994
laying down measures to prohibit the release for
free circulation, export, re-export or entry for a
suspensive procedure of counterfeit and pirated goods

THE COUNCIL OF THE EUROPEAN UNION,

Having regard to the Treaty establishing the European Community, and in particu-
lar Article 113 thereof,

Having regard to the proposal from the Commission!,
Having regard to the opinion of the European Parliament?,
Having regard to the opinion of the Economic and Social Committee?,

Whereas Council Regulation (EEC) No 3842/86 of 1 December 1986 laying down
measures to prohibit the release for free circulation of counterfeit goods* has been
in force since 1 January 1988; whereas conclusions should be drawn from the ex-
perience gained during the early years of its implementation with a view to im-
proving the operation of the system it set up;

Whereas the marketing of counterfeit goods and pirated goods causes considerable
injury to law-abiding manufacturers and traders and to holders of the copyright or
neighbouring rights and misleads consumers; whereas such goods should as far as
possible be prevented from being placed on the market and measures should be
adopted to that end to deal effectively with this unlawful activity without impeding
to freedom of legitimate trade; whereas this objective is also being pursued through
efforts being made along the same lines at international level;

Whereas, in so far as counterfeit or pirated goods and similar products are imported
from third countries, it is important to prohibit their release for free circulation in
the Community or their entry for a suspensive procedure and to set up an appropri-
ate procedure enabling the customs authorities to act to ensure that such a prohibi-
tion can be properly enforced,;

OJ No C 238,2.9.1993,p9.
OJ No C 61, 28. 2. 1994.
OJNo C 52, 19. 2. 1994, p.37
0JF No L'357, 18 12. 1986, p.1.
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Whereas action by the customs authoritics to prohibit the release for free circula-
tion of counterfeit or pirated goods or their entry for a suspensive procedure should
also apply to the export or re-export of such goods from the Community;

Whereas, as regards suspensive procedures and re-cxport subject to notification,
action by the customs authoritics will take place only where suspected counterfeit
or pirated goods are discovered during a check;

Whereas the Community takes into account the {crms of the GATT agreement on
trade-related intellectual property issues, including a trade in counterfeit goods, in
particular the measures to be taken at the frontier;

Whercas provision should be made that the customs authoritics are empowered to
take decisions on applications for action to be taken that are submitted to them;

Whereas action by the customs authorities should consist either in suspending the
release for free circulation,export or re-export of goods suspected of being counter-
feit or pirated or in detaining such goods when they are entered for a suspensive
procedure or re-exported subject to notification for as long as is necessary to en-
able it to be determined whether the goods are actually counterfeit or pirated;

Whereas it is appropriate to authorize the Member States to detain the goods in
question for a certain period even before an application by the right holder has been

lodged or approved in order to allow him to lodge an application for action by the
customs authorities; '

Whereas the competent authority should decide cases submitted to it by reference
to the criteria which are used to determine whether goods produced in the Member
State concerned infringe intellectual property rights; whereas Member States’ pro-
visions on the competence of the judicial authonties and procedures are not af-
fected by this Regulation; '

Whereas it is necessary to determine the measures to be applied to the goods in
question where it is established that they are counterfeit or pirated; whereas. those
measures should not only deprive those responsible for trading in such goods of the
economic benefits of the transaction and penalize them but also constitute an effec-
tive deterrent to further transactions of the same kind;

‘Whereas in order to avoid serious dismpﬁon to the clearing of goods contained in
travellers’ personal luggage,it is necessary to exclude from the scope of this Regu-
lation goods which may be counterfeit or pirated which are imported from third

countries within the limits laid down by Community rules in respect of relief from
customs duty;

Whereas uniform application of the common rules laid down by this Regulation
must be ensured and to that end a Community procedure must be established en-
abling measures implementing these rules to be adopted within appropriate periods
and mutual assistance between the Member States and the Commission, of the
other part, to be strengthened so as to ensure greater effectiveness:
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Whercas it will be appropriate to consider the possibility of increasing the number

of intellectual property rights covered by this Regulation in the light, inter alia, of
the expericence gained in its implementation;

Whereas Regulation (EEC) No 3842/86 should thercfore be repealed,
HAS ADOPTED THIS REGULATION:

CHAPTER 1

General

Article 1
1. This Regulation shall lay down:

(a) the cond:itions under which the customs authorities shall take action where
goods suspected of being counterfeit or pirated are:

—entered for free circulation, export or re-export,

—found when checks are made on goods placed under a suspensive proce-
dure within the meaning of Article 84 (1) (a) of Council Regulation (EEC)
No 2913/92 of 12 October 1992 establishing the Community Customs
Code!, or re-exported subject to notification; and

(b) the measures which shall be taken by the competent authorities with regard

to those goods where it has been established that they are indeed counterfeit or
pirated. '

2. For the purposes of this Regulation:

(a) ‘counterfeit goods’ means:

—goods, including the packaging thereof, being without authorization a
trade mark which is identical to the trade mark validly registered in respect
of the same type of goods, or which cannot be distinguished in its essential
aspects from such trade mark, and which thereby infringes the rights of the
holder of the trade mark in questicn under Communitv law or.the law of the

Member State in which the application for action by the customs authorities
1s made, '

—any trade mark symbol (logo, label, sticker, broéh’ure, instructions for use
- or guarantee document) whether presented separately or not, in the same cir-
cumstances as the goods referred o in the first indent,

1 OJNo L 302,19.10. 1992, p.1.
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—packaging materials bearing the trade marks of counterfeit goods, pre-
sented separately in the same circumstances as the goods referred to in the
first indent:

(b) ‘pirated goods’ means goods which are or embody copies made without the
consent of the holder of the copyright or neighbouring rights, or of the holder of
a design right, whether registered under national law or not, or of a person duly
authorized by the holder in the country of production, where the making of
those copies infringes the right in question under Community law or the law of
the Member State in which the application for action by the customs authorities
" i1s made;

(c) ‘holder of a right’ means the holder of a trade mark, as referred to in (a),
and/or one of the nights referred to in (b), or any other person authorized to use
the trade mark and/or rights, or their representative;

(&) ‘declaration for release for free circulation, for export or for re-export’
means declarations made in accordance with Article 61 of Regulation (EEC)
No 2913/92.

3. Any mould or matrix which is specifically designed or adapted for the manufac-
ture cf a counterfeit trade mark or of goods bearing such a trade mark or of pirated
goods shall be treated as ‘counterfeit or pirated goods’, as appropriate, provided
that the use of such moulds or matrices infringes the rights of the holder of a right
under Community law or the law of the Meniber State in which the application for
action by the customs authorities is made.

4. This Regulation shall not apply to goods which bear 2 trade mark with the con-
sent of the holder of that trade mark or which are protected by a copyright or neigh-
bouring right or a design right and which have been manufactured with the consent
of the holder of the right but are placed in one of the situations referred to in para-
graph 1(a) without the latter’s consent.

Nor shall it apply to goods referred to in the first subparagraph whi‘ch' have been
manufactured or bear a trade mark under conditions other than those agreed with
the holders of the rights in question.

CHAPTERII
Prohibition of the release for free circulation, export,
re-export or of the placing under a suspensive
procedure of counterfeit goods or pirated goods

- Article 2

The release for free circulation, export, re-export or placing under 2 suspensive
procedure of goods found to be counterfeit or pirated on completion of the proce-
dure provided for in Article 6 shall be prohibited.
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CHAPTER IIf

Application for action by the customs authorities
Article 3

1. In cach Member State, the holder of a right may lodge an application in writing
with the competent service of the customs authority for action by the customs au-
thorities where the goods are placed in one of the situations referred to in Arti-

cle 1{(1)Xa).
2. The application referred to in paragraph | shall include:

—a sufficiently detailed description of the goods to enable the customs authori-
ties to recognize them,

—proof that the applicant is the holder of the right for the goods in question.

The holder of the right must also provide all other pertinent information available
to him to enable the competent customs service to take a decision in full knowlcdge

of the facts without, however, that information being 2 condition of admissibility
of the application.

By way of indication, in the case of pirated goods, that information shall, wherever
possible, include:

—the place where the goods are situated or the intended destination,
—particulars identifying the consignment or packages,

—the scheduled date of arrival or departure of the goods,

—the means of transport used,

—the identity of the importer, exporter or holder.

3. The application must specify the length of the penod during which the customs
authorities are requested to take action.

4. The applicant may be charged a fee to cover the administrative costs incurred in

dealing with the application. The fee shall not be disproportionate to the service
provided.

5. The competent customs service with which an application drawn up pursuant {0
-paragraph 2 has been lodged shall deal with the application and shall forthwith no-
tify the applicant in writing of its decision. .

Where that service grants the application, the service shall specify the period @UT'
ing which the customs authorities shall take action. That period may, upon applica-

tion by the holder of the rights, be extended by the service which took the initial
decision. :

Any refusal to grant an application shall give the reasons for refissal and may form
the subject of an appeal.
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6. Mcmber States may require the holder of a right, where his application has been
granted, or where action as referred to in Article 1(1)(a) has been taken pursuant to
Article 6(1), to providc a sccunty:

—to cover any liability on his part vis-a-vis the persons involved in one of the
operations referred to in Article 1(1){(2) where the procedure initiated pursuant
to Article 6(1) is discontinued owing to an act or omission by the holder of the

right or where the goods in question arc subsequently found not be counterfeit
or pirated, '

—1o ensure payment of the costs incurred in accordance with this Regulation,
in kecping the goods under customs control pursuant to Article 6.

7. The holder of the.right shall be obliged to inform the service referred to in para-
graph 1 should the nght cease to be validly registercd or should it expire.

8. Each Member State shall designate the service within the customs authority
competent to receive and deal with the applications referred to in this Article.

Ariicle 4

Where, in the course of checks made under one of the customs procedures referred
to in Article 1(1)(a) and before an application by the holder of the right has been
lodged or approved, it appears evident to the customs office that goods are counter-
feit or pirated, the customs authority may, in accordance with the rules in force in
the Member States concemned, notify the holder of the right, where known, of a
possible infringement thereof. The customs authority shall be authorized to sus-
pend release of the goods or detain them for a period of three working days to en-

able the holder of the right to lodge an application for action in accordance with
Article 3. ’

Article 5

The decision granting the application by the holder of the right shall be forwarded
immediately to the customs offices of the Member State which are liable to be con-
cerned with the goods alleged in the application to be counterfeit or pirated.

CHAPTER IV
Gonditions governing action by the customs authorities and by the
authority competent to take a substantive decision

Article 6

I. Where a customs office to which the decision granting an application by the
holder of a right has been forwarded pursuant to Article S is satisfied, after consult-
ing the applicant where necessary, that goods placed in one of the situations re-
ferred to in Article 1(1)(a) correspond to the description of the counterfeit or
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pirated goods conlamcd in that decision, it shall suspend rcleasce of the goods or de-
tain them.

The customs officc shall immediatcly inform the service which dealt with the ap-
plication in accordance with Article 3. That service or the customs office, shall
forthwith inform the declarant and the person who applied for action to be taken. _In
accordance with national provisions on the protcction of peronal data, commercial
and industrial sccrecy and professional and administrative confidentiality, the cus- -
toms office or the service which dealt with the application shall notify the holder of

“the right, at his request, of the name and address of the deciarant and, if known, of
thosc of the consignee so as to enable the holder of the nght to ask the compctent
authorities to take a substantive decision. The customs ofTice shall afford the appli-
cant and the persons involved in any of the operations referred to in Article l(l)_(a)
the opportunity to inspect the goods whase release has been suspended or which
have been detained.

When examining the goods the customs office may take samplcs in order to expe-
. dite the procedure.

2. The law in force in the Member State within the territory of which the goods are
placed in one of the situations referred to in Article 1(1)(a) shall apply as regards:

(a) referral to the authority competent to take a substantive decision and imme-
diate notification of the customs service or office referred 1o in paragraph 1 of
that referral, unless referral i is effected by that scrvice or office;

(b) reaching the decision to be taken by that authority. In the absence f’f Com-
munity rules in this regard, the criteria to be used in reaching that decision shall
be the same as those used to determine whether goods produced in the Member
State concerned infringe the rights of the holder. Reasons shall be given for de-
cisions adopted by the competent authority.

Article 7

1. If, within 10 working days of notification of suspension of release or of deten-
tion, the customs office referred to in Article 6(1) has not been informed tha‘t ;the
matter has been referred to the authority competent to take a substantive dcc:sxf)n
on the case in accordance with Article 6(2) or that the duly empowered authority
has-adopted interim measures, the goods shall be released, provided that all the

customs formalities have been complied with and the detention order has been
revoked.

This period may be extended by a maximum of 10 working days in appropriate
cases.
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2. In the case of goods suspected of infringing design nights, the owner, the im-
porter or the consignec of the goods shall be able 1o have the goods in question re-
leased or their detention revoked against provision of a security, provided that:

—the customs service or office referred to in Article 6(1) has been informed,
within the time limit referred to in paragraph 1, that the matter has been referred

to the authority competent to take a substantive decision referred to in said
paragraph 1,

—on expiry of the time limit, the authornity empowered for this purpose has not
_imposed interim measures, and

—all the customs formalities have been completed.

The sccurity must be sufficient to protect the interests of the holder of the right.
Payment of the security shall be without prejudice to the other remedies open to the
holder of the right. Where the matter has been referred to the authority competent
to take a substantive decision other than on the initiative of the holder of thenght,
the security shall be released if that person docs not exercise his right to institute le-
gal proceedings within 20 working days of the date on which he is notified of the
suspension of release or detention. Where the second subparagraph of paragraph 1 .
applies, this period may be extended to 2 maximum of 30 working days.

3. The conditions goverming storage of the goods during the period of suspension
of release or detention shall be determined by each Member State.

CHAPTER V

Provisions applicable to goods found to be counterfeit or pirated goods
Article 8

1. Without prejudice to the other rights of action open to the holder of a trade mark
which is found to have been counterfeited or the holder of a copyright or neigh-
bouring dght or of a design right which is found to have been pirated, Member
States shall adopt the measures necessary to aliow the competent authorities:

(a) as a general rule, and in accordance with the relevan provisoes of national
law, to destroy goods found to be counterfeit or pirated, or dispose of them out-
side commercial channels in such a way as to preclude injury to the holder of
the right, without compensation of any sort and at no cost to the exchequer;

(b} to take, in respect of such goods, any other measures which effectively de-
_prive the persons concemed of the economic benefits of the transaction.

The following in particular shall not be regarded as having such effect:
—re-exporting the counterfeit or pirated goods in theunaltered state,

—other than in exceptional cases, simply removing the trade marks which
have been affixed to the counterfeit goods without authorization,
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—placing the goods under a different customs procedure.

2. The counterfeit or pirated goods may be handed over to the exchequer. In that
cvent, paragraph 1(a) shall apply.

3. In addition to the information given pursuant to the sccond subparagraph of Arti-
cle 6(1) and under the conditions laid down thercin, the customs office or the compe-
tent service shall inform the holder of the right, upon request, of thc names and
addresses of the consignor, of the importer or exporter and of the manufacturcr of the
goods found to be counterfeit or pirated and of the quantity of the goods in question.

CHAPTER VI

Final provisions

Article 9

1. Save as provided by the law of the Member State in which the application is
made, the acceptance of an application drawn up in accordance with Article 3(2)
shall not entitle the holder of a right to compensation where countérfeit or pirated
goods are not detected by a customs office and are released or no action is taken to”
detain them in accordance with Article 6(1).

2. Save as provided by the law of the Member State in which the application is
made, exercise by a customs office or by another duly empowered authority of the
powers conferred on them in regard to combating counterfeit or pirated goods sha.il
not render them liable to the persons involved in the operations referred to m Arti-

cle 1(1)(a) or Article 4, in the event of their suffering loss or damage as a result of
their action. -

3. The civil liability of the holder of a right shall be governed by the law of the

Member State in which the goods in question were placed in one of the situations
referred to m Article 1(1)(a).

Article 10

This Regulation shall not apply to goods of a non-commercial nature contained in

travellers’ personal juggage within the limits laid down in respect of relief from.
customs duty.

-

Article 11

Moreover, each Member State shall introduce penalties to apply in the event of in-

fringements of Article 2. Such penaities must be sufficiently severc to encourage
compliance with the relevant provisions.
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Article 12

The provisions necessary for the application of this Regulation shall be adopted in
accordance with the procedure laid down in Article 13(3) and (4).

Article 13

1. The Commission shall be assisted by the Commuttee set up under Article 247 of
Regulation (EEC) No. 2913/92.

2. The Committee shall examine any matter concerning implementation of this
Regulation which its chairman may raise: cither on his own initiative or at the re-
quest of the representative of a Member State.

3. The representative of the Commission shall submit to the Committee a draft of
the measures to be taken. The Committee shall deliver its opinion on the draft
within a time limit which the chairman may lay down according to the urgency of
the measures te be taken. The opinion shali be delivered by the majority laid down
in Article 148(2) of the Treaty in the case of decisions which the Council is re-
quired to adopt on a proposal from the Commission. The votes of the representa-
tives of the Member States within the Committee shall be weighted in the manner
sct out in that Article. The Chairman shall not vote.

4. The Commission shall adopt measures which shall apply immediately. How-
ever, if the measures are not in accordance with the opinion of the Committee, they
shall be communicated by the Commission to the Council forthwith. In the event:

—the Comumission shall defer application of the measures which it has decided
for not more than three months from the date of their communication,

—the Council, acting by a qualified majority, may take a different decision
within the time limit provided for in the first indent.

Article 14

Member States shall communicate all relevant information on the application of
this Regulation to the Commission.

The Commission shall communicate that information to the other Member States.

For the purpose of the application of this Regulation, the provisions of Reguiation
{EEC) No 1468/81 of 19 May 1981 on mutual assistance between the administra-
tive authorities of the Member States and cooperation between the latter and the
Commission to ensure the coirect application of the law on customs or agricultural
matters! shall apply mutatis mutandis.

i CiNo L 144, 2.6.1981, p.1. Regulation as last amended by Regulation (EEC) No 945/87 (o)}
No L 90,2.4.1987,p.3).
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The details of the information procedure shalt be drawn up in the framework of the
implementing provisions in accordance with Article 13(2), (3), and (4).

Article 15

Within two years of the cntry into force of this Regulation, the Commission shall, .
on the basis of the information referred to in Article 14, report to the European Par-
liament and the Council on the operation of the system particularly with regard to
the cconomic and social conscquences of counterfeiting and shall propose any
amendments or additions required, within a period of two years from the imple-
mentation of this Regulation.

Article 16

Regulation (EEC) No 3842/86 shall be repealed as from the date of implementa-
tion of this Regulation.

Article 17

This Regulation shall enter into force on the third day following its publicaticn in
the Official Journal of the European Communilties.

It shali apply from [ July 1995.

THIS REGULATION SHALL BE BINDING IN ITS ENTIRETY AND
DIRECTLY APPLICABLE IN ALL MEMBER STATES.

Done at Brussels, 22 December 1994.

For the Council, The President H. Seehofer
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(Adas whose publication is obligatory)

COUNCIL REGULATION (EC) No 241/1999
of 25 January 1999

amending Regulation (EC} No 3295/94 laying down measures to prohibit the
release for free circulation, export, re-export or entry for a suspensive procedure
of counterfeit and pirated goods

THE COUNCIL OF THE EUROPEAN UNION,

Having regard to the Treaty establishing the European
Community, and in particular Article 113 thereof,

Having regard to the proposal from the Commission (%},

Having regard to the opinion of the European Parlia-
ment (), : :

Having regard to the opinion of the Economic and Social
Committee 3),

(1}  Whereas, pursuant to Article 15 of Regulation (EC)
No 3295/94 (), conclusions should be drawn from
the experience gained during the eardly years of its
implementation with a view to improving the
operation of the system it set up;

()  Whereas the marketing of goods infringing patents
or supplementary protection certificates for medi-
cinal products as provided for in Council Regula-
tion (EEC) No 1768/92 of 18 Jume 1992
concerning the creation of a supplementary protec-
tion certificate for medicinal products ¢) or supple-
mentary protection certificates for plant protection
products, as provided for in Regulation (EC) No
1610/96 of the European Padliament and of the
Council of 23 July 1996 conceming the creation of
a supplementary protection certificate for plant
protection products () causes serious injury to their
holders and constitutes an unfair and unlawful
business activity; whereas such goods should as far
as possible be prevented from being placed on the

() OJ C 108, 7. 4. 1998, p. 63.

{’)0} C 210, 6. 7. 1998, p. 125.

g O] C 284, 14. 9. 1998, p. 3.
OJ L 341, 30. 12. 1994, p. 8
OJ L 182, 2. 7. 1992, p- 1. Regulation s smended by the
1994 Act of Accession.

(9 OJ L 198, 8. 8. 1996, p. 30.

’

market and measures should be adopted to that end
to deal effectively with this unlawful activity
without impeding the freedom of legitimate trade;
whereas this objective is also being pursued
through efforts being made along the same lines at
intemational level;

(3)  Whereas, in order to guarantee the integrity of the
Community's external frontier, the customs author-
ities should be permitted to take action against
goods iniringing certain inteilectual property rignis
and associated goods whatever their customs status;
whereas the release for free circulaton in the
Community, entry for a suspensive procedure, re-
export or placing in a free zone or free warchouse
of such goods should therefore be prohibited;
whereas moreover the customs authodties should
be authorised to take action 35 soon as the said
goods are brought into the Community;

(4) Whereas, as regards suspensive procedures, free
zones and free warchouses, re-export subject to
notification and temporary storage, the customs
authorities will act only where goods suspected to
be goods infringing certain intellectual property
rights are discovered during a check;

(S)  Whereas Council Regulation (EC) No 40/94 of 20
Decerzber 1993 on the Community tredemark (')
has established a system whereby right holders can,
by means of a single procedure, obtain Community
trade marks enjoying uniform protection and
producing their effects throughout the Community;

() OJ L 11, 14. 1. 1994, p. 1. Regulation as amended by Regula-
tion {(EC) No 3288/94 (OJ L 349, 31, 12. 1994, p. 83}



(6) Whereas to enhance the Community dimension of
the said trade mark the administrative procedure

for obtaining customs protection should be simpli-
fied;

(7} Whereas the holders of such trade marks should
have access to a system whereby the granting of a
single application for action by the competent
authority in one Member State can bind one or
more other Member States 2s well; whercas devel-
opments in the area of electronic data interchange
in administrative procedures must be taken into
consideration, in particular as far as the transmis-
sion of decisions and information is concerned;

(8)  Whereas a single period of validity should be set in
the interests of the uniform application of such
decisions in the Member States' concemed,

HAS ADOPTED THIS REGULATION:

Arsticle 1

Regulation (EC) No 3295/94 is hereby amended as
follows: .

1. the title shall be replaced by the following:

‘Council Regulation (EC) No 3295/94 of 22
December 1994 laying down measures concemning
the entry into the Community and the export and
re-export from the Community of goods infringing
certain intellectual property sights’;

Z. Adticle 1 shall be replaced by the following:
Article 1

1. * This Regulation lays down:

(a) the conditions under which the customs author-
ities shall take action where goods suspected of
being goods referred to in paragraph 2{z) are:

— entered for free circulation, export or re-
export, in accordance with Article 61 of
Council Regulation (EEC) No 2913/92 of 12
October 1992 establishing the Commumty
Customs Code (),

— found in the course of checks on goods under
customs supervision within the meaning of
Article 37 of Council Regulation {(EEC) No
2913/92, placed under a suspensive procedure
within the meaning of Article 84(1)a) of that
Regulation, re-exported subject to notification
or placed in a free zone or free warchouse
within the meaning of Article 166 thereof;
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{b) the measures which shall be taken by the

competent authorities with regard to those goods
where it has been established that they 2re indeed
goods referred to in paragraph 2a).

For the purposes of this Regulation:

(a) "goods infringing an intellectual property night”

means
— “counterfeit goods™, namely:

— goods, including the packaging thercof,
bearing without authorisation a trade mark
which is identical to the trade mark validly
tegistered in respect of the same type of
goods, or which canaot be distinguished in
its essential aspects from such trade mark,
and which thereby infringes the nghls of
the holder of the trade mark in question
under Community law or the law of the
Member State where the application for
action by the customs authorities is made,

— any trade mark symbol (fogo, label, sticker,
brochure, instructions for use, guarantee
document) whether presented separztely or
not, in the same circumstances as the
goods referred to in the first indent,

— packaging materials bearting the wrade
marks of counterfeit goods, presented
separately in the same circumstances as
the goods referred o in the first indent

— “pirated goods”, namely: goods which are or
embody copies made without the consent of
the holder of the copyright or neighboudng
rights, or of the holder of & design gght,
whether registered under national law oc not,
or of & person duly authorised by the holder in
the country of production, where the maiking
of those copies infringes the rght in question
under Community faw or the law of the
Member State in which the applicaion for
action by the customs szuthorities is made;

— goods infringing, -in the Member State in
which the application for action by the
customs authorities is made, a patent under
the law of that Member State or a supplemen-
tary protection certificate as provided for by
Council Regulation (EEC) No 1768/92(7) ot

Regulation (EC) No 1610/96 of the European
" Pardiament und of the Council (™); :



(b) “holder of a right” means the holder of a trade
mark, & patent oc & certificate snd/or one of the
rights referred to in (a), or sny other person

authorised to use that trademark, patent, certifi-

cate and/or right, or a representative thereof;

(©) “Community trademark™ means the trademark
defined in Article 1 of Council Regulation (EC)
No 40794 (™

(d) "ocr'ti-fimtc" means the supplementary protection
certificate provided for by Regulation (EEC) No
1768/52 or by Regulation (EC) No 1610/96.

3. Any mould or matrix which is specifically
dc.signcd or adapted for the manufacture of & counter-
feit trade mark or of goods bearing such a trade mark,
for the manufacture of goods infringing a patent or a
certificate or for the manufacture of pirated goods
shall be treated as goods referred to in paragraph 2{a),
?m\:ided that the use of such moulds or matrices
infringes the rights of the holder of the right in
question under Community law or the law of the
Member State in which the application for sction by
the customs authorities is made.

4. This Regulation shall not apply to goods which
bear a trade mark with the consent of the holder of
that trade mark or which are protected by a patent or

- a certificate, by a copyright or neighbouring right ot
b).' a design right and which have been manufactured
with the consent of the holder of the right but arc
placed in one of the situations referred to in para-
graph 1(a) without the latter's consent.

It shall similacly not apply to goods referred to in the
first subparagraph which have been manufactured ot
bear a trade mark under conditions other than those
agreed with the holder of the rights in question.

() ©OJ L 302, 19. 10. 1992, p. I.
() OJ L 182 2.7. 1992, p. 1.
() OJ L 198, 8. 8. 1996, p. 30.
(™) OJ L 11, 4. 1. 1994, p. 1.;

3. the title of Chapter I shall be replaced by the
following:

‘Prohibition of the entry, release for free circulation,
export, re-export, placing under a suspensive pro-
“~cedure, or placing in a free zone or free warehouse, of
goods infringing certain intellectual propesty rights’;

4. Adticle 2 shall be replaced by the following:
Article 2

Th.c entry into the Community, release for free circu-
lation, export, re-export, placing under a suspensive
procedure or placing in a free zone or free warchouse
of goods found to be goods referred to in Article
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1{2Z)s) on completion of the procedure provided for in
Article 6 shall be prohibited.’;

S. Axticle 3 shall be amended as follows:

(a) the following two subparagraphs shall be added to
panagraph I:

“Where the applicant holds a Community trade
mark, the application may seek action not only by
the customs authorities of the Member State in
which the application is lodged but by the
customs authorities of one or more other Member
States as well. '

Where electronic data interchange systems exist,
Member States may provide that the application
for customs action can be made by using a data
processing technique.’;

the third subparagraph of paragraph 2 shall be
replaced by the following:

®

)

‘By way of indication, in du; case of pirated goods
or of goods infringing patents or cestificates, that
information shall, wherever possible, include:;

{c

~

paregraphs 3 and 4 shall be replaced by the
followring:

‘3. Save where the sccond subparagraph of
paragraph 1 is applied, the application must
specify the length of the period during which the
customs authorities are requested to take action.

Applications under the second subparagraph of
paragraph 1 shall indicate the Member State or
States in whick the customs authorities are
requested to take sction.

4. The 2pplicant may be charged a fee to cover
the administrative costs incurred in dealing with
the application.

The applicant oc his representative may also be
charged a fee in each of the Member States where
the decision granting the application is effective,
to cover the costs incurred in implementing the
said decision.

Such fees shall not be disproportionate to the
service provided; .

(d) the following third subparagraph shall be inserted
-in paragraph §: .

‘Where an application is submitted under the
second subparagraph of paragraph 1 the said
period shall be set at one year, but may be
extended for a fusther year, at the right-holder’s
request, by the service which took the original
decision’; ' ’



{¢) in the first indent of paragraph 6, the words
‘counterfeit or pirated goods’ shall be replaced by
“the words ‘goods referred to in Acticle 1{2Xa);

(fy the following text shall be added as the last
subparagraph of paragraph 6:

“Where an application is submitted under the
second subparagraph of paragraph 1, the security
shall be provided in each of the Member States in
which it is required and the decision granting the
application is effective.’;

(g) paragraph 7 shall be amended 25 follows:

‘7. The holder of the right is . required to
inform the service referred to in paragraph 1 and,
where appropriate, the service or services referred
to in the second subparagraph of Article 5(2), if
his right should happen no longer to be validly
registered or to have expired’;

(h) the following paragraph 9 shall be added:

9.  Paragraphs 1 to 8 shall apply mutaric
mutandis o the extension of the decision on the
original application.’; '

- in Article 4, the words “counterfeit or pirated goods’
shall be replaced by the words ‘gocds referred to in
Article 1(2Xa)’;

Article § shall be replaced by the following:

Asticle 5

L. The decision granting the application by the
holder of the right shall be forwarded immediately to
the customs offices of the Member State which are
lizble to be concemed with the goods alleged in the
application to be goods referred to in Asticle 1(2)a).

2. Where an application is submitted under the
sccond subparagraph of Article 3(1), the first indent of
Article 250 of Regulation (EEC) No 2913/92 shall
apply mutatis mutandis to the decision granting the
said application -and the decisions extending or
repealing it '

When the decision granting the said application has
been taken, it shall be up to the applicant to forward
that decision together, where appropriate, with any
other useful information and any translations to the
customs-authority service referred to in the first
subparagraph of Article 3(1) in the Member State or

States where the applicant has requested that action

be taken. However, with the agreement of the appli-
Cant, the information and translations may be
iorgvardcd directly by the customs-authority service
which took the decision. The applicant shall provide
additional information as deemed necessary for the
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exccution of the decision, at the request of the
customs authoritics of the other Member States
concemed.

The pedod referred to in the third subparagraph of
Acticle 3(S) shall run from the date on which the
decision granting the application was taken. The said
decision shall not enter into force in the Member
State or Sutes to which it is addressed until the
submission referred to in the second subparagraph
has been made and, where appropriate, until the fee
referred to in the second subparagraph of Article 3(4)
has been paid and the security referred to in Article
3(6) has been provided. However, the period of
validity of the said decision may not, in any drcum-
stanices, exceed the period of one year from the date
of adoption of the decision granting the odginal
application.

The said decision shall then be forwarded imme-
diatzly to the national customs offices liable to be
concemed with the alleged counterfeit goods to
which it relates. .

This paragraph shall apply mutatis mutandis w any
decision to extend the original decisiqn.’;

. in the first subparagraph of Article (i), the words

‘countedfeit or pirated goods’ shall be replaced by the
words ‘goods referred to ‘in Asticle 1(2Xa); '

. Article 7(2) shall be replaced by the following:

‘2. In the case of goods suspected of infringing
patents, certificates or design rights, the owneg
importer or consignee of the goods shall be =ble to
have the goods in question released or their detention
revoked egainst provision of & security, provided that:

{a) the customs service or office referred to in Artide
6{1) has been informed, within the time limit
referred to in paragraph 1 of this Asticle, that the
matter has been referred to the suthority
competent to take a substantive decision referned
to in the aforesaid paragraph I;

{b) on expiry of the time limit, the authority empow-
ered for this purpose has not imposed interim
measures; and .

(c} all the customs formalities have been completed.

The security must be sufficient to protect the inter-
ests of the holder of the right Provision of the
security shall be without prejudice to the other
remedies open to the holder of the right. Where the
matter has been referred to the authority competent
to take a substantive decision other than on the



10.

it

initiative of the holder of the patent, certificate or
design right, the sccurity shall be released if that

* person does not excrcise his dght to institute legal

procecdings within 20 working days of the date on
which he is notified of the suspension of release or
detention. Where the sccond subparagraph of para-
graph 1 applies, this period may be extended to 2
maximum of 30 working days.”;

the title of Chapter V shall be rcplaccd by the
following:

‘Provisions applicable to goods found to be goods
infringing an intellectual property dght’;

Article 8 shall be replaced by the following:
Article 8

I.  Without prejudice to the other forms of legal
recourse open to the right-holder, Member States
shall adopt the measures necessary to allow the
competent authorities:

(a) as a general gule, and in accordance with the
relevant provisions of national law, to destroy
goods found to be goods referred to in Article
1{2Xa), or dispose of them outside the channels of
commerce in such a way as to preclude injury to
the holder of the right, without compensation of
any soct and without cost to the Exchequer

(b) to take, in respect of such goods, any other meas-
ures having the effect of effectively depriving the
persons concerned of the cconomic benefits of
the transaction.

Save in exceptional cases, simply removing the trade-
marks which have been affixed to the counterfeit
goods without authorisation shall nat be regarded as
having such effect.

2. The goods referred to in Article 1(2)(a) may be
handed over to the Exchequer. In that case, paragraph
1(a) shall apply.

3. Inaddition to the information given pursuant to
the second subparagraph of Article &1) and under the
conditions laid down therein, the customs office or
the competent service shall inform the holder of the

12

i3. in
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right, upon request, of the names and addresses of the
consignor, of the impornter or exporter and of the
manufacturer of the goods found to be goods referred
to in Aniclc 1(2)a) and of the quantity of the goods
in question.’;

in Article 9, paragraphs 1 and 2 shall be replaced by
the following:

‘l.  Save as provided by the law of the Member
Sate in which an application in accordance with
Article 3(2) is lodged o, in the case of an application
under the sccond subparagraph of Article 3{1), by the
law of the Member State in which goods referred to in
Article 1(2)a) escape detection by 2 customs office,
the acceptance of an application shall not entitle the
holder of 2 right to compensation where such goods
are not detected by a customs office and are released
of no action is taken to detain them in accordance
with Asticle 6(1).

2. Save as provided by the law of the Member State
in which the application is made o, in the case of an
application under the second subparagraph of Asticle
3(1), by the law of the Member State in which loss or
damage is incurred, exercise by a customs office or by
another duly empowered aduithority of the powers
coaferred on them in re to taking measures
against goods referred w0 in Asticle 1(2)(a) shall not
render them liable towards the persons involved in
the operations referred to in Article 1(1)Xa) or Article
4, in the event of their suffering loss or damage as a
result of their action.’;

Article 11, the second sentence shaif be replaccd
by the following:

‘Such penalties shall be effective and proportionate
and constitute an effective deterrent

Avticde 2

This Regulation shall enter into force on the day
following its publication in the Official Journal of the
Eurgpean Communitses.

This Regulation shall enater into force on 1 July 1999.

This Regulation shall be binding in its entirety and directly applicable in all Member

States.

Done. at Brussels, 25 January 1995.

For the Councl
The President
J. FISCHER
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COMMISSION REGULATION (BC) No 1367/95
of 16 June 1995

laying dowa provisions for the implementetion of Council Regulation (EC) No
3295794 laying down measures to prohibit the eelegse for free circulation, expoce,
re-export or catry fot a suspensive proceduce of counterfeit and pirated goods

THE COMMISSION OF THE EUROPEAN COMMUNITIES,

Having tegard to the Treaty establishing the Europesn
Commuaity,

Having regand to Council Regulatioa (EC) Mo 3295/94 of
22 December 1994 layiag down messuces to probibit the
release for Gee circulation, export, re-export o eatry for 2
suspensive procedure of counterfeit snd picated goods,
and in particular Articles 12, 13 and 14 thereof (1),

Whereas Regulation (EC) No 3295/94 introduced
common rules with a view to peohibiting the relesse for

free circulation, export, re-sxport oc entry foc & suspensive

procedure of counterfeit end pirsted goods and dealing
effectively with the illegal marketing of such goods
without impediag the freedom of legitimate trade;

Whereas the nature of the proof of ownership of intellec-
tusl propesty required by the second indent of the first

graph of Article 3 of Regulstion No
3295/94 should be cmbﬁshe(?; L i

Wheress Article 14 of Regulstlon (BEC) No 3295/94
provides that Member States are to communicate to the
Commission all relevant information for spplying that
Regulation end that the Commission is 1o commuaicate
that information to the other Member States ; whereas the
. procedure for exchanging that information should be faid

Whereas Commission Regulation (EEC) No 3077/87 ()
should be repealed ;

Wheseas the measures provided for in this Regulation ace
in eccordance with the opinion of the Customs Code
Corumittee, . . :

HAS ADOP’I‘)?ZD THIS REGULATION :

Avticle 1

For the purposes of Acticle 1 (2) (¢} of Regulation (BC) No
3295/94, hercinafter referced to ss ‘the besic Regulation®
the holder of & right or eny other person suthorized to use

" O No L 341, 30. [2. 1994, p. 8.
&oj No L 251 15. 10, 1987, p. 15.

the right may.be represented by 2 natural oc kegal person ;
such 2 person includes 2 collecting society which has as
its sale ot principal purpose the mensgement or adminis-
tration of copyrights or neighboudag dghts.

Avneicle 2

The proof that the epplicant holds one of the gights
refecred to in points (o) ead () of Adticle 1 (2) of the basic
Regulation, which must be submitted when applyiag for
sction in eccordance with the second indent of the first
subparegraph of Article 3 (2} of that Regulation, shall be
s follows:

{3) where the holder of the right epplies himself:

— ia the case of e tight thet is registered or foc which
en spplication has beea lodged (trademack oc
design right): proof of registration with ¢he reie-
vant office or lodging of the spplicaticn,

— in the case of & copyright, neighbousing rights or
design dght that is unccgistered oc for which an
application has not been lodged: say pooof of
authorship or of his status a5 original bolder;

(&) where the epplicetion is made by say other person
suthordized to use one of the dghts refecred o in
points (2) sad (b) of Article 1 (2} of the basic Reguls-
tion in addition to the peoof cequired under (a)
hereof : the document by victue of which the pecson is
suthorized to use the right in question

{c) where a representative of the holder oc of exy other
pesson authorized to use one of the zights refered to
in points (8) and (b) of Anticle 1 (2} of the basic Regu-
lation spplies : in eddition o the prosf requiced under
(z) and (b) hereof, proof of suthodzation (o sct.

Areide 3

The pertinent information refered to in the secoad
subparagraph of Article 3 (2) of the basic Regulation shll
include particulacs of the goods, notably theic value sad
theic packaging, plus any information that could help
distinguish them from goods for which there is @
protected right. under the terms of the sccoad subpa-
graph of Article 3 (2), this faformation should be es
detailed 8s possible to enible the customs awthodties,
using risk analysis, to identify sespect consignments aocu-
rately aad without excessive cffoct. )



Article 4

If ea spplication is lodged in sccordance with Article 4 of

the basic Regulation before epiry of the time-limit of
theee days, the time-limits referred to in Axticle 7 of the
Regulation shall be counted from the day of receipt of the
request for ection. -

If the customs authority suspends release of the goods or
detains them in accordance with Asticle 4 of the basic
Regulation, it shall forthwith inform the declamat,

Avnticle 5

I.  Each Mermber State shall, at the eadiest oppoctunity,
send the Commission detziles of :

(3) the laws, regulations or edministrative provisions
which it edopts in implementation of this Regulation.
It shall likewise inform the Commission of any provi-
sions of its national law which precude informing the
bolder es provided for in the sccond subperagraph of
z?xﬁclc 6 (1) and ia Articie 8 (3} of the basic Regula-
tion ;

(6) the competent customs depertmeat respoasible for
teceiving sad handling the holded’s written applica-

tion, refecred to in Article 3 (8) of the besic Regula-
tion. :

2. To cnsble the Commission to monitor the effective
epplication of the proceduse laid down by the besic Regu-
lation #ad draw up, in due course, the report refemed to

in Article 15 ther=of, cach Member State shall send the
Commission ¢

() at the end of cach calendac year, & list of all the
vitten epplications uader Asticle 3 (1) of the besic
Regulation, together with the name and sddress of the
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holdsx, & bricf description of the goods and, where
refevent, the trademark, and the ection teken in
respoase to the application;
(®) st the ead of cach quarter, « list of specific cases in
which goods have been detsined oc thelr release
suspended. The informastion provided on cach case
must include
— the name #nd eddress of the holder of the right
sod 8 beief description of the goods and, where
rievant, the trademark, end

— the austoms situation, country of consignment ot
destination, description, quantity and declared
vilue of the goods the release of which has been
wspended or which have been detzined, snd the
date of such suspension oc deteation.

3. The Commission-shall, in an spprophate meaner,
commundiate to sll Member States such information as it
receives pursuant to this Article, Details of cases provided
for in point (b} of parsgraph 2 shall be sent quactedy to
the Mecmber States by the Commission.

4. Decuils communicated pursuent to peragraphs 1, 2
and 3 may be used only for the purposes established by
the basic Regulation.

Arsicle 6
Regulation (EEC) No 3077/87 is hereby repealed with
effect from § July 1998.

Artice 7
This Regulation shall encer into foros on the thicd day
following its publicadion in the Offcial Joumal of the
European Commamnities.

It ghell apply from 1 July 1995,

This Regulation shall be binding in its entirety and directly applicsble in all Member

States.

Done at Brussels, 16 June 199S.

For the Commisrion
Mesio MONTI
Member of the Commission
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COMMISSION REGULATION (EC) No 2549/1999
of 2 Decemiber 1999

amending Regulation (EC} No 136795 laying down provisions for the implementation of Council
Regulation (EC) No 3295[94 laying down measures to prohibit the release for free circulation,
export, re-export or entry for a suspensive procedure of counterfeit and pirated goods

THE COMMISSION OF THE EUROPEAN COMMUNITIES,

. Having regard to the Treaty establishing the European
- Community,

Having regard to Council Regulation (EC) No 3295/94 of 22
* December 1994 laying down measures concerning the entry
into the Community and the export and re-export from the
Community of goods infringing certain intellectual property
rights (!), as amended by Regulation (EC) No 2411999 (3,

Whereas:

. (1) In order to ensure a uniform form for applications for
' action related to a Community trade mark as defined in
Council Regulation (EC) No 40/94 of 20 December
1993 on the Community trade mark (%), as amended by
Regulation (EC) No 3288/94 (¥), it is necessary to deter-
mine the conditions of establishment, issue and use,
required in order for the form to be easily recognised
and used throughout the Community. It is appropriate
_ for this purpose to establish the model to which that
form must conform.
L4
(2 The form should be drawn up in one of the official
languages of the Community.

(3)  Commission Regulation (EC) No 1367/95 () should be
amended accordingly.

(4 The measures provided for in this Regulation are in
accordance with the opinion of the Customs Code
Committee established by Article 247 of Coundil Regu-

~ lation (EEQ) No 2913/92 of 12 October 1992 estab-
lishing the Community Customs Code(?), as last
amended by Regulation {(EC) No 955/1999 of the Euro-
pean Parliament and of the Council (),

HAS ADOPTED THIS REGULATION:

Artide 1
Regulation (EC) No 1367/95 is amended as follows:
L. The tdte is replaced by the following:

‘Commission Regulation (EC) No 1367/95 of 16 June 1995
laying down provisions for the implementation of Coundil
Reguiation (EC) No 3295/94 laying down measures

341, 30.12.1994, p. §.
27, 2.2.1999, p. 1.

(1 o]
} O}
4 O’
¢ O
) o
o

11, 1411994, p. 1.
349, 31.12.1994, p. §3.
133, 17.6.1995, p. 2.
302, 19.10.1992, p. 1.
119, 7.5.1999, p. 1.

aladad et ul

conceming the entry into the Community and the export
and re-export from the Community of goods infringing
ceriain intellectual property rights.’

In Asticle 1, For the purposes of Article 1(2)(c) of Regula-
tion (EQ) No 3295/94" is replaced by TFor the purposes of
Article 1(2)(b) of Regulation (EC) No 3295/94.

. Artice 2 is replaced by the following:

“Artide 2

The evidence that the applicant holds an intellectual prop-
erty right referred to in Article 1(2){a) of the basic Regula-
tion, which must be submitted when applying for acton in
accordance with the second indent of the first subparagraph
of Aricle 3(2) of that Regulation, shall be as follows:

(a) where the holder of the right makes himself the 2pplica-
ton:

— in the case of a right that is registered or for which
an application has been lodged, proof of registration
with the relevant office or lodging of the application,

— in the case of a copyright, neighbouring right or
design right which is not registered or for which an
application has not been | any evidence of
authorship or of his status as original holder;

(b) where the application is made by any other person
authorised to use one of the rights referred to in Artide
1(2)(a) of the basic Regulation, in addition to the proof
required under point (2} of this Article, the document by
virtue of which the person is authorised to use the right
in question;

(c) where a representative of the holder or of any other
person authorised to use one of the rights referred to in
Article 1(2){a) of the basic Regulation applies, in addi-
tion to the proof required under points () and () of
this Article, proof of authorisation to act’

- The following Article 2a is inserted:

‘Article 2a

1.  The form on which the application for action referred
to in Article 3(1), second subparagraph, of the basic Regula-
tion, as well as the Decision granting the application
referred to in Article 3(5) of the basic Regulation, shall
conform to the specimen shown in the Annex to this
Regulation.



Where additional pages are to be used, as referred to in the

second subparagraph of paragraph 8, they shall be consid-
ered to be an integral part of the form.

The form shall be used in accordance with the provisions of
the basic Regulation and of this implementing Regulation.

2. (a) the form shall be printed on white paper, without
mechanical pulp, dressed for writing purposes and
weighing not less than 55 g/m?

(b) the forms shall measure 210 millimetres x 297 milli-
metres, with 2 maximum tolerance as to length of
5 mm less and § mm more.

3. Without prejudice to the implementation of the provi-
sions set out in Article 3(1), third subparagraph, of the basic
Regulation, Member States shall print or have printed forms
which bear an indication of the name and address of the
printer or a sign allowing its identification.

4. Forms shall be printed and filled out in an official
- language of the Community designated by the competent
authorities of the Member State in which the application for
action is submitted. :

5. Except in the case where the form is made available to
the applicant in an electronic format, at onme or more
publicly available sites directly accessible via a computer,
- the application for action form shall be provided, on
request, by the appropriate service of the customs authority
referred to in Article 3(1) of the basic Regulation.

6. Forms shall be filled in by mechanical means or
legibly by hand; in the latter case, they shall be filled in
- using ink and in block capitals. Whatever the process used,

forms shall not contain erasures, overwritten words or other
alterations.

 Should the form be completed by computer, it may subse-
quently be reproduced by private printing methods.
7. The form shall be composed of two copies:

= one copy, marked number 1, for the Member State to
- which the application for action is submitted, and

~~ one copy, marked number 2, for the holder of the
Community trade mark.

8. The applicant shall complete boxes 1 to 9 of the form;

sign both copies and attach to it the justification and other

. relevant information referred to in Article 3(2) of the basic
Regulation.

. Shoqld the space in box 4 of the form be insufficient, the
applicant may provide, on additional pages, further details
10 assist in the identification of the goods. In this case, the
applicant shall indicate the number of additional pages used
- in the space provided in box 4 of the form.
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9.  The duly completed and signed form, accompanied by
2 number of extracts corresponding to the number of
Member States indicated in box 8 of the form, as well as the
evidence and information referred to in paragraph §, shall
be submitted to the appropriate service of the customs
authority referred to in Arnticle 3(1) of the basic Regulation.

16. When the appropriate service of the customs
authority referred to in Aricle 3(1) of the basic Regulation
approves an application for action, it shall indicate the final
date of validity of the decision and affix its signature and
stamp. The copy for the holder of the Community trade
mark as well as the validated extracts shall then be rewsrned
to the applicant.

When the request for assistance is rejected by the appro-
priate service of the customs authority referred to in Article
3(i} of the basic Regulaton, it shall indicate not only the
reasons for the refusal, but also the contact details of the
authority td which an appeal can be made and shall affix its
stamp and signature. The copy for the holder of the
Community trade mark shall then be retumned to the inter-
ested party.

In all cases, the copy of the form for the Member State in
which the application for action is submitied shall be
retained and preserved in its files for at least two yeacs from
the date of issue.

11. Only in cases where the extrzct of a decision
granting the application is addressed to the Member State(s)
where the applicant has requested that action be taken in
accordance with Article 5(2), second subparagraph, second
sentence, the Member State which receives this extract shall
complete without delay the part “acknowledgement of
receipt” of the form by indicating the date of reccipt, and
retum 2 phiotocopy of this extract to the relevant authority
indicated in box 3.

5. In Article 5, the following paragraph 5 shall be added:

‘5. The Commission shall publish in the “C” series of the
Official Journal of the Ewropean Communitics the list of the
services within the customs authority which are referred to
in Article 3(8) of the basic Regulation.

6. The text in the Annex to this Regulation is added as an
Annex.

Artide 2

This Regulation shall enter into force on the seventh day
following that of its publicadon in the Offidal Journal of the
European Communities. '

{t shall apply as from 1 july 1999.
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This Regulation shall be binding in its entirety and direaily applicable in all Member States.

Done at Brussels, 2 December 1999.

For the Commission
Frederik BOLKESTEIN
Member of the Commission
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ANNEX

‘ANNEX

Standacd from for am application for action in respect of 2 Community trade marck

COPY FOR THE INITIAL MEMBER STATE

1. Name, capacity and address of applicant

{Holder of a Community trade mark within the meaning of Aricle
1(2)(b) of Regulation {EC} n* 3295/94]

Name:

Function:
Address: APPLICATION FOR ACTION

BY
CUSTOMS AUTHORITIES

under the second subpacagraph of Article 3(1) of Reguiation
Postal code: Towm: {EC) No 323554

Country:.
Phone:
-Fax:

E-mail:

3. Comgelenl authority to which apelicalion is made

2, Status of appli;ani ")

4. Esseatial information regarding the goods (type, CN code (%) marks, packieg, elc.

5. Member States in which action by customs authorities Is requesled (1)

Oar Ook Oer Ow Or Oxx
Ol se Oe O One Ose Cvy
Ooe Oes Omr Oer Ulas Oz
6. Cantact person: : 7. Place:
Phone: Date:
Fax: .
Signature:
E-mail:




8. Person fo contzct In olher Member State(s) wihere sction fs requested ('

[T rame
Addcess:
Phone: Phone: Phone; Phone:
Fax: Fax: Fax: Fax:
I Hame: Name:
: Address Address: Address Address:
Phone: Phone: Phone: Phone:
Fax: Fax: fax: Fax

Mame: '_" "
Address: Address: Address:
Phone: Phone: Phone: Phaone:
Fax Fax: Fax! fax:
|m: Name: Hame:

Address: Address: Address
Phone: Phone: Phone Phoae:
Fax: Fax p Fax Fax

9. Attached documeatation lndiﬁﬁnq ownership of @ Commuafly trade mark {or the purposes of Adicle 1{2)(b) of Reguiation (EC) Ne 3285384

DECISION BY CUSTOMS AUTHORITY

Oecision valid until (%);

Place and date @):

Signature and stamp {3):

Place and date {):

Signature and stamp (¥):

ACKNOLEDGEMENT OF RECEIPT (1)

Oar DQK Oer Ow O=n
Os O=r O O (s
O oe Oes Ow Oer as

Autherity’s name:
Place and date received {4):
Signature and stamp {):

'} Tick the appropriate box.

%) Optional data.

(:) To be completed by the customs authority indicated in box 3. .

) To be completed, where appropriate, by the competent authority of the Member State in which action has been requested in accordance with
Articte 5(2), second subparagraph, second sentence of Regulation (EC) No 3295/95.
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| re

Name:
Function:

Address:

Postal code:
Country:
Phone:

Fax:

E-mail:

1. Hame, capacity and address of applicas!
{Holder of & Community
1(2)(b) of Regulation {EC) No 3295/4]

Town:

frade madk within the meaning of Asticle

APPLICATIGN FOR ACTIOR
8y
CUSTOMS AUTHORIMIES

wnder the second subpacagragh of Arlicte 3{1] of Reguiatioa
{EC) Ho 329534

COPY FOR THE HOLOEﬁ OF THE COMMUNITY TRADE MARK

2. Status of applicant (%)

3. Competent aulhority lo which application Is made

4. Essenfial information regarding the goods (type. CN code (?), marks, packing, efc.

5. Member States In which sction by customs authorilies Is requesled (V)

Oar ok Cler Ouw - |ar Oxx

Clee | 0eL Ce (m - |Ose B 0

Ooe Oes Onr Oer Oe Oz
6. Contact person: 7. Place:

Phone: Date:

Fax: Signature:

£-malt:




Name:

Address: Address: Address
Phone: Phione: Phone: Phone:
Fax: Fax Fax: Fax:

Name:

Address: : Address: Address:
Phone: L Phone: Phone: Phone:
Fax: Fax: Fax Fax:
4 Name:
Address:
Phone: Phone: Phone: Phone:
Fax: fax Fax Fax:
Name: .' Name: Name: '
Address: Address: Address: Address:
Phone: Phone: Phone: Phone:
3 3 5 2 NS - .
Fax: fax % Eax: . faxe

9. Atached documentation Indicating ownership of a Communloty lrade mark for fhe purposes of Adicle 1(2){b) of Reguiatioa (EC) »* 3255734

DECISION BY CUSTOMS AUTHORITY

Place and date ¢):

Signature and stamp ():

w Place and date (°):

Signature and stamp (3):

ACKNOWLEDGEMENT OF RECEIPT ()

Oar O Cler Ow Or Authority’s name:
Oese - O O O Ose Place and date received {¥):
Ooe Oes Chr Oer Oles Signature and stamp (9):

{'} Tick the appropriate box.

(%) Optional data.

(:) 10 be completed by the customs authority indicated in box 3 : -

(‘) To be completed, where appropriate, by the competent authority of the Member State in which action has been requested In accordance with

Article 5(2), second subparagraph, second sentence of Regulation (EC) e 3295/04".
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1999 No. 1601
CUSTOMS AND EXCISE

The Goods Infringing Intellectual Property Rights (Customs)
‘Regulations 1999

Made - - - - 9tk June 1999
Laid before Parliament 10th June 1999
Comihg into force Ist July 1999

The Commissioners of Customs and Excise, being a Department designated(a) for the purposes
of section 2(2) of the European Communities Act 1972(b) in relation to measures relating to
counterfeit and pirated goods, goods iafringing a patent and goods infringing a supplementary
protection certificate, in exercise of the powers conferred upon them by the said section 2(2) and
of all other powers enabling them in that behalf, hereby make the following Regulations:

1. These Regulations may be cited as the Goods Infringing Intellectual Property Rights
(Customs) Regulations 1999 and shall come into force on 1st July 1999.

2. Inthese Regulations—

“application” means an application under Article 3(1) of the Council Regulation, and
“applicant” shall be construed accordingly;

“business day” has the meaning given in section 92 of the Bills of Exchange Act 1882(c);
“the Commissioners” means the Commissioners of Customs and Excise;

“Commuhify trademark” means a trade mark as defined in Council Regulation (EC) No.
40/94(d);

~ “the Council Regulation” means Council Regulation (EC) No. 3295/94(e), as amended by
Council Regulation (EC) No. 241/1999(f), laying down measures concerning the eatry into

- . the Community and the export and re-export from the Community of goods infringing
’ _ certain intellectual property rights;

“decision” means a decision granting an application in accordance with Article 3(5) of the
Council Regulation;

“goods infringing an intellectual property right” has the meaning given by Article 1(2)(a) of
the Council Regulation (counterfeit goods, pirated goods and goods infringing a patent or

supplementary protection certificate), and “intellectual property right” shall be construed
accordingly.

(=) S.1 1995/751 (in relation to counterfcit and pirated goods) and S.1. 1999/654 (in relation 1o goods infringing 2 patent and
goods infringing & supplementary protection certificate).

(b) 1972 ¢. 68. ' ’ :

(<) 1882c.61 (45 & 46 Vict); section 92 was amended by scctions 3 and 4 of the Banking and Financial Dealings Act 1971 (c.
80).

(d) O No.1L011,4.1.1994,p. L.

(c) OJ No.L341,30.12.94, p. 8.

() OJNo.1271,2.299,p. 1.
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3. [Except where it specifies @ Community trademark which the applicant holds or is
authorised to use and secks action by the customs authorities of another member State, an
application made to the Commissioners shall be in the form set out in the Schedule to these

Regulations, or a form to the like effect approved by the Commissioners, containing fufl
particulars of the matters specified therein.

4.—(1) The applicant shall give to the Commissioners such security or further security,
within such time and in such manner, whether by deposit of a sum of money or guarantee, as the
Commissioners may require, against the matters mentioned in paragraph (21 below.

(2) The matters against which security or further security shall be given are all actions,
proceedings, claims and demands whatsoever which may be taken or made against, or costs and
expenses which may be incurred by, the Commissioners in consequence of the detention of, or
anything done in relation to, any goods to which the application or decision relates.

S. In every case, whether any security or further security is given or not. the applicant shall
keep the Commissioners indemnified against all such liability and expense as is mentioned in
regulation 4(2) above and in particular shall repay to them all expense which may be incurred by
them in consequence of the detention of, or anything done in relation to, anyv goods to which the
application or decision relates.

6.—(1) Where a decision is given, the applicant shall pay the Commissioners a fee of the
relevant amount in relation to each of the following—
(a) the period specified in the decision; and
(b) any period by which that period is extended.

{2) The fee mentioned in paragraph (1) above shall be payable notwithstanding that the
application is not made to the Commissioners but-

(a) the application specifies a Community trademark which the applicant helds or is
authorised to use;

(b) the application has been made to the customs authorities of another member State;
{c) the'appiication seeks action by the Commissioners; and

(d) a decision granting the application has been forwarded to the Commissioners in
accordance with Articie 5(2) of the Council Regulation.

{3) For the purposes of this regulation the relevant amount is—
(a) for a period not exceeding one month, £200 plus VAT;
(b) for a period not cxmg three months, £400 plus VAT;
{c) for a period not exceeding six months, £700 plus VAT;
(d) for a period not exceeding twelve months, £1,200 plus VAT; or
(e) for a period of or exceeding twelve moaths— _
(i) £1,200 plus VAT for each complete period of twelve months, and
(ii) an amount calculated in accordance with sub-paragraphs () to (d) above for
any additional period.

7. Inthe event that the Commissioners require the applicant to examine a sample of detained
goods which appear to them both to correspond to the description of goods contained in a
decision and to be goods infringing an intellectual property right the applicant shall, within 10
business days from the date of the request by the Commissioners, or within such further time, not
exceeding 10 business days as the Commissioners may allow, provide such information as the
Commissioners may require in order to be satisfied that the sample is comprised of goods
infringing an intellectual property right.

8. A decision shall have no effect or no further effect where—

(a) the applicant has failed to comply with any of the requirements of these Regulations;
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(b) any change, following the making of the application, which takes place in the
ownership or authorised use of the inteliectual property right specified in the
application, is not communicated in writing to the Commissioners; or

(c) the intellectual property right specified in the application expires.
9. The Counterfeit and Pirated Goods (Customs) Regulations 1995(2) are hereby revoked.

New King’s Beam House
22, Upper Ground
London SE1 9PJ

AR. Rawsthorne
9th June 1999 Commissioner of Customs and Excise
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Gt ’ SCHEDULE Regulation 3
S
43 _ C 1340
2 AR N :
HM Customs Intellectual Property Rights: Application Form

Please read Notice 34 and the Notes below before you cemplete this form.

NOTES

You may apply under this scheme i you are the holder or authorised user of a trade mark, copyright, rights in a
performance, a design right. a patent or a supplementary protection certificate, or an authorised representative, and
you wish Customs to intercept suspected infringing goods.

I you are the holder of a Community Trade Mark and wish to apply for customs action in the United Kingdom oaty,

you should use this form. If you want action in more than one Member State, you must use Form C1340A.
The proof which must accompany this application is detailed in paragraph 1.4 of Notice 34.

There are certain categories of goods against which Customs cannat take action under this scheme. These are
listed in paragraph 1.3 of Notice 34.

if this appiig:aﬁon is lodged in response to an invitation from a customs officer, you are asked to complete part 4.

The more intelligence Information you can provide, the greater chance Customs will have of intercepting infringing
goods.

Allow at least ten days for consideration and processing of your appiication, prior to its intended implementation.

i this application is accepted, you will be required to pay a fee and be legally obliged to indemnify the
Commissioners of Customs and Excise against any liability or expense they may incur as a result of any action
taken in relation to goods covered by the application and subsequent decision. Further details are set out in
paragraphs 1.5, 1.6 and 1.7 of Notice 34.

* ¥ this application is rejected, you will be advised of the reason and given the opportunity to ask for the decisionto be

reconsidered.

You may apply to extend the period for which Customs will 1ake action by writing to us at least ten days before the
expiry of the current period. You need not dupiicate any details already provided unless they require amendment. i
your request to amend or extend your epplication is received after its expiry date we will ask you to complete
another copy of this form.

If there Is Insufficient space in any of the sections, or you wish to include any further pedinent details, continue ona
separate sheet ensuring that the additional information is clearly marked with the relevant paragraph number.

The completion of parts 1, 2, 3 and 10 of the application, together with the declaration, s compulsory. if they
are not completed, the application wili be retumed and consequently delayed.
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APPLICATION

Part 1- Detalls of person lodging the application

(Full name of signatory in BLOCK LETTERS)

declare that

{Full companyfbusiness name and address in BLOCK LETTERS)

"is/are the holder or authorised user of the trads mark(s}, copyright, rights in a performance, design right(s), patent(s) or
supplementary protection certificate(s) shown below, or an authorised representative.

| Part 2- Detalls of right(s) in question

Trade mark(s)

Copyright or rights in a performance, or design right(s}

Patent(s} or supplementary protection cedificate(s)

Part 3 - Description of goods to be covered

{ request Customs to detain the following type(s) of goods that | have reason to befieve are being counterfeited or picated
or infringe patents or supplementary protection cedilicates. {Please also supply the full commodity code as defined in the -
Integrated Tariff of the United Kingdom, and also specify any component parts of counterfeit goads - eg buttons, labels,
packaging materials, guarantee documents - you wish to be included in this application).

Description of goods Commodity code
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Part 4 = Details of the customs officer Inviting you to lodge this application

Name

Customs office

Telephone no.

{ have been informed by the abave named customs officer that suspect counterfett, pirated or patent infringing goods
have been discovered during the course of checks arxi | am lodging thés application with your office accordingty.

#Part 5=Detalls of expected movements of suspected pirated or patent inlringing goods {where known)

Place of customs dedlaration

Consignment details

Date of expected amivalidepariure of goods

Means of transport

“importer/Exporter details

Part 6 - Details of authorised traders in legitimate product

The following persons or companies are authorised fo trade in the legitimate product(s} within or cutside the UK. These
details are required to avoid unnecessary disruption of legiimate trade.

Name Address VAT Number

Part 7 sDetails of suspected countries of origin and cansignment {where known)

{ have reason to befieve that infringing goods are being sent *from/to the following countries
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Part 8« Detalls of suspected imperterslexporters (where known)

{ have reason to befieve that the following persons or companies are involved in the “importation/exporiation of infringing
goods.

Name Address i VAT Number

§ Part9 - Details of suspected suppliers (where known)
i have reason to believe that the following persons or companies are supplying infringing goods to “importers/exporters.

Name Address VAT Number

Part 10 - Details of monitoring period -

Date of commencement

Period of monitoring month(s).

DECLARATION

{ declare that: )

« all the details given in this application are frue and accurate to the best of my knowledge and belief,

o |have fead and understood Notice 34,

o | will abide by the provisions of all the legal instruments and application conditions menitioned in that Notice.

Signature
Name (print)
Status Date
Please send this form to: HM Customs and Excise
: Enforcement and Trade Restrictions Team

First Floor Central

New King's Beam House

22 Upper Ground

LONDON SE1 gPJ
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EXPLANATORY NOTE
{This note is not part of the Regulations)

These Regulations revoke and replace the Counterfeit and Pirated Goods (Customs) Regulations
1995. Those earlier Regulations had made provision consequential upon Council Regulation
(EC) No. 3295/94, laying down measures to prohibit the release for free circulation, export,
re-export or entry for a suspensive procedure of counterfeit and pirated goods. That Council
Regulation has since been amended by Council Regulation (EC) No. 241/1999, which from 1st
July 1999 extends the scope of the prohibitions to goods infringing patents and supplementary
protection certificates and to goods under all forms of customs supervision. It also provides a
procedure enabling holders of Community trademarks to make a single application for customs
intervention in any number of member States.

These Regulations introduce a revised form of application to be completed by the holder or
authorised user of the relevant intellectual property right. The Regulations also deal with certain
associated aspects of the procedure to be followed by an applicant seeking customs interception
of suspected infringing goods, in particular introducing a new scale of fecs payable when a
decision granting an application has been given.
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1999 No. 1618

COPYRIGHT
DESIGNS
PATENTS
RIGHTS IN PERFORMANCES
TRADE MARKS

The Goods Infringing Intellectual Property Rights
(Consequential Provisions) Regulations 1999

Made - - - - 9th June 1999
Laid before Parliament 10th June 1999
Coniing into force ' Ist July 1999

The Secretary of State, being designated(a) for the purposes of section 2(2) of the European
Communities Act 1972(b) in relation to measures relating to counterfeit and pirated goods,
goods infringing a patent and goods infringing a supplementary protection certificate, in exercise
of powers conferred on him by the said section 2(2), and of all other enabling powers, hereby
makes the following Regulations:

1. These Regulations may be cited as the Goods Infringing Intellectual Property Rights
{Consequential Provisions) Regulations 1999 and shall come into force on st July 1999.

2.—(1) In these Regulations:
“the 1979 Act” means the Customs and Excise Management Act 1979(¢c);
“application” means an application under Article 3(1) of the Council Regulation;
“business day” has the mcaning given by section 92 of the Bills of Exchange Act 1882(d);
“the Commissioners” means the Commissioners of Customs and Excise;

“the Council Regulation" means Council Regulation {EC) No. 3295/94(e) as amended by
Council Regulation (EC) No. 241/1999(f), laying down measures conceming the entry into
the Community and the export and re-export from the Community of goods infringing
certain intellectual property rights;

“counterfeit goods” has the meaning given by Article 1(2)(a) of the Council Regulation;

“decision” means a decision granting an application in accordance with Anticle 3(5) of the
Council Regulation;

(=) S.L 1995/751 (in relation to counterfeit and pirated goods) and S.1. 1999/654 (in relation to goods infringing a patent and
goods infringing & supplementary protection certificate). ‘

b) 1972 c. 68.

(€) 1979¢c.2.

(d) 1882c.67(4S & 46 Vict); section 92 was amended by sections 3 and 4 of the Baoking and Financial Dealings A 1971 (c.
80).

{c} O.J. No. L341,30.12.94, p. 8.

(D) 0.J.No.127,2.299,p. 1.



“design right” has the meaning given by section 213(1) of Part Il of the Copyng,ht, Designs
and Patents Act 1988(a); -

“goods infringing an intellectual property right” has the meaning given by Articlc 1(2)(a)of
the Council Regulation (counterfeit goods, pirated goods and goods infringing a patent or
supplementary protection certificate), and related expressions shall be construed
accordingly;

“goods infringing a patent” has the same meaning as in the Council Regulation;

“goods infringing a supplementary protection certificate” has the same meaning as in the
Council Regulation;

“holder of a right” has the meaning given by Asticle 1{2)(b) of the Council Regulation;
“pirated goods” has the meaning given by Article 1(2)(a) of the Council Regulation;

“registered design” shall be construed in accordance with the Registered Designs Act
1949(b).

(2) For the purposes of the Council Regulation, any reference in it to “copyright, or
neighbouring rights” is to be construed as a reference to “copyright, or rights in performances”.

(3) These Regulations shall apply to goods which fall to be treated by virtue of Article 1(3) of
the Council Regulation as being goods within paragraph (2)(a) of that Article as they apply to any
goods within that paragraph; but these Regulations shall not apply to any goods in relation to
which the Council Regulation does not apply by virtue of Article 1(4) thereof.

3. Subject to paragraph (2) of regulation 4 below, goods infringing an intellectual property
right which correspond to the description of goods contained in a decision shall be liable to
forfeiture if any of the conditions mentioned in Article 1(1)(a) of the Council Regulation applies
during the period specified in the decision.

4.—(1) If, in the course of checks carried out in relation to goods as regards which any of the
conditions mentioned in Article 1(1)(a) of the Council Regulation applies and before an
application is made in respect of those goods, or, if made, before a decision is given, it appears to
the Commissioners that the goods are goods infringing an intellectual property right, the
Commissioners may, in accordance with Article 4 of the Council Regulation—

{a) notify a holder of a right of the possible infringement of the right;
(b) suspend the release of, or detain, those goods; and

(c) ifthey do so suspend or detain, invite the holder of a right, in the absence of an existing

application, to make an application within three business days of the date of suspension
or detention.

(2) If at any time during the period of suspension or detention under paragraph (1) above a

- decision is given in respect of the goods, the condition mentioned in Article 1(1)(a) of the Council

Regulation shall be taken to have applied during the period specified in the decision for the
purposes of regulation 3 above.

. (3) Where.no application in respect of the goods is or has been made by any holder of a right

-within three business days of the date of suspension or detention, the suspension or detention °

‘shall cease.

5.—(1) Subject to regulation 6 below, section 139 of, and Schedule 3 to, the 1979 Act
(provisions as to detention, seizure and condemnation of goods, etc; forfeiture) shall apply in
respect of any goods liable to forfeiture by virtue of regulation 3 above as they apply in respect of
goods liable to forfeiture under the customs and excise Acts; and, accordingly:—

(a) section 144 of the 1979 Act (protection of officers, etc in relation to seizure and

detention of goods etc) shall apply inrespect of seizure or detention effected by virtue of
this regulation; and

(a) 1988 (c. 4]).
(L) 1949 (c. 88)as amended by the Copyright, Designs and Patents Act 1988. A consohdatcd version of the Registered Designs
Act 1949 is contained in Schedulc 4 to the Capyright, Designs and Patents Act 1988,



(b) sections 145, 146 and 152 to 155 of the 1979 Act(s) (gencral provisions as to legal
proceedings) shall apply in respect of condemnation proceedings brought by virtue of
this regulation. . :

(2) Where in any condemnation proceedings brought by virtue of paragraph (1) above any
question arises as to whether or not any goods are or were liable to forfeiture under regulation 3
above, the burden of proof shall lie upon the party alleging that they are not or were not so liable.

6.—(1) Regulation 5 above shall not apply in relation to goods as regards which the decision
specifies as subsisting in those goods any one or more of the following intellectual property rights
(whether or not they also appear to infringe any other intellectual property right):

(a) apatent; -

{b) a supplementary protection certificate;

(c) aregistered design;
(d) design right.

(2} A holder of a right may, within 10 business days of his having been notified by the
Commissioners of the suspension of release of the goods or of the goods having been detained,
give notice in writing to the Commissioners waiving, for the purpose of both the Council
Regulation and of these Regulations, any intellectual property right of his in the goods, being a
right mentioned in sub-paragraphs (a) to (d) in paragraph (1) above.

{3) Where notice has been given in accordance with para h (2) above—
g paragrap

(a) anyright so waived shall be disregarded, as regards that holder of a right, in determining
whether the goods fall within paragraph (1) above; and

(b) the goods shall accordingly be treated for the purposes of the Council Regulation and
these Regulations as if that person did not have the right concerned in those goods.

(4) The following provisions of the 1979 Act shall apply to any goods falling witkin

paragraph (1) above as they apply in respect of goods liable to forfeiture under the customs and
excise Acts:

(a) section 139, except subsections (5) and (6) (things seized or detained to be dealt with or
disposed of as Commissioners direct; Schedule 3 to have effect);

(b) section 144,

(5) Anything seized or detained by virtue of this regulation shall be dealt with in such manner
as the Commissioners may direct; but this paragraph shall apply subject to section 139(3) and (4)
of the 1979 Act (detention or seizure by a constable; things retained in the custody of the police)
in the cases there mentioned.

7—(1} In the case of goods falling within paragraph (1) of regulation 6 above, the
commencement of the proceedings described in paragraph {2) below, and only such proceedings,
shall constitute a referral to the authority competent to take a substantive decision for the
purposes of the Council Regulation.

" (2) The proceedings mentioned in paragraph (1) above are proceedings commenced in the
relevant court by a holder of a right alleging that the goods infringe an intellectual property right
of his and secking relief which that court has the power to grant after a finding of such
infringement.

(3) Without prejudice to any provision of the Council Regulation, if at any time the
Commissioners—

(a) arc not satisfied, or cease to be satisfied, that the proceedings described in paragraph (2)
above have been commenced; or

(b} arc satisficd that such procecdings have been withdrawn or otherwise terminated
without other such proceedings having been commenced,

(a) Scction 153(4) was addcd by paragraph 9 of Part § of Schedulc 8o the Finance Act 1981 {c. 35); section 155(1) had been

280 -

amended by paragraph 29¢3) of Part If of Scheduic 4 to the Criminal Justice and Public Order Act 1994 (. 333 fromadayto

be appointed but. by virtuc of section 44 of the Criminal Procedure and Investigations Act 1996 (c. 25), that amendment,
inter alia, is treated as never having been enacted.
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the suspension of the release of the goods or their detention shall ceasc.

(4) For the purposes of this regulation proceedings shall not be taken to have been
commenced before— '

(a) anoriginating process has becn issued or, in the case of the Court of Session, signeted by
the relevant court; '

(b) that process has been served on the other party or, if more than one, all the other parties
to the proceedings, in accordance with the rules of the court concerned.

(5) In paragraph (4) above, the reference to an originating process is a reference to—
(a) in England and Wales, a claim form;
(b) in Scotland, a summons; or
{c) in Northern Ireland, a writ.

(6) For the purposes of this regulation the relevant court is—

(2) inEngland and Wales, the High Court orany patents county court having jurisdiction by
virtue of an order under section 287 of the Copyright, Designs and Patents Act 1988;

(b) in Scotland, the Court of Session; or
(¢) in Northern Ireland, the High Court.

8. Nothing in these Regulations shall be taken to affect—

(a) any power of the Commissioners conferred otherwise than by any provision of these
Regulations to suspend the release of, or detain, any gooeds; or

{(b) the power of any court to grant any relief, including any power to make an order by way
of interim relief.

9. The Counterfeit and Pirated Goods (Consequential Provisions) Regulations 1995(a) are
hereby revaked.

Kim Howells
Parliamentary Under Secretary of State for
Competition and Consumer Affairs,

9th June 1999 Department of Trade and Industry



EXPLANATORY NOTE
(This note is not part of the Regulations)

The Counterfeit and Pirated Goods (Consequential Provisions) Regulations 1995 made
provision caonsequential on Council Regulation (EC) No. 3295/94, laying down measures to
prohibit the release for free circulation, export, re-export or entry for a suspensive procedure of
counterfeit and pirated goods (0.J. L341, 30.12.94).

These Regulations make provision consequential upon the amendment of Council Regulation
(EC) 3295/94 by Council Regulation (EC) No. 241/1999. It also revokes the earlier Regulations.

Council Regulation 241/1999 comes into force on 1st July 1959 and makes the following
significant amendments to Council Regulation 3295/94:

(a) the categories of goods subject to the prohibition and, consequently, subject to action by
the customs authorities, have been added to by including goods which infringe a patent
or a supplementary protection certificate;

(b} the circumstances in which the prohibition will apply will now include goods under
customs supervision (any goods entering the Community), and goods placed in a free
zone or free warehouse;

{c) provision is made for a single application to seek action in one or more Member States
other than that in which the application is made, but only in relation to Community
trademarks.

Counterfeit and pirated goods, other than those infringing a registered design or design right,
which are placed in one of the circumstances in which the prohibition applies under the Council
Regulation are rendered liable to suspension, detention and forfeiture; sections 139, 144-146 and
152-155 of and Schedule 3 to the Customs and Excise Management Act 1979 (detention, seizure
and condemnation of goods) are applied and additional provision is made about burden of proof
similar to section 1534(2)(f) of that Act.

Goods infringing a patent, a supplementary protection certificate, a registered design or design
right which are placed in one of the circumstances in which the prohibition applies under the
Council Regulation are rendered liable to forfeiture. The Regulations provide that in the case of
goods infringing these rights only the commencement of specified court proceedings by the
rights holder shall constitute a referral to the authority competent to take a substantive decision
for the purposes of the Council Regulation.

The Regulations also provide that where, in respect of particular goods, a rightsholder has both
a right which would come within the provisions for condemnation proceedings and a right for
which condemnation proceedings are inapplicable, he may elect to waive the latter right in those
goods for the purposes of both the Council Regulation and these Regulations thus permitting the
- matter to proceed by condemnation..

" A Regulatory Impact Assessment is available, copies of which have been placed in the
libraries of both Houses of Parliament. Copies of the assessment are also available from the
Intellectual Property Policy Directorate of the Patent Office, Room 3.B40, Concept House,
Cardiff Road. Newport NP9 1RH.
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1989 No. 1178
COPYRIGHT

‘The Copyright (Customs) Regulations 1989

Made - - - - 10th July 1989
Laid before Parliament 11th duly 1989
Coming into force Ist August 1989

The Commissioners of Customs and Excise, in exercise of the pbwr:rs conferred on them
by section 112(1), (2) and (3) of the Copyright, Designs and Patents Act 1988(a) and of
all other powers enabling them in that behalf, hereby make the following Regulations:

I. These Regulations may be cited as the Copyright (Customs) Regulations 1989
and shall come into force on st August 1989.

2.—(1) Notice given under section 111(1} of the Copynight, Designs and Patents Act
1988 shall be in the form set out in Schedule [ or a form to the like effect approved by
the Commissioners; and & separate notice shall be given in respect of each work.

(2) Notice given undet section 111(3) of that Act shall be in the form set out in
Schedule 2 or a form to the like effect approved by the Commissioners; and a separate

notice shall be given in respect of each work and in respect of each expected importation
into the United Kingdom.

(3) In regulations 3 to ¢ “notice™ means a notice given under either of those sub-
sections.

3. The notice shall contain full particulars of the matters specified therein and shall

contain a declaration by the signatory that the information given by him in the notice
is true.

4. A fee of £30 (plus valuec added tax) in respect of the notice shall be paid to the
Commissioners at the time it is given.

S. The person giving the notice shall furnish to the Commissioners a copy of the
work specified in the notice at the time the notice is given and at that time or at the
~ time the goods to which the notice relates are imported shall furnish to them such
evidence as they may reasonably require to establish—

(a} his ownership of the copyright in such work;

(b) that poods detained are infringing copies; or

(c) that a person who has signed the notice as agent is duly authorised.

6. The person giving the notice shall give security or further security within such
time and in such manner, whether by bond or by deposit of a2 sum of money, as the
Commissioners may require, in respect of any liability or expense which they may incur

in consequence of the notice by reason of the detention of any article or anything done
to an article detained.
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7. In every case, whether any security or further security is given or not, the peraon

who has given the notice shall kecp the Cornmissioners indemnified agamsc all such
liability and expense as is mentioned in regulation 6.

8. The person giving the notice shall noufy the Comm:ssxoncts in writing of any
change in the ownership of the copyright in the work specified in the notice or other
change affecting the notice within fourteen days of such change.

9. The notice shall be deemed to have been withdrawn—

(a) as from the expiry of fourteen days from any change in ownership of the
copyright specified in the notice, whether notified to the Commlssxoncrs in
accordance with regulation 8 or not; or

(b) if the person giving the notice has failed to comply with any requirement of
these Regulations. :

- 10. The Copyright (Customs) Regulations 1957(5) and the Copyright (Customs)
(Amendment) Regulations 1982(b) are revoked.

New King's Beam House .
22 Upper Ground, London SEI 9PJ Philip Nash
10th July 1989 Commissioner of Customs and Excise
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m SCHEDULE 1 Regulation 2(1)
: a ' ' C&E 996

Notice under the Copyright, Designs & Patents Act 1988
Requesting Infringing Copies of a Literary , Dramatic or
H Custonts Musical Work to be treated as Prohibited Goods.

and Excise

Please read these notes before completing this notice.

1. This notice may only be given by the owner of the 4. A copy of the work specified in part 2 should be
copyright in a published iiterary, dramatic or musical work enclosed.
Or a person acting on his behalf. A separate notice must 5. The person who has given the notice shall keep the
be given for each work. ’

Commissioners of Customs and Excise indemnified
. against any liability or expense which they may incucas a

The period specified in part 1 shall not exceed 5 years resuit of detaining any article or anyihing done to an
and shall not extend beyond the period for which article detained because of this notice.
copyright is to subsnst ) You may need to provide the Commissioners with
securily to cover this indemnity.
3. Afee of £30(plus VAT) is payable. Please enclose a - Youwillbeintormed when this is required.

cheque for the required amount made payable to 6. Part 3 is not obligatory, but please give as many
"Commissioners of Customs and Excise”. details as possible.

Part 1. '

ST OOTRUUUPNUURIPURRSD: ., Sueee 0 I b SO ) I S s VRN give notice tha

.........................
............................................................................................................................................

....................................................................................................................................................................

.................................................................................................................................................................

is the owner of the copyright in the work specified below which subsists under the Copyright, Designs and Patents Act 19¢
and | request that any infringing copies of the said work be treated as prohibited goods for a period starting

....................................................................

Part 2.
Particutars of Work

.............................................................................................................................................................

A R L R b L T D T R L T R e T
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Detalls of expected Importation '

a) Dateofimportation ...............

b) Place Of CUSIOMS GEOAMION ...........cccorvuueeeecioneeesteresereeeesteeesaseaaseaeaesasaseassassansseanesnsnnmenammseessssenmesonens

C) PIace Of UNI0BOING . ... ...ouiiiteeceeeeeeecee et ees ittt eaem e s sas e st aeaeasansees et e et e e anas
d) COoUNLTy Of OMGIA vaeieiereererereeaeneinseereeerersarsaeereanremenaes SerersersT e et e
) Country from which goOAS CONSIGNET ........ceeocueeeeeeeeriresesereraneanesereseese e sseasassssesenssasasenensensessssansesssssns e
f)  Bill of iading / airway bill / consignment reference NUMbBRL ....oeeeereveeee..... NP
g) Name ot ship / aircratft flight number / vehicle registration number .......... e eeeeeeereasesreeeesasssmmeseseesseseeeeeenmmeanans e
h) Name and address of iMPOMer / CONSIGNEE ... .........oiieiiieeeieeeeeeeetee e eeoeeeeeeecveseaeaseeeeemseeenesemsennereesenns

............................................................................................................................................................

i) Tariff classHication and COMMOGIY COUE ..vvvieiiianeeeeeeeeee e eeeeeeaeeeeeaessaeseeemmaaesesasamsneemaemamnesasamsessssmmmmmsmmamnann

Part 4.
Declaration

I declare that the information given by me in this notice is true.

Signature
(*Owner of copyright / Authorised agent)

* Delete as necessary

Part S.

Please send the completed notice, _

enclosing fee and a copy of the work, to:-  HM Customs and Excise
cOoB3(B)
Dorset House
Stamford Street
LONDCN SE1 9PS
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@ SCHEDULE 2 , " Regulation 2(2)

- C&E 997
Notice under the Copyright, Designs & Patents Act 1988
Requesting Infringing Copies of a Sound Recording or Film
HM Customs to be treated as Prohibited Goods.
and Excise . .
' Please read these noles before completing this notice.
1. This notice may only be given by the owner of the 4. The person who has given the notice shall keep the
copyright in a sound recording or film or a person acting Commissioners of Customs and Excise indemefied
on his behalf. A separate notice must be given in against any liability or expense which they may incuras e
respect of each work and each expected importation of result cf detaining any article or anything done to an
infringing copies of the work. article detzined because of this notice.
You may need to provide the Commissioners with
2. Afee of £30(plus VAT) is payabie. Please enclose a security to cover this indemnity.
cheque for the required amount made payable to You will be informed when this is required.
"Commissioners. of Customs and Excise”.
3. A copy of the work specified in part 2 should be 5. Part 4is not obligatory, but please give as
enclosed. many detaiis as possible.
Part 1.
USRIy .. P .- 4 (G SN LSRN T o R SUONOURRUROR give notice the

..............................................................................................................................................................

is the owner of the copyright in the work specified below which subsists under the Copyright, Designs and Patents Act 19
and that infringing copies of the work are expected to be importad into the United Kingdom and | request that these cop..
be treated as prohibited goods.

Part 2.
Particulars of Work

............................................................................................................................................................

...................................................................................................................................................................

“Label, Marking Or STAtEMENE DOME DY WOIK: «....eeeieeeeeeee et e e e e e e e emee e e e e e ee e e e e e e e e e e ameaeneas
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. Expected arrival in Ualted Kingdom

...................................................

....................................................

............................

Part 4.
Details of expected importation

a) Place of customs declaration

................................................................................................................

b} Place of unloading

..............................................................................................................................

¢} Country of origin

...................................................................................................................................

d) Country from which goods consigned

..................................................................................................

e) Biil of lading / airway bill / consignment reference number

f) Name of ship / aircraft flight number / vehicle registration number

..................................................................

g) Name and address of importer / consignee

..................................................................
.....................................................
.........................................................................................................

h) Tariff classification and commodity code

.....................................
............................................................

Part 5.
Declaration

| declare that the information given by me in this notice is true.

Signature
(*Owner of copyright / Authorised agent)

* Delete as necessary

Part 6.

Please send the completed notice,

enclosing fee and a copy of the work, to:-  HM Customs and Excise
€0B3(B)
Corset House
Stamforc Street
LONDON SEt 9PS
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TRADE MARKS

The Trade Marks (Customs) Regulations 1994

Made - - - - 1ith October 1994
Laid before Parliament 1Ith October 1994
Coming into force 31st October 1994

The Commissioners of Customs and Excise, in exercise of the powers conferred on them
by section 30(1), (2) and (3) of the Trade Marks Act 1994(a) and of all other powerseaabling
them in that behalf, hereby make the following Regulations:

1. These Regulations may be cited as the Trade Marks (Customs) Regulamms 1994
- and shall come into force on 31st October 1994.

2. Ifnoticeis given under section 89(1) of The Trade Marks Act 1994 by the proprietor
or licensee of a registered trade mark in respect of certain goods it shall be in the form set
out in the Schedule to these Regulations or a form to the like effect approved by the
Commissioners; and separate notices shall be given in respect of each arrival of such goods.

3. A fee of £30 (plus value added tax) in respect of each notice shall be paid to the
Comumissioners at the time it is given.

4. The person giving the notice shall give fo the Commissioners such security or further
security within such time and in such manner, whether by deposit of a sum of money or
guarantee, as the Commissioners may require, in respect of any liability or expense which
they may incur in consequence of the notice by reason of the detention of any goods or
anything done to goods so detained: and if such security or further security is not given
within the time specified by the Commissioners, then (but without prejudice to the operation
of regulation 5 below) the notice shall have no effect.

S. In every case, whether any security or further security is given or not, the person
who has given the notice shall keep the Commissioners indemnified against all such Eability
~ and expense as is meationed in regulation 4 above.

6.—{(1) The person giving the notice shall, either on giving notice or whea the goods
are imported, fumnish the Commissioners with the cetificate of registration (or a copy of
~ it) issued by the Registrar of Trade Marks on the registration of the trade mark specified

‘in the notice, together with evidence that such registration was duly renewed at all such
times as it may have expired.

(2) If such a certificate or copy and, where applicable, evidence of renewal is not
furnished in accordance with paragraph (1) above then the goods shall not be detained, or,
if detained, shall be released, and (but without prejudice to the operation of regulauon 5
above) any notice given in rcspect of them shall have no effect.

@) 1994 (c.26).
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7. The Trade Marks (Customs) Regulations 1970(a) are hereby revoked.

New King's Beam House, 22 Upper Ground, London SEI 9PJ.

Leonard Harris

11th October 1994 Commissioner of Customs and Excise

SCHEDULE

NOTICE UNDER SECTION 89 TRADE MARKS ACT 1994 REQUESTING
INFRINGING GOODS, MATERIAL OR ARTICLES TO BE TREATED AS
PROHIBITED GOODS

Please read these notes before completing this notice

i. This notice may only be given by the proprietor of a registered trade mark, or a licensee. A
separate notice must be given in respect of each consignment. :

2. Please note that in Part 3 it is not mandatory to provide details other than the time and place
of expected arrival of infringing goods but it will greatly increase the prospect of intercepting the
consignment cotncerned if ail the details requested are given.

3. A fee of £30 (plus VAT) is payable for each notice given. Please enclose a cheque for the
required amount, made payable to “Commissioners of Customs and Excise™.

4. A copy of the certificate of registration for the trade mark, as well as the cestificate of renewal
(where applicable), is to be enclosed with the notice, or submitted when the goods are imported.

S. The person who has giver notice shall keep the Commissioners of Customs and Excise
indemnified against any liability or expense which they may incur in consequence of the notice by
reason of the detention of any goods or anything done to goods detained. The person giving the notice
may be required to provide a security to cover this indemnity,

I Person giving notice

.........................................................................

Full name of signatory in BLOCK LETTERS
give notice to the Comruissioners of Customs and Excise that

.........................................................................

..........................................................................

.........................................................................

is the *proprictor/licensee of a trade mark registered in the United Kingdorm and thatinfringing goods,
material or articles are expected to amrive in the United Kingdom, and *I/we request that they be
treated as prohibited goods.

*Delete as necessary

(@) S.I. 197012172,
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2 Detalls of infringing goods, material or acticles

3  Details of expecied importation
Place of
Method of

IMPOAtON . ... .uis s ibinne s Bo05 s ¢5 5o WY Falaiibi% 4 S e « e e e s avmaasacssasosasass
Please include details of ship, aircraft or vehicle, where known

Expected date

of arrival ... ... .. ot et i e s s R tlhie « » + s e e a e naeeracaneaannnaa

Country of
CONSIZNMICHL . .. gt B0 ol SRS T 0055 B TN S 5 Bin HEIF 5 i = v = o s o s c s smonasnsasaesss

Importer’s
details ... ... .. i n IR R e e e e e RS 9aTa N NG L e e e o mh a e camaocseearns

Consignor’s
details . ...ii oo e TR AT v s el AT ¢ E 5 < e e r e aaeeecconaceosonoessen

4 Declaration
I declare that the information given by me in this notice is true.

SIgNAUIE .. .5 e Swvaivi e bide b siie 617 a0 543 5F e Salk 226 5 S4H2 hioas avesanescnsnsananns
(*Sole Proprictor/Partner/Director/Company Secretacy/Duly Authorised Person)

$ Submission of netice’
Please send the completed notice, fee and copies of relevant certificates to:

HM Customs and Excise
CD3A

New King's Beam House
22 Upper Ground
London SEi 9PJ

*Delete as necessary



EXPLANATORY NOTE 254
(This note is not part of the Regulations)

These Regulations prescribe the form in which the proprietor of a registered trade mark,
or a licensee, may give notice under section 89 of the Trade Marks Act 1994(a) to the
Commissioners of Customs and Excise of the expected arrival of goods which he wishes
to be treated as prohibited. They apply not only to infringing goods, but also to infringing
material (e.g. labelling or packaging) and infringing articles (items designed or adapted for
making copies of the trade mark) as defined in section 17 of the Act.

These Regulations also specify the fee to be paid and conditions to be observed by the
person giving the notice.

Section 89 applies only to goods which are expected to arrive in the United Kingdom
from outside the European Economic Area, or from within that Area but which have not
been entered for free circulation, and does not apply in circumstances where the proprietor-
of the trade mark, or licensee, is entitled to lodge an application under Council Regulation
(EEC) No. 3842/86 (O.1. No. L357, 18.12.86, p. 1.).

The Regulations revoke The Trade Marks (Customs) Regulations 1970(b) made under

section 64A(3) of the Trade Marks Act 1938(c) which was repealed by the Trade Marks
Act 1994.

(a) 1994 (c.26).
(b) S.I 1970/212.
(c) 1938 (c.22). Section 64A was inserted by section 17 of the Trade Descriptions Act 1968 {(c.29).
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