31
311

The Trade Marks Act 1991

TRADE MARKS ACT

2 Part A



p. 9.

87

Part B 1
Part A2
Part
/
1 individual)
2.
3. Word or words)
4,
5.
Part B3
Part A
Part B

1Goh Tianwah, The trade marks law (Singapore: Singgapore National Printers Ltd., 1991),

2Section 10 of the Trade Marks Act 1991
3Section 11 of theTrade Marks Act 1991
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Passing off)

common law

Part A Part B

The Trade Marks

Act 1998

(TRIPs)
. 1998

22 .. 1998

“..(2)

1998 (The Geographical

Indications Act 1998)”

(Passing Off) Common



89

Law
. . 1998
2 1
4
151
(TRIPS)
Registrable subject matter)
it
(visually perceptible sign) (Graphic)
(shape)
(colour) (aspect of packaging)
151

“Trade Mark” means any visually perceptible sign capable of being represented
graphically and which is capable of distinguishing goods or services dealt with or provided in the

course of trade by a person from goods or services so dealt with or provided by any other person



(TRIPS)

(TRIPS)

15.2

2-3

2(1)

(TRIPs)

90
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1 (shape which results from the
nature of the goods themselves):

2 (shape of goods
wihch I necessary to obtain a technical result),

3 (shape which gives substantial value to
the goods)

5

1

2.

3.

4.

5.

6.

7.

6 56

57

5Section 7 (3) of the Trade Marks Act 1998
6 Section 7(3) of the Trade Marks Act 1998
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161
(TRIPs)
8 (1)
8 (2 (@
82 ()
3.
8 (3 @
8(3) ()
()
16

(TRIPS) 6

()

()

)

(passing off)
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2 (1)
1
2.
(TRIPSs)
312
0*! 3
3121
o) The Trade Marks act 1998
16
L
2.
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4.

5.

6.

7. (Device)

8.

9.

(colour(s) as a feature of the mark)
3122
6
The Trade Marks Act 1988 34
1
Multi-class application
3123

VWVell-known marks)
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3124
10
6
(reciprocal principle) 1
15 (3) 4
16.1
(TRIPS)

3.1.25

12



3 (Part 1)

(TRIPS)

11

12

15

26 (1)

26 (2)

?

(TRIPS)

.. 1998

(relief)

155

96



26 (3)
27
27

27 (1)

27 (3)

()

16
(TRIPS)

28
281)()



28 (1) ()

Part A 7

Part B 10
10

26 (4)

The Trade

Marks Act 10

10

(TRIPs) 18



3126

(Registered user) 7

7Section 30 of the Trade Marks Act 1991

99



Marks Act 1998

44

42 (3)

(TRIPS)

21

(The Trade

420 (6

(ExciusivelLicences)

45 (1)

4 4



3127

38

39

The Trade Marks Act 1988
38 (7) 41 4) @

21

(TRIPS)

3128



4,
5.
6.
22 (2)
5
3
19
(TRIP)
37
7.
() ()

(TRIPs)

102

()



()

()

()

()

103



3.2 !

321

3(1)

66(2)

user) (

(TRIPS)

104

(Registered user)

(Registered



105

(TRIPs)
(Nationwide)!,’
8
79(1) The Trade Marks Act
5
2
A B
A
A
( 10(1) (a)-(e))
1
2.
(Predecessor)
3.
4.

Bentley J. Anderson, Intellectual property laws of east Asia. (Hong Kong: Sweet and

Maxwell, 1997), p. 200
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11 (1)

A Defensive

(Associates mark)

(TRIPs)

(TRIPS)



322

3221

25 The Trade Marks Act 1976 (Act 175) Trade Marks
Regulation 1997

(regional trade

marks office) Sabah arawak
(central trade marks office) Kuala Lumpur
Kuala Lumpur
5
1 A4
2.
3 ™ 5
4,

™ 6 8



108

3.2.22

The Trade Marks Regulation
34

(Nice Agreement)

The Trade Marks Regulation

Trade Marks Act9

3.2.2.3

The Trade Marks Act
1

Part
Xl

Defensive Trade Marks

9 “3. Interpretation.

(1) this Act, unless the context otherwise requires-

.... trade mark’” means, except in relation to Part XI, a mark used or proposed to be
used in relation to goods or services for the purpose of indicating or so as to indicate
a connection in the course  trade between the goods or services and a person
having the right either as proprietor or as registered user to use the mark whether with
or without an indication  the identity of that person, and means, in relation to Part XI,
a mark registrable or registered under the said Part Xi; ...



109

3.2.2.4 '
(Priority claim)
6
70(1)(b) 16.1
(TRIPs)
(registered user)
6
26 (3)
6
3.2.2.5
) 25(3)

28 (1)
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6 155

(TRIPs)

27 (1)
»J
27(2)
155
(TRIPs)
0 155
(TRIPs)
26(1)
(Counter statement)
28(3)

(High court) 28(5)



3 @

35(1)

14 1 ()

. 1094

10 10
32

18 (TRIPs)

(Sole registered user)

(Public interest)



(facilitate trafficking)
I 48 (3)

48 (4)

3.2.2.6

(TRIPS) 48

50 (1)

112



113

2 ? ?2 2
3.
? 7 |«
4,
?
5.
\Y
3.2.21
41 55

55, (7



3228

46

14



L
2, 1
3
High Court High Court
Court of Appeal Federal Court
1 2536 ( . .1993)
No.19 1992

(International Classification)” 1

(exclusive right)

115

Law on Marks



116

(Directorate of Copyrights, Patents, and
Trademarks under the Department of Justice)

(General Register of Marks)

/ *m

(Act in good faith)

Tancho Tokyo Osaka Company PT. Tancho Indonesia Co., Ltd.
.. 1972

Tancho/Landmark Decision of the Tancho case (1972)

first to file Declarative Concept

(registration) first use



B Mo

331

A w N

o

(TRIPS)

117

16.2



332

3321
151 15.2

(Withdrawing)

1

2

3.

35
4.

2x2

9x9

118

(Priority)



3322

@

3323
(Well-known Marks)

8 @)

(TRIPS)

Law No. 19 of 1992

4 5 2 3para(dand (3)

119



Court)

(Trademark Office)

Opposition)

3324
(Priority Claim)

(Cancellation Claim)

120

(District

(Objection or



121

33.2.5

«

(an official report
on mark ) 6

9 (Rebuttal)
(Substantive Examination)

(Certificate)
30
?
(Marks Appeal
Commission) 3
6
?
10
10
D
District Court
0 A. Supnyani Kardono and Darrell R Johnson, Intellectual property laws of east Asia

(Singapore: Sweet and Maxwell Asia, 1997), pp.170-171.



122

«K « «
« «
1[
«K «
« «
« «
« 1 ,
5
«
J 16«
(TRIPs) « «
«
« ! «
« « 10
« 10
18
(TRIPs)
« 6-12 «
(General Register) «
«
il Manual Industrial Property bv, “Manual for the handleing of application for patents,

designs and trade marks through out the world: Indonesia” Supplement No. 65, April 1992,



(Proxy) #

1. 1
2.
3.
35 7l 1
?
®
3.3.2.6 « »&
21

(TRIPS)

2X2

9x9



124

I 1 # 70
7 # Directorate General of Intellectual Property Rights (Direktorat
Jenderal Hak Atas Kekayaan Intelektual or Dirjen Haki) ~ Presidential Decree 14
« 1998 15 2541 ?
« ? # ? #
H# ? « #
#
1 # # ! #
« (Industrial Design) (Integrated
Circuit) # # (Trade Secret)
74?7 o« ? TRIPs ? #
' Hew #
? 1 2543
? 1 #
" ! 2 « #

3 # ' 3 #
#0MN ¢ ## ? #
? 1 # 1

# (Mark Appeal Commission - MAC) # « '
# (Trademark Office) 1 ##
I #
2« 7 7« # 9 1
3
L7 " (Government Regulation)
7 # ? (Article 6 para 14)
2. 7« ; B % ?
1 # (Article 8 para 13)

12 Ema L Kusoy and Bertus A Rikin, “Report on the Trademark Law and Enforcement in
1998 in Indonesia," APAA News 26 (July 1999): 65-71.



125

3. « « (Article
10 para 13)

4, «

(Cancel)

(non-use) (Article 51 para (3¢))

5. "o« «
(Geographical Indications) (Article 79 A para (8))

6. Presidential Decree (District Court)

} « (Objection)

(Article 51 para (5))

1. Ministerial Decree (Re-

registration) ~ ?
3.3.2J ? « (Transfer)3

«
(General Register)
€ « 21
(TRIPs) «

« «

«

13Susan Barbiéri and Richard J. Taylor, Worldwide trademark transfers Law and Practice:
Indonesia ( . .A. Trademark Association, 1994), p. 13.
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3 328

«

} (District Court of Centrai Jakarta)

« 7



trn
(DCCJ) u
5
10
10
(Commerce)
3
(Trademark Office) bl
(District Court)
52 2 The Law No. 19 1992
[ hoth actions, under Law No. 19 of 1992 are termed invalidation
actions)
56-60 2
(grounds)
(District Court)
5
i Insan Budi Maulana, “Indonesian trademark law;" International Review of Industrial

Property and Copyright Law 26 (Munich: the Max Planck Institute for foreign and International
Copyright and Competition Law, 1995) 383-384.



128
34 «

A2 (Madrid  Agreement)

'same mark legislation 5 ?

341 « «

4 The Decree No.197/ HDBT 14
.. 1982 2 The Ordinance No. 84/ HDBT 20 .. 1990
The Decree No. 63/CP 24 .. 1996 ' '
(The Civil Code)

‘ " (Sign)
? (Unit) ?

b Dennis Campbell, Hubert J. Harmeling and Eric P.A,, Trade marks: Legal and business
aspects: Madrid Agreement (. .A.: Kluwer Lawand Taxation, 1994), pp. 4-5.

1&Martin . Chow, Intellectual property law of east Asia: Vietnam (Hongkong: Sweet &
Maxell Asia, 1997), pp.507-564.



L

(Shapes) (Figures)

342

3421

«

«

18

The Ordinance No. 84/ HDBT
Ministry of Science Technology and Environment Yl .. 1996

)
[ <

129

«

«

«

«

? 1717

«

«

first to file
The Decree No.197/ HDBT
Decree No. 63/CP

4
The Circular of the

«



130

%
« ? '
« ?
(National Office of Intellectual Property: NOIP)

(Chamber of Commerce and Industry of Social Republic of

Vietnam) ? »
» > (National Office of Invention)
3422 ?
? Madrid Agreement
? ?
[ 1
2 ? 1
? ?
«
3423 ? !
N 7 N
1
? A9

« !

! (Well-known marks)



34.24 7 »
(Priority Claim)

6  The Ordinance No. 84/ HDBT

of Intellectual Property: NOIP) 6

?

131

Decree No. 63/CP
(National office

(TR

4(1) 2 The Ordinance No. 84/ HDBT



50)

2

The Ordinance No. 84/ HDBT
6

132



133

| , |
l ?
] l
| ! |
?
!
? |
8 The
Ordinance No. 84/ HDBT Decree No. 63/CP ?
10
| 10 !
6
| |
I T |
' 10
7
10 | |
B
?
1 I ?

IF. Jeannie Smith, “Tragdemark Lawin Indochina: Practice and Procedures in Vietnam,
Cambodia and Loas," Practice paper No. 6, USA, 1994,

BMartin . Chow, Intellectual property laws of east Asia (Singapore: Sweet and Maxwell
Asia. 1997), pp. 531-532



34 26 m¢
«
NOIP «
717
«K
No. 63
7«

«

«

«K

«

« «
, «
«
«
?
I) 1
3B 5
?
« «
«
«

62

«

134

«
«
The Decree
«K
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30" [
? f
!
I
15
1
1 )
?
«
?
1
1
?
®
« 1
1

N1



38 The Decree No. 63/CP |
The Circular No. 3055

6.

7 | ?
«

11
«
!
1
34.27 «
3 A }
} The Decree No. 63

Transfer of Foreign Technology into Vietnam

(Deed of Assignment)

«

136

«

6
the Ordinance on

NOIP



63

15

38

62

5

137

The Decree No.



138

) :
38 The Decree No. 63/CP [ The
Circular No. 3055
6.
'S

3428 119

12
3 The Ordinance No. 84/ HDBT



«

«

31

32 !

35

351

«

«

.. 2534

139



140

«

« |

1(1)  The Trade Marks Act 1994
9

(TRIPY 151

9David Bainbndge, Intellectul Property: Trade marks - the new law (London: Pitmen
Publishing, 1996), pp. 455-458.
) pp. 430-438



141

? « #

# « 4 ##
# 4 A #
7 ) #’
1 i f # #
# & # # « #
## i
2 ? 3 #
#o# 7 # ?
# 3 ?
3 f # ?
# B M BN ? #
# i
? # B ?
4 7 ?
# g7 7 # B o« 7«
« # # i ? %
? " 6 #
# e 7 #o# ##  #
1 B o#»
2. # £y # # '
3. A #o# #
A ##
A ? o« #:,

) , %38, 13



«

151

11

12

13
14

«

.. 2534

«

79

«

«

«

«

%

%

142

% 7
1
(TRIPs)
»
?
7
J
?
?
’ g
w“no (o
«
79

2 Francis Wong, “Report for the Trademarks Committee: Thailand,” APAA News 26 (July

1999): p95.
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15

16
17

21

2.2

2.3
24
25
2.6

2.1
2.8

2.9

»l

I

2123

2.5-2.1

143

11



2.10
211
«
«

2.12

3.

«
13
16.1
(TRIPs)
3.5.2 «
3 ?7 .. 2534

3 pp. %

144



«

«

3521
.. 2534
1
2.
?
3.
4,

?

145



3.5.2.2

(multi classification)

?

(WIPO)

3523 «

(TRIPS)

.. 2534

146

.. 24714

.. 2534

«

8 (11)



147

35.2.4 ?) ! V « «
28 1
« «
(Reciprocal Right) 1
1 )
I
TRIPs ? '
« 1
«
1
«
1 «
« « 6
1) 1
« |
(TRIPs)
35.25 « «  «
« «
« 1
? ' ! 1
1 «
6 1 8§ «

«



17 15
15 16
]
60
1
A
!
?
2
A

«

90

«

90

17

?

«

X

148

16

«



149

24

«

25

2
30

155
(TR

40



36

37

150

»

A 1 30

30

36



10
42
28

JP

?

151

108111

«

47 1 |

10

«



152

3.5.2.6 «

«

69



«
« 2
« k< ?
? 0
]
: )
1 » «
« 1
)
«

?

»

153



(ceneric manner) - «
2

21
| ( | 4
22
23
)
.
/

«

(non-distinctiveness)
12
«
)
12 «
13
12

74

«

12

12

14



3521

155

12
15

(R

.. 034

43 49

%)
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Pl

«

?

3525

5

fait)
.. 2534(

r

f4

.. OH
|
%
1}
Rl
?
N, 553%),

156

?
127-128.
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59

15

5
59
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62
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6l

62
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67

e «

2534

«

66

«
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